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LETTER OF TRANSMITTAL

THE WHITE HOUSE, September 5, 2006.
To the Senate of the United States:

With a view to receiving the advice and consent of the Senate to
ratification, subject to the reservation outlined below, I transmit
herewith the Patent Law Treaty and Regulations Under the Patent
Law Treaty (the “Treaty”), done at Geneva on June 1, 2000, be-
tween the Governments of 53 countries including the United States
of America. I also transmit, for the information of the Senate, the
Key Provisions of the Patent Law Treaty report prepared by the
Department of State.

Strong intellectual property protection is a cornerstone of free
trade and global market access. This Treaty promotes patent pro-
tection by codifying harmonizing, and reducing the costs of taking
the steps necessary for obtaining and maintaining patents through-
out the world. The provisions set forth in the Treaty will safeguard
U.S. commercial interests by making it easier for U.S. patent appli-
cants and owners to protect their intellectual property worldwide.

The Treaty generally sets forth the maximum procedural require-
ments that can be imposed on patent applicants, and in addition,
provides standardized requirements for obtaining a filing date from
which no party may deviate. Additionally, the Treaty provides that
applicants cannot be required to hire representation for, among
other things, the purpose of filing an application and that patents
may not be revoked or invalidated because of noncompliance with
certain application requirements, unless the noncompliance is a re-
sult of fraud. The Treaty does not limit the United States from pro-
viding patent requirements that are more favorable to the patent
applicant or patent owner than those set forth in the Treaty or
from prescribing requirements that are provided for in our sub-
stantive law relating to patents. Additionally, the Treaty is not in-
tended to limit the United States from taking actions that it deems
necessary for the preservation of its essential security interests.

This Treaty is in harmony with current U.S. patent laws and
regulations, with minor exceptions to be addressed in proposed leg-
islation. Because U.S. law does not require that each patent appli-
cation apply to only one invention or inventive concept, and be-
cause the U.S. Patent and Trademark Office assesses that imple-
menting a provision of the Treaty requiring “unity of invention” for
all national applications would require a substantive and imprac-
tical change to our Patent Law, I recommend that the following
reservation be included in the U.S. instrument of ratification, as al-
lowed by the Treaty:

Pursuant to Article 23, the United States declares that Arti-
cle 6(1) shall not apply to any requirement relating to unity of
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invention applicable under the Patent Cooperation Treaty to
an international application.
I recommend that the Senate give early and favorable consider-
ation to this Treaty and give its advice and consent to its ratifica-
tion, subject to the reservation described above.

GEORGE W. BUSH.



LETTER OF SUBMITTAL

DEPARTMENT OF STATE,
Washington, DC, September 5, 2006.

The PRESIDENT,
The White House.

THE PRESIDENT: I have the honor hereby to submit to you, with
a view to its transmittal to the Senate for advice and consent to
ratification, the Patent Law Treaty adopted at Geneva on June 1,
2000. This Treaty was adopted under the auspices of the World In-
tellectual Property Organization to simplify the formal procedures
and reduce associated costs for patent applicants and owners of
patents seeking to obtain and preserve their rights in inventions
around the world.

Fifty-three countries, including the United States, plus the Euro-
pean Patent Office, have signed the Treaty. As of January 2006,
eleven countries have taken the necessary steps to become bound
parties to the Treaty, which entered into force on April 28, 2005.

The Treaty complements existing U.S. international obligations
and furthers our policy related to prompting strong intellectual
property protection. The Treaty, which is supported by U.S. inter-
ests, will make it easier for U.S. patent applicants and patent own-
ers to obtain and maintain patents throughout the world, as well
as in the United States, by simplifying and, to a large degree, har-
monizing national and regional formal requirements associated
with patent applications and patents.

The Department of Commerce and the Office of the United
States Trade Representative join the Department of State in re-
questing that the Patent Law Treaty be transmitted to the Senate
for its advice and consent to ratification as soon as possible, subject
to the reservation described within the enclosed document.

Respectfully submitted,

CONDOLEEZZA RICE.

Enclosure: Key Provisions of the Patent Law Treaty
KEY PROVISIONS OF THE PATENT LAW TREATY

The Treaty sets forth, with one exception, the maximum proce-
dural requirements that Contracting Parties may impose on patent
applicants and patentees. The one exception is Article 5, which sets
forth standardized requirements for obtaining a filing date from
which Contracting Parties cannot deviate.

Article 2 presents two general principles: that a Contracting
Party shall be free to provide requirements which, from the view-
point of patent applicants and patent owners, are more favorable
than the requirements set forth in the Treaty and the Regulations
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(annexed to the Treaty), and that nothing in the Treaty or its Reg-
ulations is intended to be construed as limiting the freedom of a
Contracting Party to prescribe requirements provided for in its sub-
stantive law relating to patents. Article 3 describes the patent ap-
plications and patents to which the Treaty applies, which include
utility patent applications that are filed with the Office of a Con-
tracting Party (which for the United States would be the United
States Patent and Trademark Office (“USPTQ”)). Article 5 provides
a filing date standard. It mandates that a Contracting Party must,
with only minor exceptions, provide a filing date for a patent appli-
cation that is the date on which its Office has received the fol-
lowing elements:
(i) an express or implicit indication to the effect that the sub-
mitted elements are intended to be an application;
(i1) indications allowing the identity of the applicant to be es-
tablished or allowing the applicant to be contacted; and
(iii) a description of the invention to be patented.

Furthermore, Article 5 requires Contracting Parties to provide
for “reference filing” in which a reference to a previously filed ap-
plication shall, for the purposes of the filing date, constitute the de-
scription required for the subsequent application. During the nego-
tiations of the Treaty, the United States strongly supported the
adoption of this Article, with the knowledge that the requirement
for the inclusion of a claim for filing date purposes pursuant to sec-
tion 111(a) of title 35 of the United States Code would have to be
eliminated if the United States were to become a party to the Trea-
ty. Additionally, a new subsection will have to be added to section
111 of title 35 to implement the “reference-filing” provision.

Article 6 mandates that, except where otherwise provided in the
Treaty, no Contracting Party shall require compliance with any re-
quirement relating to the form or contents of an application which
is different from, or additional to: (1) the requirements relating to
form or contents which are provided for in respect of international
applications under the Patent Cooperation Treaty (“PCT”), done in
1970 and to which the United States is a Party; (2) the require-
ments relating to form or contents compliance with which, under
the PCT, may be required by Contracting Parties once the national
stage processing or examination of an international application has
started; and (3) any further requirements in the Regulations.

Of note, the incorporation of the “form or contents” requirements
from the PCT into this Article mandates the application of the
PCT’s “unity of invention” requirement for all national applica-
tions. This is the requirement that an application relate to one in-
vention only or to a group of inventions so linked as to form a sin-
gle general inventive concept. United States law does not contain
such a requirement. The USPTO advises that U.S. law should not
be amended to include a “unity of invention” requirement, as this
is a substantive patent law matter that would be impractical for
the USPTO to implement at this time. Article 23(1) permits the
United States to take a reservation on this issue; our proposed res-
ervation is addressed below.

Article 7 and Rule 7 of the Regulations address requirements re-
garding representation. Article 7(2) provides that Contracting Par-
ties may not mandate representation for the filing of an application
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for filing date purposes, for the mere payment of a fee, or for other
specified procedures. Article 8 and Rule 8 provide the basis upon
which Contracting Parties may impose requirements relating to the
form and means of transmittal of communications filed with its Of-
fice relating to a patent application or to an issued patent. These
provisions specify that while generally Contracting Parties may ex-
clude the filing of communications on paper, they must, if they
adopt an electronic filing system, continue to accept the filing of
i:ommunications on paper for the purpose of complying with a time
imit.

Article 10(1) provides that once a patent has been granted, it
may not be revoked or invalidated because of non-compliance with
certain formal requirements referred to in Articles 6 and 8, except
where the non-compliance occurred as a result of fraudulent inten-
tion. Paragraph (2) provides that a patent cannot be revoked or in-
validated without giving at least one opportunity for the patent
owner to make observations on the intended revocation or invalida-
tion. Article 11 and Rule 12 require that the Offices of all Con-
tracting Parties provide either for extensions of time limits fixed by
those Offices, or for continued processing of applications or patents,
when applicants or patent owners fail to comply with time limits.
However, this Article and Rule do not apply to time limits that are
not fixed by an Office, such as those set by domestic law, Article
12 and Rule 13 require that all Contracting Parties provide for the
re-instatement of rights of an applicant or owner where such per-
son has failed to comply with a time limit for an action before an
Office and such failure has the direct consequence of causing a loss
of rights with respect to an application or patent, subject to certain
conditions. U.S. law already provides for revival of rights along the
lines of those prescribed by this Article. The proposed imple-
menting legislation for this Treaty includes a provision that would
consolidate those existing provisions and apply a standard for relief
that is consistent with current U.S. practice.

Article 13(1) requires Contracting Parties to provide for the cor-
rection or addition of a priority claim to an earlier application
where a subsequent application is filed within the time limits pre-
scribed in the Regulations. Paragraph (2) requires the restoration
of priority rights where a subsequent application which claims or
could have claimed the priority of an earlier application is filed
after the expiration of the priority period but within the time limits
prescribed by the Regulations and the failure to file within the pri-
ority period occurred in spite of due care having been taken or was
unintentional. Paragraph (3) requires the restoration of the right
of priority where there has been a failure to file a required copy
of an earlier application. U.S. law currently permits correction and
addition of priority claims, and during the negotiations the United
States supported the concept of restoring priority rights for unin-
tentional late filings. The acceptance of such delayed filings would
require amendments to sections 119, 102(b) and 102(d) of title 35,
United States Code.

Articles 15 through 27 are the Administrative and Final provi-
sions of the Treaty. Notably, Article 15 obliges each Contracting
Party to comply with the patent-related provisions of the Paris
Convention for the Protection of Industrial Property of March 20,
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1883, as revised and amended. The United States is a Party to that
Convention and is already under an obligation to comply with those
provisions. Article 22 applies the Treaty (other than Articles 5 and
6(1) and (2) and subject to the exclusion of proceedings in progress)
to pending applications and patents which are in force, on the date
Ofl which the Treaty binds that Contracting Party pursuant to Arti-
cle 21.

Article 17 of the Treaty provides the Contracting Parties shall
have an Assembly. The tasks of the Assembly, set forth in Article
17(2), include: dealing with matters concerning the maintenance
and development of the Treaty and its application and operation;
amending the Regulations; establishing Model International Forms;
and performing other functions as are appropriate under the Trea-

ty.

Article 17(3) and (4) set forth voting procedures for the Assembly.
Article 17(4) provides that the Assembly shall endeavor to take its
decisions by consensus. Where, however, consensus cannot be
achieved, decisions shall be taken by voting, in which each Con-
tracting Party that is a State shall have one vote. Pursuant to Arti-
cle 17(4)(ii), any Contracting Party that is an intergovernmental or-
ganization may vote, in place of its members, with a number of
votes equal to the number of its Member States that are party to
the Treaty. However, no such integovernmental organization may
participate in the vote if anyone of its Member States exercises its
right to vote (either as a party to the Treaty or as a member of
another such intergovernmental organization), and vice versa.

Article 17(5) provides that with the exception of matters covered
under Articles 14(2) and (3), 16(1) and 19(3), the decisions of the
Assembly shall require two-thirds of the votes cast (abstentions do
not count as votes). However, as is common practice in multilateral
intellectual property treaties, certain provisions of the Treaty may
be amended by a super-majority vote of the Assembly, without the
need for a revision conference. In this Treaty, such amendment
procedures apply to amendments to Articles 17(2) and 17(6), which
are procedural in nature. Article 17(2) sets forth the responsibil-
ities of the Assembly, as discussed, and Article 17(6) provides that
the Assembly shall meet in ordinary session once every two years
upon convocation by the Director General. According to Article 19,
adoption of amendments to Articles 17(2) and 7(6) requires a three-
fourths majority vote of the Assembly. Once adopted, any amend-
ment to these two Articles enters into force for all Contracting Par-
ties one month after written notifications of acceptance have been
received by the WIPO Director General from three-fourths of those
Contracting Parties which were members of the Assembly at the
time the amendment was adopted.

Article 20 provides that, in addition to States, certain intergov-
ernmental organizations that are competent to grant patents and
have their own legislation binding on all their member States con-
cerning matters covered by this Treaty may become party to the
Treaty.

IMPLEMENTING LEGISLATION

The legislation proposed to implement the Treaty states that it
will take effect on the date that is one far after the date of enact-
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ment of the legislation. The proposed legislation also provides that
it will apply to all patents, whenever granted, and to all applica-
tions for patents pending on, or filed after, the date that is one
year after the date of enactment of the legislation. Because the
changes required for compliance with the Treaty are viewed by in-
dustry as desirable in and of themselves, the effective date of the
proposed legislation is not contingent on entry into force of the
Treaty. The delay of one year for the entry into effect of the legisla-
tion is necessary to provide sufficient time for the USPTO to pro-
mulgate the necessary implementing regulations.

RESERVATION TO ACCOMPANY UNITED STATES RATIFICATION

Article 23 of the Treaty provides that Contracting Parties may
make a reservation to the effect that Article 6(1), which mandates
that Contracting Parties require compliance relating to form and
content of a patent application which are provided for under the
PCT, shall not apply to any requirement under the PCT relating
to unity of invention. As noted above, in the context of the discus-
sion of Article 6(1), United States law does not contain such a re-
quirement. The USPTO advises that it considers this to be a sub-
stantive patent law matter that it does not recommend changing.
Accordingly, the Department of State recommends that the fol-
lowing reservation be included in the U.S. instrument of ratifica-
tion:

“Pursuant to Article 23, the United States declares that Arti-
cle 6(1) shall not apply to any requirement relating to unity of
invention applicable under the Patent Cooperation Treaty to
an international application.”

CONCLUSION

The Treaty is of great importance to the United States. Not only
will it make it easier for United States patent applicants and pat-
ent owners to obtain and maintain patents throughout the world,
but it will also lay the foundation for the next step in international
patent reform—the harmonization of substantive matters.






PaTENT LAw TreAaTY (PLT)

PaTenT LAw Treaty (PLT)
and R
REGULATIONS UNDER THE PATENT LAW TREATY

Done at Geneva on June 1, 2000
and

EXPLANATORY NOTES ON THE PATENT LAW TREATY
and
THE REGULATIONS UNDER THE PATENT LAw TREATY

(1)



PaTENT Law TreaTy (PLT)| 3

CONTENTS

: Page
Patent Law Treaty 4
Regulations under the Patent Law Treaty 34
Agreed Statements by the Diplomatic Confererice
for the Adoption of the Patent Law Treaty 64
Explanatory Notes prepared by the International Bureau 67




PatenT Law TREATY

TABLE OF CONTENTS

Aﬁicle 1
Article 2
Articie 3
Article 4

Afticlg 57
» Artftle 6 -

' Article 7
Article 8
Article 9

Article 10

" Article 11
Article 12

Article 13

Article 14

Abbreviated Expressions
General Principles

Applitations and Patents to Which the Treaty Applies

~ Security Exception
" filing Date

Application

Representation )
;Comm.unications,' Addreéses
Notiﬁc’atbns ‘

Validizy of Patent; Revocation

Relief in Respect of Time Limits = .
ReibStatement of Rights After a F)hding of
Due Care or Unintentionality by the Office

Correction or Addition of Priority Claim,'
Restoration of Priority Right

Regulations



PaTeNT Law Treaty {PLT) 5

Article 15
Article 16

Article 17
Article 18
Article 19
Article 20
Article.21

Article 22

Article 23
Article 24
Article 25
Article 26
Article 27

Relation to the Paris Convention

Effect of Revisions, Amendments and Modifications
of the Patent Cooperation Treaty

Assembly

International Bureau
Revisions

Becoming Party to the Treaty

Entry into Force; Effective Dates of Ratifications
and Accessions

Application of the Treaty to Existing Applications
and Patents i

Reservations

Denunciation of the Treaty
Languages of the Treaty
Signature of the Treaty
Depositary; Registration



Article 1
Abbreviated Expressions
For the purposes-of this Treaty, unless expressly stated otherwise:

(i) “Office” means the authority of a Contracting Party entrusted with the
granting of patents or with other matters covered by this Treaty;

(i) "application” means an application for the grant of a patent, as
referred to in Article 3;

(ili). “patent” means a patent as referred to in Article 3;

(iv) references to a “person” shall be construed as including, in particular,
a natural person and a legal entity;

(v) “communication” means any application, or any request, declaration,
document, correspondence or other information relating to an
-application or patent, whether relating to a procedure under this Treaty
or not, which is filed with the Office;

(vi) “records of the Office” means the collection of information
maintained by the Office, relating to and including the applications
filed with, and the patents granted by, that Office or another-authority
with effect for the Contracting Party concerned, irrespective of the
medium in which such information is maintained;

(vii) “recordation” means any act of including information in the records of
the Office;

{vill) “applicant” means the person whom the records of the Office show,
pursuant to the applicable law, as the person who is applying for the
patent, or as another person who is filing or prosecuting the
application;

(ix) “owner” means the person whom the records of the Office show as
the owner of the patent;

(x) “representative” means a representative under the applicable law;
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{xi) “signature” means any means of self-identification;

- (xi)) “a language accepted by the Office” means any one language
accepted by the Office for the relevant procedure before the Office;

(xiii) “transtation” means  a translation ‘into" a language or, where
appropriate, ‘a transliteration into an alphabet or character set,
accepted by the Office;

(xiv) “procedure before the Office” means any procedure in proceedings
before the Office with respect to an application or patent;

(xv) except where the context indicates otherwise, words in the singular
include the plural, and vice versa, and masculine personal pronouns
include the feminine;

{xvi). “Paris Corivention”.means the Paris Convention for the Protection of
Industrial Property, sighed on March 20, 1883, as revised and amended;

(xvi) "Patent Cooperation Treaty™ means the Patent Cooperation Treaty,
signed on-June 19, 1970, together with the Regulations and the
Administrative Instructions under that Treaty, as revised, amended and
modified;

(xviii) “Contracting Party” means any State or intergovernmental
organization that is party to this Treaty;

(xix) “applicable law” means, where the Contracting Party is a State, the
law - of that State and, where the Contracting Party is an
intergovernmental “organization, the legal -enactments under which
that intergovernmental organization operates;

(xx) “instrument of ratification” shall be construed as including
instruments of acceptance or approval; ~

{(xxi) “Organization” means the World intellectual Property Organization; .

(xxii} “international Bureau” means the International Bureau of the
Organization;

(xxii)) “Director General” means the Director General of the Organization.



Article 2
General Principles

(1) [More Favorable Requirements] A Contracting Party shall be free to
provide for requirements which, from the viewpoint of applicants and
owners, are more favorable than the requirements referred 1o in this Treaty
and the Regulations, other than Article 5.

(2) [No Regulation of Substantive Patent Law] Nothing in this Treaty or the
Regulations is intended to be construed as prescribing anything that would
limit the freedom of a Contracting Party to prescribe such requirements of
the applicable substantive law relating to patents as it desires.

Article 3
Applications and Patents to Which the Treaty Applies

(1) [Applications] (a) The provisions of this Treaty and the Regulations shall
apply to national and regional applications for patents for invention and for
patents of addition, which are filed with or for the Office of a Contracting
Party, and which are:

(i) types of applications permitted to be filed as international applications
under the Patent Cooperation Treaty;

(i) divisional applications of the types of applications referred to in
iten (i), for patents for invention or for patents of addition, as referred
1o in Article 4G(1) or (2) of the Paris Convention.

(b) Subject to the provisions of the Patent Cooperation Treaty, the
provisions of this Treaty and the Regulations shall apply to international
applications, for patents for invention and for patents of addition, under
the Patent Cooperation Treaty:

(i) in respect of the time limits applicable under Articles 22 and 39(1) of
the Patent Cooperation Treaty in the Office of a Contracting Party;
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(ii) in respect of any pracedure commenced on or after the date on which
processing or examination -of the international application may start
under Article 23 or 40 of that Treaty.

(2) [Patents] The provisions of this Treaty and the Regulations shall apply to
national and regional patents for invention, and to national and regional
patents of addition, which have been granted with effect for a Contracting
Party.

Article 4
Security Exception

Nothing in this Treaty and the Regulations shall ‘limit the freedom of a
Contracting Party to take any action it deems necessary for the preservation of
essential security interests.

Article 5
Filing Date

(1) [Flements of Application] -(a) Except as otherwise prescribed in the
Regulations, and subject to paragraphs (2) to (8), a Contracting Party shall
provide that the filing date of an application shall be the date on which:its
Office has received all of the following elements, filed, at the ‘option of the
applicant, on paper or-as otherwise permitted by the Office for the
purposes of the filing date: ;

(i) an express or implicit indication to the effect that the elements are
intended to be an application; :

(i) indications allowing the identity of the applicant to be established or
allowing the applicant to be contacted by the Office;

(il}) a part which on the face of it appears to be a description.



(b) A Contracting Party. may, for the purposes of the filing date, accept a
drawing as the element referred to in subparagraph (a)(iii).

(c) For the purposes of the filing date, a Contracting Party may require
both information allowing the identity of the applicant to be established
and information allowing the applicant to be contacted by the Office, or it
may accept evidence allowing the identity of the applicant to be
established or allowing the applicant to be contacted by the Office, as the
element referred to in subparagraph (a)(i).

(2) [Language] - (@) A Contracting Party may require that the indications

referred to in paragraph (1)a)(i) and (i) be in a language accepted by the
Office.

(b) The part referred to in paragraph (1)(a)(iii) may, for the purposes of the
filing date, be filed in any language.

(3) [Notification] Where the application does not comply with one or more of
* the requirements applied by the Contracting Party under paragraphs (1)
and (2), the Office shall, as soon as practicable, notify the applicant, giving
the opportunity to comply with any such requirement, and to make
observations, within the time limit prescribed in the Regulations.

(4) [Subsequent Complianice with Requirements] (a) Where one or more of
the requirements applied by the Contracting Party under paragraphs (1)
and (2) are not complied with in the application as initially filed, the filing
date shall, subject to subparagraph (b) and paragraph (6), be the date on
which’ all of the requirements applied by the Contracting Party under
paragraphs (1) and (2) are subsequently complied with.

(b) A Contracting Party may provide that, where one or more of the
requirements referred 1o in subparagraph (a) are not complied with within
the time limit prescribed in the Regulations, the application shall be
deemed not to have been filed. Where the application is deemed not to
have been filed, the Office shall notify the applicant accordingly, indicating
the reasons therefor.

(5) [Notification Concerning Missing Part of Description or Drawing] Where,
in establishing the filing date, the Office finds that a part of the description
appears to be missing from the application, or that the application refers
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1o a drawing which appears to be missing from the application, the Office
shall promptly notify the applicant accordingly.

(6) [Filing “Date Where Missing - Part of Description or Drawing Is Filed]

(a) Where a missing part of the description or a missing drawing is filed
with the Office within the time limit prescribed in the Regulations, that part
of the description or drawing shall be included in the application, and,
suibject to subparagraphs (b) and (¢}, the filing date shall be the date on
which the Office has received that part of the description or that drawing,
or-the. date on ‘which all of the requirements applied by the Contracting
Party under paragraphs (1) and (2).are complied with, whichever is later.

(b) Where the missing-part of the description or the missing drawing is
filed under ‘subparagraph {a) to rectify its omission from. an application
which, at the date on which one or more elements referred to in
paragraph (1)(@) were first received by the Office, claims the priority of an
earlier application, the. filing date shall, upon the request of the applicant
filed within a time limit prescribed in the Regulations, and subject to the
reguirements prescribed in the Regulations, be the date on which all the
requirements applied by-the Contracting Party under paragraphs (1)
and (2) are complied with.

() Where the missing part of the description or the missing drawing filed
under subparagraph (a) is withdrawn within a time limit fixed by the
Contracting Party, the filing date shall be the date on which the
requirements applied by the Contracting Party undér paragraphs (1)
- and (2) are complied with.

(7) [Replacing Description and Drawings by Reference to a Previously Filed
: Application] (a) Subject to the requirements prescribed in the Regulations,
a reference, made- upon the filing' of the application, in a language
accepted by the Office, to a previously filed application shall, for the
purposes of the filing date of the apphcatlon replace the description
and any drawings.

(b) Where the requirements referred ‘to in subparagraph (a) are not
complied with, the application may be deemed not to have been filed.
Where the application is deemed not to have been filed, the Office shall
notify the applicant accordingly, indicating the reasons therefor.
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(8) [Exceptions] Nothing in this Article shall limit:

(i) the right of an applicant under Article 4G(1) or (2) of the Paris
Convention to preserve, as the date of a divisional application referred
10-in that Article, the date of the initial application referred to in that
Article and the benefit of the right of priority, if any;

(i) the freedom of a Contracting Party to apply any requirements
necessary to accord the benefit of the filing date of an earlier
application to an application of any type prescribed in the Regulations.

Article 6
Applicatioh

(1) [Form or Contents of Application] Except where otherwise proVided for by
this Treaty, no Contracting Party shall require compliance with any

requirement relating to the form or contents of an application different
from or additional to:

{) the requirements relating 1o form or contents which are provided for

in respect of international applications under the Patent Cooperation
Treaty;

(ii) the requirements relating to form or contents compliance with which,
under the Patent Cooperation Treaty, may be required by the Office of,
or acting for, any State party to that Treaty once the processing or
examination of an international application, as referred to in Article 23
or 40 of the said Treaty, has started;

{iii) any further requirements prescribed in the Regulations.

(2) [Request Form] (a) A Contracting Party may require that the contents of
an application which correspond to the contents of the request of an
international application under the Patent Cooperation Treaty be presented
on a request Form prescribed by that Contracting Party. A Contracting
Party may also require that any further contents allowed under
paragraph (1)(ii) or prescribed in the Regulations pursuant to
paragraph (1)) be confained in that request Form.
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{b) Notwithstanding subparagraph (a)," and subject to Article &(1), a
Contracting Party shall accept the presentation of the contents referred to
in subparagraph (a) on a request Form provided for in the Regulations.

(3) [Translation} ‘A Contracting Party may require a translation of any part of
the application that is not in a language accepted by its Office. A
Contracting Party may -also require a translation of the parts of the
application, as prescribed in the Regulations, that are in a language
accepted by the Office, into any other languages accepted by that Office.

(@) [Fees] A Contracting Party may require that fees be paid in respect of the
application.- A Contracting Party may apply the provisions of the Patent
Cooperation Treaty relating to payment of application fees.

5

Rody

[Priority Document] Where the priority of an earlier application is claimed,
a Contracting Party may require that'a copy of the earlier application, and
a translation where the earlier application is not in a language accepted by
the Office, be filed in accordance with the requirements prescribed in the
Regulations.

(6) [Evidence] A Contracting Party may require that evidence in respect of any
matter referred to in paragraph (1) or (2) or in a declaration of priority, or
any translation referred to in‘paragraph (3) or (5), be filed with it< Office in
the course of the procéssing of the application only where that Office may
reasonably ‘doubt the veracity of that matter or the accuracy of that
translation: :

(7) [Notification] Where one or more of the requirements applied by the
Contracting Party under paragraphs (1) to (6) are not complied with, the
Office shall notify the applicant, giving the opportunity to comply with any
such requirement, and to make observations, within the time limit
prescribed in the Regulations.

(8) [Non-Compliance with Requirements] (3) Where one -of more .of the
requirements applied by the Contracting Party under paragraphs (1) to (6)
are not complied with within the time limit prescribed in the Regulations,
the Contracting Party may, subject to subparagraph (b) and Articles 5
and 10, apply such sanction as is provided-for in its law.
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(b) Where any requirement applied by the Contracting Party under
paragraph (1), (5) or (6) in respect of a priority claim is not complied with
within the time limit prescribed in the Regulations, the priority claim. may,
subject to Article 13, be deemed non-existent. Subject to Article 5(7)(b),
no other sanctions may be applied.

Article 7
Representation

(1) [Representatives] (a) A Contracting Party may require that a representative
appointed for the purposes of any procedure before the Office: -

(i) have the right, under the applicable law, to practice before the Office
in respect of applications and patents;

(i) provide, as his address, an address on a territory prescribed by the
Contracting Party. '

(b) Subject to subparagraph (¢), an-act, with respect to any procedure
before the Office, by or in relation to a representative who complies with
the requirements applied by the Contracting Party under subparagraph (a),
shall have the effect of an act by or in relation to the applicant, owner or
other interested person who appointed that representative.

(&) A Contracting Party may provide that, in the case of an oath or
declaration or the revocation of a power of attorney, the signature of a
representative shall not have the effect of the signature of the applicant,
owner or other interested person who appointed that representative.

(2) [Mandatory Representation] (a) A Contracting Party may require that an
applicant, owner or other interested person appoint a representative for
the purposes of any procedure before the Office, except that an assignee
of an application, an applicant, owner or other interested person may act
himself before the Office for the following procedures:

(i) the filing of an application for the purposes of the filing date;
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(i) the mere payment of a fee;
ity any other procédure as prescribed in the Regulations;

(iv) the issue of a receipt or noftification by the Office in respect of any
pracedure referred to in items (i) to (iii).

{b) A maintenance fee may be paid by any person.

(3) [Appointment of Representative] A Contracting Party shall accept that the
appointment of the representative be filed with the Office in a manner
prescribed in the Regulations.

(4) [Prohibition of Other Requiremerits] No Contracting Parly may require that
formal requirements other than those referred to in paragraphs (1) to (3) be
complied with in respect of the matters dealt with in those paragraphs, except
where otherwise provided for by this Treaty or prescribed in the Regulations.

(5) [Notification] ~‘Where one or more of the requirements applied by the
Contracting Party under paragraphs (1) to (3) are not complied with, the
Office shall notify the assignee of the application, applicant, owner or
other interested person, giving the opportunity to comply with any such
requirernent, and to make observations, within the time limit prescribed in
the Regulations.

(6) [Non-Compliance ~with- Requirements] - Where one -or- more of the
requirements-applied by the Contracting Party under paragraphs (1) to (3)
are not complied with within the time fimit prescribed in the Regulations,
thie Contracting Party may apply such sanction as is-provided for in its law.

Article 8
'Communications; Addresses

(1) [Form and Means of Transmittal of Communications] (&) Except for the
establishment of a filing date under Article 5(1), and subject to Article 6(1),
the Regulations shall, subject to subparagraphs (b) to (d), set out the
requirements which a Coritracting Party shall be permitted to apply as
regards the form and means of transmittal of communications. :
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(b) No Contracting Party shall be obliged to accept the filing of
communications other than on paper.

(0 No Contracting Party shall be obliged to exclude the filing of
communications on paper.

(d) A Contracting Party shall accept the filing of communications on
paper for the purpose of complying with a time limit.

(2) [tanguage of Communications] A Contracting Party may, except where
otherwise provided for by this Treaty or the Regulations, require that a
communication be in a language accepted by the Office.

(3) [Model International Forms] Notwithstanding paragraph (1)(a), and subject
to paragraph (1)(b) and Article 6(2)(b), a Contracting Party shall accept the
presentation of the contents of a communication on a Form which
corresponds to a Model International Form in respect of such a
communication provided for in the Regulations, if any.

(4) [Signature of Communications} (a) Where a Contracting Party requires a
signature for the purposes of any communication, that Contracting Party
shall accept any signature that complies with the requirements prescribed
in the Regulations.

(b} No Contracting Party may require the attestation, notarization,
authentication, legalization or other certification of any signature which is
communicated to its Office, except in respect of any quas:-judmal
proceedings or as prescribed in the Regulations.

(). Subject to subparagraph (b), a Contracting Party may require that
evidence be filed with the Office only where the Office may reasonably
doubt the authenticity of any signature.

- (5) lIndications in Communications] A Contracting Party may require that any
communication contain one or more indications prescribed in the
- Regulations.

(6) [Address for Correspondence, Address for Legal Service and Other
Address} A Contracting Party may, subject to any provisions prescribed in
the Regulations, require that an applicant, owner or other mterested
person indicate in any communication: .
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(i) an address for correspondence;
{ity an address for legal service; '
(i) any other address provided for in-the Regulations.

(7) [Notification] Where one or more of the requirements applied. by the
Contracting Party under paragraphs (1) to (6) are ‘not complied with in
respect of communications, the Office shall notify the applicant, owner or
ather interested person, giving the opportunity to comply with any such
requirement, and to make observations, within the time limit prescribed in
the Regulations.

(8) [Non-Complianice ‘with Requirements] Where one or more. of the
requirements applied:by the Contracting Party under paragraphs (1) to (6)
are not complied with within the time limit prescribed in the Regulations,
the Contracting Party may, subject to Articles 5 and 10 and to any
exceptions prescribed inthe Regulations, apply such sanction as is provided
forin its law.

Article 9
Notifications

(1) [Sufficient: Notification]  Any notification- under this Treaty. or the
Regulations which is sent by the Office to an address for correspondence
or address for legal service indicated under Article 8(6), -or ‘any other
address provided for in the Regulations for-the purpose of this provision,
and which complies with' the: provisions with respect to that notification,
shall constitute a sufficient notification for the purposes of this Treaty and
the Regulations.

(2) [/f Indications Allowing Contact Were Not Filed] Nothing in this Treaty and
in the Regulations shall oblige a Contracting Party to send a notification to
an applicant, owner or other interested person, if indications allowing that
applicant, owner or other interested person to be contacted have not been
filed with the Office.
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(3) [Failure to Notify] Subject to Article 10(1), where an Office does not notify
an applicant, owner or other interested person of a faflure to comply with
any requirement under this Treaty or the Regulations, that absence of
notification does not relieve that applicant, owner or other interested
persen of the obligation to comply with that requirement.

Article 10
Validity of Patent; Revocation

(1) [Validity of Patent Not Affected by Non-Compliance with Certain Formal
Requirements] ~ Non-compliance with one or more of the formal
requirements referred to in Articles 6(1), (2), (4) and (5) and 8(1) to (4) with
respect to an application may not be a ground for revocation or
invalidation of a patent, either totally or in part, except where the
non-compliance with the formal requirement occurred as a result of a
fraudulent intention.

(2) [Opportunity to Make Observations, Amendments or Corrections in Case
of Intended Revocation or Invalidation] A patent may not be revoked or
invalidated, either totally or in part, without the owner being given the
opportunity to make observations on the intended revocation or
invalidation, and to make amendments and corrections where permitted
under the applicable law, within a reasonable time limit.

(3). [INo Obligation for Special Procedures] Paragraphs (1) and (2) donot create
any obligation to put in place judicial procedures for the enforcement of
patent rights distinct from those for the enforcement of law in general.

Article 11
Relief in Respect of Time Limits

(1) [Extension of Time Limits}] A Contracting Party may provide for the
extension, for the period prescribed in the Regulations, of a time limit fixed
by the Office for an action in a procedure before the Office in respect of
an application or a patent, if a request to that effect is made to the Officé
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in accordance with the requirements prescribed in the Regulations, and the
request is filed, at the option of the Contracting Party: '

{) prior to the expiration of the time limit, or

(i) after the expiration of the time limit, and within thé time limit -
prescribed in the Regulations.

@2

—

[Continued Processing] Where an applicant or owner has failed to comply
with a time limit fixed by the Office of a Contracting Party for an action in
a procedure before the Office in respect of an application or a patent, and
that Contracting Party does not provide for extension of a time limit under
paragraph (1)(if), the Contracting Party shall provide for continued
processing with respect to the application -or patent and, if necessary,
reinstatement of the rights of the applicant or owner with respect to that
application or patent, if: ,

{) a request to that effect is made to the Office'in accordance with the
requirements prescribed in the Regulations;

(ii) the request is filed, and all of the requirements in respect of which the
- time limit for the action concerned applied are complied with, within

* the time limit prescribed in the Regulations.

(3) [Exceptions] No Contracting Party shall be required to provide for the relief

referred to in paragraph (1) or (2) with respect to the exceptions prescribed
in the Regulations.

(4) [Fees] A Cbntracting Party may require that a fee be paid in respect of a
request under paragraph (1) or (2).

(5) [Prohibition of Other Requirements} No Contracting Party may require that
requirements other: than these referred to in paragraphs (1) to {4) be
complied with in respect of the relief provided for under paragraph (1)
or (2), except where otherwise provided for by this Treaty or prescribed in
the Regulations, )

(6) [Opportunity to Make Observations in Case of Intended Refusal] A request
under paragraph (1) or (2) may not be refused without the applicant or
owner being given the opportunity to make observations on the intended
refusal within a reasonable time limit,
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Article 12

Reinstatement of Rights After a Finding of Due Care
or Unintentionality by the Office

(1) [Request] A Contracting Party shall provide that, where an applicant or

©)

@

~—

owner has failed to comply with a time limit for an action in a procedure
before the Office, and that failure has the direct consequence of causing a
loss of rights with respect to an application or patent, the Office shall
reinstate the rights of the applicant or owner with respect to the
application or patent concerned, if: :

(i) a request to that effect is made to the Office in accordance with the
requirements prescribed in the Regulations;

(ii) the request is filed, and all of the requirements in respect of which the
time limit for the said action applied are complied with, within the time
limit prescribed in the Regulations;

(iii) the request states the reasons for the failure to comply with the time
limit; and

(iv) the Office finds that the failure to comply with the time limit occu'rréd in
spite of due care required by the circumstances having been taken or, at
the option of the Contracting Party, that any delay was unintentional.

[Exceptions] No Contracting Party shall be required to provide for the

reinstatement of rights under paragraph (1) with respect to the exceptions
prescribed in the Regulations.

[Fees] A Contracting Party may require that a fee be paid in respéct ofa
request under paragraph (1).

[Evidence] A Contracting Party may require that a declaration or other
evidence in support of the reasons referred to in paragraph (1)(iii) be filed

- with the Office within a time limit fixed by the Office.

)

[Opportunity to Make Observations in Case of Intended Refusal] A request
under paragraph (1) may not be refused, totally or in part, without the
requesting party being given the opportunity to make observations on the
intended refusal within a reasonable time limit.
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Article 13
Correction or Addition of Priority Claim; Restoration of Priority Right

(1) [Correction or Addition of Priority Claim} Except where otherwise
prescribed in the Regulations, -a Contracting Party shall provide for the
correction or addition of a priority claim with respect to an application

- ("the subsequent application”), if:

(i) a request to that effect is made to the Office.in accordance with the
requirements prescribed in the Regulations;

(ii} the request is filed within the time limit prescribed in the Regulations;
and

(i) the filing date of the subsequent application is not tater than the date
of the expiration of the priority period calculated from the filing date
of the earliest application whose priority is claimed.

(2) [Delayed Filing of the Subsequent Application] Taking into consideration
Article 15, a Contracting: Party shall provide that, where an application
("the subsequent application”) which claims or could have claimed the
priority of an earlier application has a filing date which is later than the
date on ‘which the priority period expired, but within the time limit
prescribed in-the Regulations, the Office shall restore the right of priority,
if:

(i) a request to that effect' is made to the Office in accordance with the
requirements prescribed in the Regulations;

(i) the request is filed within the time limit prescribed in the Regulations;

(i) the request states the reasons for the failure to comply with the priority
period; and

(iv) the Office finds that the failure to file the subsequent application
within the priority period occurred in spite of due care required by the
circumstances having been taken or, at the option of the Contracting
Party, was unintentional.
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(3) [Failure to File a Copy of Earlier Application] = A Contracting Party shall
provide that, where a copy of an earlier application required under
Article 6(5) is not filed with the Office within the time limit prescribed in
the Regulations pursuant to-Article 6, the Office shall restore the right of

~ priority, if:

(i) a request to that effect is made to the Office in accordance with the
requirements prescribed in the Regulations;

(ii) the request is filed within the time limit for filing the copy of the earlier
application prescribed in the Regulations pursuant to Article 6(5);

(iii} the Office finds that the request for the copy to be provided had been
filed with the Office with which the earlier application was filed, within
the time limit prescribed in the Regulations; and

(iv) a copy of the earlier application is filed within the time limit prescribed
in the Regulations.

(4) [Fees] A Contracting Party may require that a fee be paid in respect of a
request under paragraphs (1) to (3).

(5) [Evidence] A Contracting Party may require that a declaration or other
evidence in support of the reasons referred to in paragraph (2)(iii) be filed
with the Office within a time limit fixed by the Office.

(6) [Opportunity to Make Observations in Case of Intended Refusal] A request
under paragraphs (1) to (3) may not be refused, totally or in part, without

the requesting party being given the opportunity to make observations on
the intended refusal within a reasonable time limit.

Article 14
Regulations

(1) [Content] (a) The Regulations annexed to this Treaty. provide rules
concerning:
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(i) matters which this Treaty expressly provides are to be "prescribed in
the Regulations”;

(i) details useful in the implementation of the provisions of this Treaty;
(i) administrative requirements, matters or procedures.
{b) - The Regulations also provide rules concerning the formal requirements
which a Contracting Party shall be permitted to apply in respect of requests
for:

(i) recordation of change in name or address;

(i) recordation of change in applicant or owner;

{iii) recordation of a license or a security interest;

(iv) correction of a mistake.
() The Regulations also provide for. the establishment of Model
International Forms, and for the establishment of a request Form for the
purposes of Article 6(2)(b), by the Assembly, with the assistance of the

Intemational Bureau.

[Amending the Regulations] Subject to paragraph (3), any amendment of
the Regulations shall require three-fourths of the votes cast.

[Reqguirement of Unanimity} (a) The Regulations may specify provisions of
the Regulations which may be amended on!y by unanimity.

(b) Any amendment of the Regulations resulting in the addition of
provisions to, or the deletion of provisions from, the provisions specified in
the Regulations pursuant to subparagraph (a). shall require unanimity.

(©) In determining whether unanimity is attained, only votes actually cast
shall be taken into consideration. Abstentions shall not be considered as
votes.

[Conflict Between the Treaty and the Regulations] In the case of conflict
between the provisions of this Treaty and those of the Regulations, the
former shall prevail.
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Article 15

Relation to the Paris Convention

(1) [Obligation to Comply with the Paris Convention] Each Contracting Party

shall comply with the provisions of the Paris Convention which concern
patents.

2) [Obligations and Rights Under the Paris Convention] (a) Nothing in this

Treaty shall derogate from obligations that Contracting Parties have to
each other under the Paris Convention.

(b) Nothing in this Treaty shall derogate from rights that applicants and
owners enjoy under the Paris Convention.

Article 16

Effect of Revisions, Amendments and Modifications of the Patent
Cooperation Treaty

M

[Applicability of Revisions, Amendments and Modifications of the Patent
Cooperation Treaty] Subject to paragraph (2), any revision, amendment or
modification of the Patent Cooperation Treaty made after June 2, 2000,
which is consistent with the Articles of this Treaty, shall apply for the
purposes of this Treaty and the Regulations if the Assembly so decides, in
the particular case, by three-fourths of the votes cast.

[Non-Applicability of Transitional Provisions of the Patent Coeperation
Treaty] Any provision of the Patent Cooperation Treaty, by virtue of which
a revised, amended or modified provision of that Treaty does not apply to
a State party to it, or to the Office of oracting for such a State, for as long
as the latter provision is incompatible with the law applied by that State or
Office, shall not apply for the purposes of this Treaty and the Regulations.
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Article 17
Assembly
(1) [Composition] (a) The Contracting Parties shalt have an Asserhbly.

~ {b) Each Contracting Party shall be represented in the Assembly by one
delegate, who may be assisted by alternate delegates, advisors. and
experts. Each delegate may represent only one Contracting Party.

(2) [Tasks] The Assembly shall:

() deal with matters concerning the mairitenance and development of
this Treaty and the application and operation of this Treaty;

(i) establish Model international Forms, and the request Form, referred to
in Article 14(1)(c), with the assistance of the International Bureau;

(i)} amend the: Regulations;

(iv) determine the conditions for the date of application of each Model
international Form, and the request Form, referred to-in item (i), and
each amendment referred to in item (iii);

- {v) decide, pursuant to Article 16(1), whether any revision, amendment or
modification of the Patent Cooperation Treaty- shall apply for the
purposes of this Treaty and the Regulations;

(vi) perform such other functions as are appropriate under this Treaty:

(3) [Quorum} (a) One-half of the members of the Assembly which are States
shall constitute a quorum.

(b) Notwithstanding subparagraph (a), if, in any.session; the number of
the members of the Assembly which are States and are represented is less
than one-half but equal to or more than one-third of the members of the
Assembly which are States, the Assembly may make decisions but, with the
exception of decisions concerning its. own procedure, all such decisions
shall take effect only if the conditions set forth hereinafter are fulfilled. The
International Bureau shall communicate the said decisions to the members
of the Assembly which are States and were not represented and shall invite
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them to express in writing their vote or abstention within a period of three
months from the date ‘of the communication. If, at the expiration of this
period, the number of such members having thus expressed their vote or
abstention attains the number of the members which was lacking for
attaining the quorum in the session itself, such decisions shall take effect,
provided that at the same time the required majority still obtains.

[Taking Decisions in the Assembly] (a) The Assembly shall endeavor to take
its decisions by consensus.

(b} Where a decision cannot be arrived at by consensus, the matter at
issue shall be decided by voting. In such a case:

(i) each Contracting Party that is a State shali have one vote and shall vote
only in its own name; and

(i) any Contracting Party that is an intergovernmental organization may
participate in the vote, in place of its Member States, with a number °
of votes equal to the number of its Member States which are party o
this Treaty. No such intergovernmental organization shall participate in
the vote if any one of its Member States exercises its right to vote and
vice versa. In addition, no such intergovernmental organization shall
participate in the vote if any one of its Member States party to this
Treaty is a Member State of another such intergovernmental
organization  and that other intergovernmental organization
participates in that vote.

[Majorities} (a) Subject to Articles 14(2) and (3), 16(1) and 19(3), the
decisions of the Assembly shall require two-thirds of the votes cast.

(b) In determining whether the required majority is attained, only votes
actually cast shall be taken into consideration. Abstentions shall not be
considered as votes.

[Sessions] The Assembly shall meet in ordinary session once every two
years upon convocation by the Director General.

[Rules of Procedure] - The Assembly shall establish its own rules of
procedure, including rules for the convocation of extraordinary sessions.
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Article 18
International Bureau

(1) [Administrative Tasks] (a) The International Bureau shall perform the
administrative tasks concerning this Treaty.

{by In particular, the International Bureau shall prepare the meeti'hgs and
provide the secretariat of the Assembly and of such committees of experts
and working groups as may be es’;ab}ished by the Assembly.

(2) [Meetings Other than Sessions of the Assembly] The Director General shall
convene any committee and working group established by .the Assembly.

(3) [Role of the International Bureau in the Assembly and Other Meetings]

(a) The'Director General and persons designated by the Director General

- shall participate, without the right to vote, in-all meetings of the Assembly,
the committees and working groups established by the Assembly.

(b) The Director General or a staff member designated by the Director
General shall -be ex officio secrétary of the Assembly, and of the
committees and working groups referred to in subparagraph (a).

(4) [Conferences] (a) The International Bureau shall, in accordance with the:
directions of the Assembly, ‘make the preparations for any revision
conferences.

(b) The International Bureau may consult with member States of .the

" . Organization, intergovernmental organizations and “international and
national non-governmental organizations concerning the said
preparations.

() The Director General and persons designated by the Director General
shall take part, without the right to vote, in the discussions at revision
conferences. ’

(5) [Other Tasks] The International Bureau shall. carry out any other tasks
assigned to'it in relation to this Treaty.
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, Article 19

Revisions

(1) [Revision of the Treaty] Subject to paragraph (2), this Treaty may be revised
by a conference of the Contracting Parties. The convocation of any
revision conference shall be decided by the Assembly.

2) [Revision or Amendment of Certain Provisions of the Treaty] Article 17(2)
and (6) may be amended either by a revision conference, or by the
Assembly according to the provisions of paragraph (3).

(3) [Amendment by the Assembly of Certain Provisions of the Treaty)
(a) Proposals for the amendment by the Assembly of Article 17(2) and (6)
may be initiated by any Contracting Party or by the Director General. Such
proposals shall be communicated by the Director General to the
Contracting Parties at least six months in advance of their consideration by
the Assembly.

(b) Adoption of any amendment to the ‘provisions referred to in
subparagraph (a) shall require three-fourths of the votes cast.

(©) Any amendment to the provisions referred to in subparagraph (a) shall
enter into force one month after written notifications of acceptance,
effected in accordance with their respective constitutional processes, have
been received by the Director General from three-fourths of the
Contracting Parties which were members of the Assembly at the time the
Assembly adopted the amendment. = Any amendment to the said
- provisions thus accepted shall bind all the Contracting Parties at the time
the amendment enters. into force, and States and intergovernmental
organizations which become Contracting Parties at a subsequent date.

Article 20
Becoming Party to the Treaty

(1) [States] Any State which is party to the Paris Convention- or which is a
member of the Organization, and in respect of which patents may be
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granted, either through the State’s own Office or through the Office of
another State-or intergovernmental organization, may become party to
this Treaty:

[Intergovernmental- Organizations] Any intergovernmental organization
may become party to this Treaty if at least one member State of that
intergovernmental “organization is party to the Paris Convention or a
member of the Organization, and the intergovernmental orgahization
declares that it ‘has been duly authorized, in accordance with its internal

procedures, to become party to this Treaty, and declares that:

3)

(i) it is competent to grant patents with effect for its member States; or

(i)} it is-competent in respect of, and has its-own:legislation binding on all
its member States concerning, matters covered by this Treaty, and it
has, or has charged; a regional Office for the purpose of granting
patents with-effect in its territory in accordance with that legislation.

Subject 1o paragraph (3), any such declaration shall be made at the time of
the deposit of the instrument of ratification or accession:

{Regional Patent Organizations] The European Patent Organisation, the
Eurasian Patent Organization and the African Regional Industrial Property
Organization, having made the declaration referred to in paragraph (2)()
or (i) in-the Diplomatic Conference that has adopted this Treaty, may
become party to this Treaty as an intergovernmental organization, if it
declares, at the time of the deposit of the instrument of ratification or
accession that it has been duly authorized, in accordance with- its internal’

- - procedures, to become party to this Treaty. -

@

[Ratification or Accession] -Any State or intergovernmental organization '
satistying the réquirements in-paragraph (1), (2) or (3) may deposit:

(i) an instrument of ratification if it has signed this Treaty: or

(i) an instrument of accession if it has not signed-this Treaty.
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Article 21
Entry into Force; Effective Dates of Ratifications and Accessions

(1) {Entry into Force of this Treaty] This Treaty shall enter into force three
months after ten instruments of ratification or accession by States have
been deposited with the Director General.

(2) [Effective Dates of Ratjfications and Accessions] This Treaty shall bind:

(i) the ten States referred to in paragraph (1), from the date on which this
Treaty has entered into force;

(ii) each other State, from the expiration of three months after the date
on which the State has deposited its instrument of ratification or
accession with the Director General, or from any later date indicated in
that instrument, but no later than six months after the date of such
deposit;

(i) each of the European Patent Organisation, the Eurasian Patent
Organization and the African Regional Industrial Property
Organization, from the expiration of three months after the deposit of
its instrument of ratification or accession, or from any later date
indicated in that instrument, but no later than six months after the
date of such deposit, if such instrument has been deposited after the
entry into force of this Treaty according to paragraph (1), or three
months after the entry into force of this Treaty if such instrument has
been deposited before the entry into force of this Treaty;

(iv) any other intergovernmental organization that is eligible to become
party to this Treaty, from the expiration of three months after the
deposit of its instrument of ratification or accession, or from any later
date indicated in that instrument, but no later than six months after
the date of such deposit.
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Article 22

Application of the Treaty to Existing Applications and Patents

(1) [Principle] Subject to paragraph (2), a Contracting Party shall apply the

provisions of this Treaty and the Regulations, other than Articles 5 and 6(1)

.-and (2) and related Regulations, to applications which are pending, and to

patents which are-in force, on the date on which this Treaty binds that
Contracting Party under Article 21.

(2) [Procedures} No Contrécting Party shall be obfiged to apply the provisions

of this Treaty and the Regulations to any procedure in.proceedings with
respect to applications and patents referred to in paragraph (1), if such
procedure commenced before the date on which this Treaty binds that
Contracting Party-under Article 21,

Article 23

Reservations

m

3)

@

[Reservation] . Any State or intergovernmental organization may declare
through a reservation that the provisions of Article 6(1) shall not apply to
any requirement relating to unity of invention applicable under the Patent
Cooperation Treaty to an international application.

[Modalities}- Arny reservation under paragraph (1) shall be made in a
declaration accompanying the instrument of ratification-of, or accéssion to,
this Treaty of the State or intergovernmental organlzanon making the
reservation.

[Withdrawal] . Any reservation under paragraph (1) may be withdrawn at
any time.

[Prohibition of Other Reservations] No reservation to this Treaty other than
the reservation-allowed under paragraph (1) shall be permitted.
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Article 24

Denunciation of the Treaty

m

@)

[Notification] - Any Contracting Party may denounce this Treaty by
notification addressed to the Director General.

[Effective Date] Any denunciation shall take effect one year from the

- date on which the Director General has received the notification or at any

later date indicated in the notification. It shall not affect the application
of this Treaty to any application pending or any patent in force in respect
of the denouncing Contracting Party at the time of the coming into
effect of the denunciation.

Article 25

Languages of the Treaty

M

2)

[Authentic Texts] This Treaty is signed in a single original in the English,
Arabic, Chinese, French, Russian and Spanish languages, all texts being
equally and exclusively authentic.

[Official Texts] An official text in any language other than those referred to
in paragraph (1) shall be established by the Director General, after
consultation with the interested parties. For the purposes of this
paragraph, interested party means any State which is party to the Treaty,
or is eligible to become party to the Treaty under Article 20(1), whose

~ official language, or one of whose official languages, is involved, and the

3

European Patent Organisation, the Eurasian Patent Organization and the
African Regional Industrial Property Organization and any other
intergovernmental organization that is party to the Treaty, or may become
party to the Treaty, if one of its official languages is involved.

[Authentic Texts to Prevail] In case of differences of .opinion on
interpretation between authentic and official texts, the authentic texts
shall prevail.
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Article 26
signature of the Treaty
The Treaty shall remain open for signature by any State that is eligible for
becoming party to the Treaty under Article 20(1) and by the European Patent
Organisation, the Eurasian Patent Organization and the African Regional

Industrial Property Organization at the headquarters of the Organization for
one year after its adoption.

Article 27
Depositary; Registration
(1) [Depositary] The Director General is the depositary of this Treaty. ,

(2) -[Registration] The Director General shall register this Treaty with the
Secretariat of the United Nations.
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Rule 1
Abbreviated Expressions

(1) [“Treaty”; “Article”] (a) In these Regulations, the word “Treaty” means the
Patent Law Treaty.

(b) Inthese Régulations, the word “Article” refers to the specified Article
of the Treaty.

(2) [Abbreviated Expressions Defined in the Jreatyl The abbreviated
expressions defined in Article 1 for the purposes of the Treaty shall have the
same meaning for the purposes of the Regulations.

‘Rule 2

Details Concerning Filing Date Under Article 5

(1) [Time Limits Under Article 5(3) and (4)(b)] Subject to paragraph (2), the
time limits referred toin Article 5(3) and (4)(b) shall be not less than two
months from the date of the notification referred to in Article 5(3).

2

=

[Exception to Time Limit Under Article 5(4)(b)] Where a notification under
Article 5(3) has not been made because indications allowing the applicant
to be contacted by the Office have not been filed, the time limit referred
1o in Article 5(4)(b) shall be not less than two months from the date on
which one or more elements referred to in Article 5(1)(a) were first received
by the Office.

(3) [Time Limits Under Article 5(6)(@@) and (b)] The time limits referred 1o in

Article 5(6)(a) and (b) shall be:

() where a notification has been made under Article 5(5), not less than
two months from the date of the notification;

(iiy where a notification has not been made, not less than two months
from the date on which one or more elements referred to in
Article 5(1)(a) were first received by the Office.
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(4) [Requirements Under Article 5(6)(b)] Any Contracting Party may, subject
to Rule 4(3), require that, for the filing date to be determined under
Article 5(6)(b):

(i) a copy of the earlier application be filed within the time limit applicable
under paragraph (3);

(i) a copy of the earlier application, and the date of filing of the earlier
application, certified as correct by the Office with which the earlier
application was filed, be filed upon invitation by the Office, within a
time limit which shall be not less than four months from the date of
that invitation, or the time limit applicable under Rule 4(1), whichever
expires earlier;

{iiiy where the earlier application is not in a language accepted by the
Office, a translation of the earlier application be filed within the time
limit applicable under paragraph-(3);

(iv) the missing part of the description or missing drawing be completely
contained in the earlier application;

(v) the application, at the date on which one or more elements referred to
in Article 5(1)@@) were first received. by the Office, contained an
indication " that - the. contents of the  earlier application were
incorporated by reference in the application;

(vi)-an indication be filed within the time limit applicable under
paragraph (3) as to where, in the earlier application or in the
translation referred to in item (jii), the missing part of the description
or the missing drawing is contained.

{5) [Requirements Under Article 5(7)@)1 (a) The reference to the previously
filed application referred to in Article 5(7)(a) shall indicate that, for the
purposes of the filing date, the description and any drawings are replaced
by the reference to the previously filed application; the reference shall also
indicate the number of that application, and the Office with which that
application was filed. A Contracting Party may require that the reference
also indicate the filing date of the previously filed application.

(b) A Contracting Party may, subject to Rule 4(3), require that:
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{i) a copy of the previously filed application and,-where the previously
filed application is not in a language accepted. by the Office, a
translation of that previously filed application, be filed with the Office
within a time limit which shall be not less than two months from the
date on which the application containing the reference referred to in
Article 5(7)(a) was received by the Office;

(i) a certified copy of ‘the previously filed application be filed with the
Office within a time limit which shall be not less than four months from
the date of the receipt of the application containing the reference
referred to in Article 5(7)(a).

(9 A Contracting Party may require that the reference referred to in
Avrticle 5(7)(a) be to a previously filed application that had been filed by the
applicant or his predecessor or successor in title.

(6) [Exceptions Under Article 5(8)(i)] The types of applications referred to in
Article 5(8)(ii) shall be:

() divisional applications;
(i) applications for continuation or continuation-in-part;

(iii) applications by new applicants  determined to be entitled to an
invention contained in an earlier application.

Rule 3

Details Concerning the Application Under Article 6(1), (2) and (3)

(1) [Further Requirements Under Article 6(1)(ii)] (a) A Contracting Party may
require that an applicant who wishes an application to be treated as a
divisional application under Rule 2(6)()) indicate:

(i) that he wishes the application to be so treated;

(i)) the number and filing date of the application from which the
application is divided.
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(b) A Contracting Party may require that an applicant who wishes ‘an
application to be treated as an application under Rule 2{6)(iii) indicate:

(i) that-he wishes the application to be so treated;
(i) the number and filing date of the earlier application.

'(2) [Request Forim Under Article 6(2)(b)] A Contracting.Party shall accept the
presentation of the contents referred to in Article 6(2)(a):

(i) on a request Form, if that request Form corresponds to the Patent
Cooperation Treaty request Form with any modifications under
Rule 20(2);

(i) on a Patent Cooperation Treaty request Form, if that request Form is
accompanied by an indication to the effect that the applicant wishes
the application to be treated as a national or regional appfication, in
which case the reguest Form shall be deemed to incorporate the
“modifications referred to in item ()

(iiy on a Patent Cooperation -Treaty request Form which contains an
indication to the effect that the applicant wishes the application to be
treated as a-nationalor regional application, if such a request Form is
available under the Patent Cooperation Treaty.

(3): [Requirement Under Article 6(3)] A Contracting Party. may require, under
Article 6(3), a translation of the title, claims and abstract of an application
that is 'in .a language- accepted by the Office, into any ‘other ‘languages
accepted by that Office. ‘

Rule 4

Availability of Earlier Application Under Article 6(5) and Rule 2(4) or of
Previously Filed Application Under Rule 2(5)(b) '

(1) [Copy of Earlier Application Under Article 6(5)} Subject to paragraph (3), a
Contracting Party may require.that a copy of the earlier application referred
to in Article 6(5) be filed with the Office within a time limit which shall be
not less than 16 months from the filing date of that earlier application or,
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where there is more -than one such earlier application, from the earliest
filing date of those earlier applications.

(2) [Certification] Subject to paragraph (3), a Contracting Party may require
that the copy referred to in paragraph (1) and the date of filing of the
earlier application be certified as correct by the Office with which the
earlier application was filed.

(3) [Availability of Earlier Application or of Previously Filed Application] No
Contracting Party shall require the filing of a copy or a certified copy of the
earlier application or a certification of the filing date, as referred to in
paragraphs (1) and (2), and Rule 2{4), or a copy or a certified copy of the
previously filed application as referred to in Rule 2(5)(b), where the earlier
application or the previously filed application was filed with its Office, or is
available to that Office from a digital library which is accepted by the Office
for that purpose. '

(4) [Translation] Where the earlier application is not in a language accepted
by the Office and the validity of the priority. claim is relevant to the
determination of ‘whether the invention concerned is patentable, the
Contracting Party may require that a translation of the earlier application
referred to in paragraph (1) be filed by the applicant, upon invitation by the
Office or other competent authority, within a time limit which shall be not
less than two months from the date of that invitation, and not less than
the time limit, if any, applied under that paragraph.

Rule 5

Evidence Under Articles 6(6) and 8(4)(c) and
Rules 7(4), 15(4), 16(6), 17(6) and 18(4)

Where the Office notifies the applicant, owner or other person that evidence
is required under Article 6(6) or 8(4)(c), or Rule 7(4), 15(4), 16(6), 17(6)
or 18(4), the notification shall state the reason of the Office for doubting the
veracity of the matter, indication or signature, or the accuracy of the
translation, as the case may be.
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Rule 6
Time Limits Concerning the Application Under Article 6(7) and (8)

(1) [Fime Limits Under Article 6(7) and (8)] Subject to paragraphs (2) and (3),
the time limits referred to in Article 6(7) and (8) shall be not less than two
months from the date of the notification referred to in Article 6(7).

(2) IException to Time Limit bnder Article 6(8)] Subject to paragraph (3);
where: a notification under Article 6(7) has not been made because
indications allowing the applicant to be contacted by the Office have not
been filed, the time limit referred to in Article 6(8) shall be not less than -
three months from the date on which one or more of the elements referred
to in Article 5(1)(a) were first received by the Office.

(3) - [Time Limits Under Article 6(7) and (8) Relating to Payment of Application
Fee in Accordance with the Patent Cooperation Treaty] Where any fees
required. to be -paid under Article 6(4) in respect of the filing of the
application are not paid, a Contracting Party may, under Article 6(7)
and (8}, apply time limits for payment, induding late payment, which are
the same as those applicable under the Patent Cooperation Treaty in
relation 1o the basic fee component of the international fee.

Rule 7
Details Concerning Representation Under Article 7
(1) [Other-Procedures Under Article 7(2)@)(iii)] The other procedures referred
to in Article 7(2)a)ii) for which-a Contracting Party may not require
appomtment of a representative are:
() the filing of a copy of an earlier application under Rule 2(4);
(ii) the filing of a copy of a previously filed application-under Rule 2(5)(b).
(2) [Appaintment of Representative Under Article 7(3)] (@) A Contracting

Party shall accept that the appomtment of a representative be filed with
the Office in:
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(5)

(6)

(i) a-separate communication (hereinafter referred to as a “power of
attorney”) signed by the applicant, owner or other interested person
and indicating the name and address of the representative; or, at the
applicant’s option,

(ii) the request Form referred to in Article 6(2), signed by the applicant.

{b) A single power of attorney shall be sufficient even where it relates to
more than one application or patent of the same person, or to one or more
applications and one or more patents of the same person, provided that all
applications and patents concerned are identified in the single power of
attorney. A single power of attorney shall also be sufficient even where it
relates, subject to any exception indicated by the appointing person, to all
existing and future applications or patents of that person. The Office may
require that, where that single power of attorney is filed on paper or as
otherwise permitted by the Office, a separate copy thereof be filed for each
application and patent to which it relates.

[Translation of Power of Attorney] A Contracting Party may require that, if
a power of attorney is not in a language accepted by the Office, it be
accompanied by a translation.

[Evidence] A Contracting Party may require that evidence be filed with the
Office only where the Office may reasonably doubt the veracity of any
indication contained in any communication referred to in paragraph (2)(a).

[Fime Lim;ts Under Article 7(5) and (6)] Subject to paragraph (6), the time
limits referred to in Article 7(5) and (6) shall be not less than two months
from the date of the notification referred to in Article 7(5).

[Exception to Time Limit Under Article 7(6)] Where a notification referred
to in Article 7(5) has not been made because indications allowing the
applicant, owner or other interested person to be contacted by the Office
have not been filed, the time limit referred to in Article 7(6) shall be not
less than three months from the date on which the procedure referred to
in Article 7(5) was commenced.
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Rule 8

Filing of Communications Under Article 8(1)

0 [Communicatiohs Filed on Paper] (a) Afterjune 2, 2005, any Contracting

Party may, subject to Articles 5(1) and 8(1)(d), exclude the filing of
communications on ‘paper or may continue to permit the filing of
communications -on paper. - Until that date, all Contracting Parties shall
permit the filing of communications on paper.

- (b) Subject to Article 8(3)-and subparagraph (c), a Contracting Party may

)]

prescribe ‘the requirements relating to the form of communications on
paper.

() Where a Contracting Party permits the filing of cormmunications on
paper, the Office shall permit the filing of communications on paper in
accordance with the requirements under the Patent Cooperation- Treaty
relating to the form of communications on paper.

(d) Notwithstanding subparagraph (a), where the réceiving or processing
of a.communication on paper, due to its character or its size, is deemed not
practicable, a Contracting Party may require the filing of that
communication:in another form or by other means of transmittal.

[Communications -Filed - in Electronic’ Form or by Electronic Means of
Transmittal] - (a) ~Where a Contracting Party permits- the filing of
communications in electronic form or by electronic means of transmittal
with its Office in a particular :language, -including the filing of
communications by telegraph, teleprinter, telefacsimile or other like means
of transmiittal, and there are requirements applicable to that Contracting
Party under the Patent Cooperation Treaty in relation to communications
filed in-electronic form or by electronic means of transmittal in that
language, the Office shall permit the filing of communications in electronic
form or ‘by electronic means. of transmittal in the said language in
accordance with those reguirements.

(b) ‘A Contracting Party which permits the filing of communications in
electronic form or by electronic means of transmittal with its Office shall
notify the International Bureau of the requirements under its applicable law
relating to such filing. Any such notification shall be published by the
International Bureau in the language in which it is notified and in the
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languages in which authentic and official texts of the Treaty are established
under Article 25. ) '

(c) Where, under subparagraph (a), a Contracting Party permits the filing
of communications by telegraph, teleprinter, telefacsimile or other like
means of transmittal, it may require that the original of any document
which was transmitted by such means of transmittal, accompanied by a
letter identifying that earlier transmission, be filed on paper with the Office
within a time limit which shall be not less than one month from the date
of the transmission.

(3) [Copies, Filed in Electronic Form or by Electronic Means of Transmittal, of
Communications Filed on Paper] (a) Where a Contracting Party permits
the filing of a copy. in electronic form or by electronic means of transmittal,
of a communication filed on paper in a language accepted by the Office,
and there are requirements applicable to that Contracting Party under the
Patent Cooperation Treaty in relation to the filing of such copies of
communications, the Office shall permit the filing of copies of
communications in electronic form or by electronic means of transmittal, in
accordance with those requirements.

(b) Paragraph (2)(b} shall apply, mutatis mutandis, to copies, in electronic

form or by electronic means of transmittal, of communications filed
on paper.

Rule 9
Details Concerning the Signature Under Article 8(4)

(1) lindications Accompanying Signature] A Contracting Party may require
that the signature of the natural person who signs be accompanied by:

(i) an indication in letters of the family or principal name and the given or
secondary name or names of that person or, at the option of that
person, of the name or names customarily used by the said person;

(ii) an indication of the capacity in which that person signed, where such
capacity is not obvious from reading the communication.
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[Date of Signing] A Contracting Party may require that a signature be
accompanied by an indication of the date on which the signing was
effected. Where that indication is required but is not supplied, the date-on
which the signing is deemed to-have been effected shall be the date on
which the communication bearing the signature was received by the Office
or, if the Contracting Party so permits, a date earlier than the latter date.

[Signature of Communication on Paper] Where a communication to the
Office of .a Contracting Party is on paper and- a signature is required, that
Contracting Party: »

(i) shall, subject to item (iif), accept a handwritten signature;

(ii) may permit, instead:of a handwritten signature, the use of other forms
of signature, such as a printed or stamped signature, or the use of a
seal or of a bar-coded label;

(iiiy may, where the natural person who signs the communication is a
national -of the Contracting Party and such person’s address is on its
territory, -or where the legal entity on behalf of which the
communication is signed is organized under its law and has either a
domicile or a real and effective industrial or:commercial ‘establishment
on its territory, require that a-seal be used instead of a handwritten
signature.

[Signature of Communications Filed in Electronic Form or by Electronic
Means -of Transmittal Resulting in Graphic Representation] Where a
Contracting Party permits the filing of communications in electronic farm
or by -electronic means of " transmittal, it shall consider such a
communication-signed if @ graphic representation of a signature accepted
by that Contracting Party under paragraph (3) appears on that
communication as received by the Office of that Contracting Party.

[Signature of Communications' Filed in Electronic Form Not Resulting in
Graphic Representation of -Signature] (3) Where a Contracting Party
permits the:filing.of communications in electronic form, 'and a graphic
representation of a signature accepted by that Contracting Party under
paragraph (3 does not appear on such a communication as received by the
Office of that Contracting Party, the Contracting Party may require that the
communication be signed using a signature in electronic form as
prescribed by that Contracting Party.

REGULATIONS UNDER THE PatenT-Law Treaty (PLT)1 45
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(b} Notwithstanding subparagraph (a), where a Contracting Party permits
the filing of communications in electronic form in a particular language,
and there are requirements applicable to that Contracting Party under the
Patent Cooperation Treaty in relation to signatures in electronic form of
communications filed in electronic form in that language which do not
result in a graphic representation of the signature, the Office of that
Contracting Party shall accept a signature in electronic form in accordance
with those requirements.

() Rule 8(2)(b) shall apply mutatis mutandis.
(6) [Exception to Certification of Signature Under Article 8(4)(b)] A
Contracting Party may require that any signature referred to in

paragraph (5) be confirmed by a process for certifying signatures in
electronic form specified by that Contracting Party.

Rule 10
Details Concerning Indications Under Article 8(5), (6) and (8)

(1) Undications Under Article 8(5)] (a) A Contracting Party may require that
any communication:

(i) indicate the name and address of the applicant, owner or other
interested person;

(i) indicate the number of the application or patent to which it relates;
(iii) contain, where the applicant, owner or other interested person is
registered with the Office, the number or other indication under which

he is so registered.

(b) A Contracting Party may require that any communication by a
representative for the purposes of a procedure before the Office contain:

(i) the name and address of the representative;
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(ii) a reference to the power of attorney, or other communication in which
" the appointment of that representative is or was effected, on the basis
of which the said representative acts;

(iii) where the representative is registered with the Office, the number or
other indication under which he is registered. '

(2) lAddress for Correspondence and Address for Legal Servicel A Contracting
Party may require that the address for correspondence referred to in
Article 8(6)() and the address for legal service referred-fo in Article 8(6)(i)
be on a territory prescribed by that Contracting Party.

(3) [Address Where No Representative Is Appointed] Where no representative
is appointed and an applicant, owner or other interested person has
provided, as his address, an address on a territory prescribed by the
Contracting Party under paragraph (2), that Contracting Party shall
consider that address to be the address for correspondence referred 1o in
Article 8(6Y() or the address for legal service referred to.in Article 8(6)iD), as

. required by the Contracting Party, unless that applicant, owner or other
‘interested person expressly indicates another such address under
Article 8(6). :

(4) [Address Where Representative Is Appointed] Where a representative is

" appointed, a Contracting Party shall consider the address of that
representative to be the address for correspondence referred to in
Article 8(6)() or the address for legal service referred to in Article 8(6)(if), as
required by the Contracting Party, unless that applicant, owner or other
‘interested person: expressly indicates another such address under
Article 8(6). '

(5) [Sarictions for Non-Compliance with Requirements Under Article 8(8)] No
Contracting Party may provide for the refusal of an application for failure
to comply with-any requirement to file a registration number or other
indication under paragraph (1)(@){ii)-and (b)(ii).
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Rule 11
Time Limits Concerning Communications Under Article 8(7) and (8)

(1) [Time Limits Under Article 8(7) and (8)] Subject to paragraph (2), the time
limits referred to in Article 8(7) and (8) shall be not less than two months
from the date of the notification referred to in Artic!e 8(7).

(2) [Exception to Time Limit Under Article 8(8)] Where a notification under
Article 8(7) has not been made because indications allowing the applicant,
owner or other interested person to be contacted by the Office have not
been filed, the time limit referred {0 in Article 8(8) shall be not less than
three months from the date on which the communication referred to in
Article 8(7) was received by the Office.

Rule 12
Details Concerning Relief in Respect of Time Limits Under Article 11

(1) [Requirements Under Article 11(1)] @) A Contracting Party may require
that a request referred to in Article 11(1):

(i) be signed by the applicant or owner;

(i) contain an indication to the effect that extension of a time limit is
requested, and an identification of the time limit in question.

(b) Where a request for extension of a time limit is filed after the
expiration of the time limit, a Contracting Party may require that all of the
requirements in respect of which the time limit for the action concerned
applied be complied with at the same time as the request s filed.

(2) [Period and Time Limit Under-Article 11(1 )1 (8) The period of extension of
a time limit referred to in Article 11(1) shall be not less than two months
from the date of the expiration of the unextended time limit.

(b) The time limit referred to in Article 11(1)(i) shall expire not earlier than
two months from the date of the expiration of the unextended time limit.
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3y [Requirements-Under Article 11(2)@)} A Contracting Party may require that
a request referred to in Article 11(2);

(i) be signed by the applicant or owner;

(i) contain an indication to the effect that relief in respect of
non-compliance with & time limit is requested, and an identification of
the time flimitin question.

(4) [Time Limit for Fling a Request Under Article 11(2)()] The time dimit
referred to in Article 11(2)i) shall expire not earlier than two months after
a notification by the Office that the applicant or owner did not comply with
the time limit fixed by the Office.

(5) [Exceptions Under Article 17(3)] (a) No Contracting:Party shall be required
under Article 11(1) or (2) to grant:

() a second, or.any subsequent, relief in respact of a time limit for which
relief has already been granted under Article 11(1) or (2);

(it} relief for filing a request for relief under Article 11(1) or (2) or a request
for reinstatement under Article 12(1);

(iif) relief in respect of a time limit for the payment of maintenarice fees;
{v) relief in respect of a time limit referred to in Article 13(1),"(2) or (3);

{v) relief in respect:of a time limit for an action before a board of appeal
or other review body constituted in the framework of the Office;

(vi) reliefin respect of a time limit for an action in inter partes proceedings.

(b) No Contracting Party which provides ‘3 ‘maximum time limit for
compliance with all of the requirements of a procedure before the Office
shall be required under Article 11(1) or (2) to grant relief in respect of a
time limit for an action in that procedure in respect of any of those
requirements beyond.that maximum time fimit.
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Rule 13

Details Concerning Reinstatement of Rights
After a Finding of Due Care or Unintentionality by the Office Under
Article 12

(1) [Requirements Under Article 12(1)(i)} A Contracting Party may require that
a request referred to in Article 12(1)(i) be signed by the applicant or owner,

(2) [Time Limit Under Article 12(1)(ij)] The time limit for making a request, and
for complying with the requirements, under Article 12(1)(), shall be the
earlier to expire of the following: '

(i) not less than two months from the date of the removal of the cause of
failure to comply with the time limit for the action in question;

(i) not fess than 12 months from the date of expiration of the time limit
for the action in question, or, where a request relates to non-payment
of a maintenance fee, not less than 12 months from the date of

expiration of the period of grace provided under Article 5bis of the
Paris Convention.

(3) [Exceptions Under Article 12(2)] The exceptions referred to in Article 12(2)
are failure to comply with a time limit:

() for an action before a board of appeal or other review body
constituted in the framework of the Office;

(i) for making a request for relief under Article 11(1) or (2) or a request
for reinstatement under Articie 12(1);

(iii) referred to in Article 13(1), (2) or (3);

(iv) for an action in inter partes proceedings.
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Rule 14

-petails Concerning Correction or Addition of Priority Claim and
Restoration of Priority Right Under Article 13

(1) [Exception Under Article 13(1)] -No Contracting Party shall be obliged to
provide for the correction or addition of a priority claim under Article 13(1),
‘where the request referred 10 in Article “13(1)() is received after the
applicant has made a request for early publication or for expedited or
accelerated processing,. unless that request for -early publication or for
expedited or accelerated processing is withdrawn before the technical
preparations for publication of the application have been completed.

(2) [Requirements Under Article 13(1))] A Contracting Party may require that
aTequiest referred to in Article 13(1)(i) be signed by the applicant.

(3) [Time Limit' Under Article 13(1)@)].  The time limit referred to in
Article 13(1)(i) shall be not less than the time limit applicable under the
Patent  Cooperation ‘Treaty to -an international application for the
submission of a priority claim after the filing of an international application.

@) [Time Limits- Under Article 13(2)]. {a) The time limit referred to in
Article 13(2), introductory part, shall expire not less than two months from
the date on which the priority period expired.

(t) The time limit referred to in Article 13(2)(i}) shall be the time limit

applied under subparagraph (a), or the time that any technical preparations

for ‘publication -of the subsequent application have been completed,
~whichever expires. earlier.

(5) [Requ;rements Under Article 1 3(2)(" Dl A Contracting Party may require that
a request referred to in Article 13(2)():

(i) be signed by the applicant; and

(i) be accompanied, where the application did rot claim the priority of the
earlier application, by the priority claim.

(6) [Requirements Under Article 13(3)] (a) A Contracting Party may require
that a request referred toin Article 13(3)(i):
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(i) be signed by the applicant; and

(i) indicate the Office to which the request for a copy of the earlier
application had been made and the date of that request.

{b) A Contracting Party may require that:

(i) a declaration or other evidence in support of the request referred to in
Article 13(3) be filed with the Office within a time limit fixed by the
Office;

(iiy the copy of the earlier application referred to in Article 13(3)(iv) be filed
with the Office within a time limit which shall be not less than one
month from the date on which the applicant is provided with that copy
by the Office with which the earlier application was filed.

(7) [Time Limit Under Article 13(3)(ii}] The time limit referred to in

Article 13(3)(iii) shall expire two months before the expiration of the time
limit prescribed in Rule 4(1).

Rule 15

Request for Recordation of Change in Name or Address

(1) [Request] Where there is .no change in the person of the applicant or
owner but there is.a change in his name or address, a Contracting Party
shall accept that a request for recordation of the change be made in a
communication signed by the applicant or owner and containing the
following indications:

(i) an indication to the effect that recordation of a change in name or
address is requested;

(it} the number of the application or patent concerned;
(iii) the change to be recorded;

(iv) the name and address of the applicant or the owner prior to the change.
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(2) [Fees] A Contracting Party may require that a fee be paid‘in respect-of a
request referred to-in paragraph (1).

(3) ISingle Request] (a) A single request shall be.sufficient even where the
change relates to both the name and address of the applicant or the owner.

{b) - A single request shall-be sufficient even where the change relates to
more than one application or patent of the same person, or to one or more
applications and one or more patents of the same person, provided ‘that
the numbers of all applications and patents concerned are indicated in the
request. A Contracting Party may require that, where that single request
is filed on paper or as otherwise permitted by the Office, a separate copy
thereof be filed for each application and patent to which it relates.

(4) [Evidence] -A Contracting Party may requiré that evidence be filed with the
Office only where the Office may reasonably doubt the veracity of any
indication contained in the request.

—
i
Db

[Prohibition of Other Requirements] No Contracting Party may require that
formal requirements other than those referred to in paragraphs (1) to (4)
be complied with in respect of the request referred to in paragraph (1),
except where otherwise provided for by the Treaty or prescribed in these
Regulations. In particular, the filing of any certificate concerning the
change may not be required.

(6) [Notification] Where one or more of the requirements applied by the
Contracting Party-under paragraphs (1) to (4) are not complied with, the
Office shall notify the applicant or owner, giving the opportunity to comply
with-any such requirement, and to make observations, within not less than
two months from-the date ‘of the notification.

(7) {Non-Compliance with. Requirements] () Where one or more of the
requirements applied by the Contracting Party under paragraphs (1) to (4)
are .not complied with within the ‘time limit under subparagraph (b), the
Contracting Party may provide that the request shall be refused; but no
more severe sanction may be applied.

{b) The time limit referred to in subparagraph (a)-shall be:

(i) sUbject to itern (if), not less than two months from. the date of the
notification;
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(i) where indications allowing the Office to contact the person who made
the request referred to in paragraph (1)-have not been filed, not less
than three months from the date on which that request was received
by the Office.

(8) [Change in the Name or Address of the Representative, or in the Address
for Correspondence or Address for Legal Service] Paragraphs (1) to (7) shall
apply, mutatis mutandis, to any change in the name or address of the
representative, and to any change relating to the address for
correspondence or address for legal service.

Rule 16

Request for Recordation of Change in Applicaht or Owner

(1) [Request for Recordation of a Change in Applicant or Owner] (a) Where
there is a change in the person of the applicant or owner, a Contracting
Party shall accept that a request for recordation of the change be made in
a communication signed by the applicant or owner, or by the new
applicant or new owner, and containing the following indications:

(i) an indication to the effect that a recordation of change in applicant or
owner is requested;

(ii) the number of the application or patent concerned;

(iii) the name and address of the applicant or owner;

(iv) the name and address of the new applicant or new owner;

(v) the date of the change in the person of the applicant or owner;

(vi) the name of a State of which the new applicant or new owner is a
national if he is the national of any State, the name of a State in which
the new applicant or new owner has his domicile, if any, and the name
of a State in which the new applicant or new owner has a real and

effective industrial or commercial establishment, if any;

(vii) the basis for the change requested.
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(b) A Contracting Party may require that the request contain:

(i) 2 statement that the information contained in the request is true and
correct;

(i) information. relating to any government interest by that Contracting
Party.

(2) [Documentation of the Basis of the Change -in Applicant or Owner]
(a) Where the change in applicant or owner results from a contract, a
Contracting Party may require that the request include information relating
to the registration of the contract, where registration.is compulsory under
the applicable law, and that it be accompanied, at the option of the
requesting party, by ane of the following:

{i) a copy of the contract, which copy may be required to be certified, at

" the option of the reguesting party, by a notaty public or any other
competent public authority or, where permitied under the applicable
law, by a representative having the-right to practice before the Office,
as being in conformity with the original contract;

(i) an extract of the contract showing the change, which extract may be
required to be certified, at the option of the requesting party, by a notary
public or any other competent public authority or, where permitted
under the applicablelaw, by a representative having the right to practice
before the Office, as being'a true extract-of the contract;

_{iif) an uncertified certificate of transfer of ownership by contract drawn up
with the -content as prescribed in the Model International Form in
respect of a certificate of transfer and signed by both the applicant and
the new applicant, or by both the owner and the new owner.

(b) Where the change in applicant or owner results-from a merger, or
from the redrganization ‘or division of a legal entity, a Contracting Party
may ‘require that the request be accompanied by a copy of @ document,
which document originates from a competent authority and evidences the
merger, or the reorganization or division of the legal entity, and any
attribution of rights involved, such as a copy of an extract from a register
of commerce. ‘A Contracting Party may also require that the copy be
certified, at the option of the requesting party, by the authority which
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issued the document or by a notary public or any other competent public
authority or, where permitted under the applicable law, by a representative
having the right to practice before the Office, as being in conformity with
the original document.

() Where the change in applicant or owner does not result from a
contract, a merger, or the reorganization or division of a legal entity, but
results from another ground, for example, by operation of law or a court
decision, a Contracting Party may require that the request be accompanied
by a copy of a document evidencing the change. A Contracting Party may
also require that the copy be certified as being in conformity with the
original document, at the option of the requesting party, by the authority
which issued the document or by a notary public or any other competent
public authority or, where permitted under the applicable law, by a
representative having the right to practice before the Office.

(d) Where the change is in the person of one or more but not all of several
co-applicants or co-owners, a Contracting Party may require that evidence
of the consent to the change of any co-applicant or co-owner in respect of
whom there is no change be provided to the Office.

{[Translation] A Contracting Party may require a translation of any
document filed under paragraph (2) that is not in a language accepted by
the Office.

[Fees] A Contracting ‘Party may require that a fee be paid in réépect of a
request referred to in paragraph (1).

[Single Request] A single request shall be sufficient-even where the change
relates to more than one application or patent of the same person, or to
one or more applications and one or more patents of the same person,
provided that the change in applicant or owner is the same for all
applications and patents concerned, and the numbers of all applications
and patents concerned are indicated in the request, A Contracting Party
may require that, where that single request is filed on paper or as
otherwise permitted by the Office, a separate copy thereof be filed for each
application and patent to which it relates.

[Evidence] A Contracting Party may require that evidence, or further
evidence in the case of paragraph (2), be filed with the Office only where
that Office may reasonably doubt the veracity of any indication contained
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in the request or in any document referred to in the present Rule, or the
accuracy of-any translation referred to in paragraph (3).

(7). [Prohibition of Other Requ:rements] No Contracting Party may require that
“formal requirements -other than those referred to in paragraphs (1) to (6)
be complied with in respect of the request referred to in this Rule, except

where otherwise provided for by the Treaty or prescnbed in these
Regulations.

(8) [Natification; Non-Compliance with Requiremerits]’ Rule 15(6) and (7) shall
apply, mutatis mutandis, where one -or more of the requirements applied
under paragraphs (1) to (5) are not complied with; or where evidence, or
further evidence, is required under paragraph (6).

(9) [Exclusion with Respect to Inventorship] A Contracting Party may exclude

the application of this Rule in respect of changes in inventorship. What
constitutes inventorship shall be determined under the applicable law.

Rule 17

Request for Recordation of a License or a Security Interest

(1) [Request for Recordation of a Licenise] (a) Where a license in respect of an™
application or patent may be recorded under ‘the applicable {aw, the
Contracting Party shall accept that a request:for recordation of that license
be made in a communication signed by the licensor or. the licensee and
containing the following indications:

{iy an indication to the effect that'a recordation of a license is requested;

{ii) the number of the application or patent concerned;
(iii) the name and address of the licensor;

(iv) the name and address of the licensee;

() an indication of whether the license is"an exclusive license or a
non-exclusive license;
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(vi) the name of a State of which the licensee is a national if he is the
national of any State, the name of a State in which the licensee has his
domicile, if any, and the name of a State in which the licensee has a
real and effective industrial or commercial establishment, if-any.

o A Contrécting Party may require that the request contain:

(i) a statement that the information contained in the request is true and
corred;

(i) information relating to any government interest by that Contracting Party;

(i) information relating to the registration of the license, where
registration is compulsory under the applicable law;

(iv) the date of the license and its duration.

(2) [Documentation of the Basis of the License] (a) Where the license is a
freely concluded agreement, a Contracting Party may require that the

request be accompaniied, at the option of the requesting party, by one of
the following:

(i) a copy of the agreement, which copy may be required to be certified,
at the option of the requesting party, by a notary public or any other
competent public authority or, where permitted under the applicable
law, by a representative having the right to practice before the Office,
as being in conformity with the original agreement;

(i) an extract of the agreement consisting of those portions of that
agreement which show the rights licensed and their extent, which extract
may be required to be certified, at the option of the requesting party, by
a notary public or any other competent public authority or, where
permitted under the applicable law, by a representative having the right
to practice before the Office, as being a true extract of the agreement.

(b) A Contracting Party may require, where the license is a freely
concluded agreement, that any applicant, owner, -exclusive licensee,
co-applicant, co-owner or co-exclusive licensee who is not party to that
agreement give his consent to the recordation of the agreement in a
communication to the Office.
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{¢) . Where the license is not a freely concluded agreement, for example, it
results from-operation-of law or a court decision, a Contracting Party may
require that the request be accompanied by a.copy of a document
evidencing the license. A Contracting Party may &lso require that the copy
be certified ‘as being in conformity with the original document, at the
option of the requesting party, by the authority which issued the decument
or by ‘a notary public or any other competent public authority or, where
permitted-under the applicable law, by a representative having the right to
practice before the Office.

(3) [Translation] = A Contracting Party may require a translation of any
. document filed-under paragraph-(2) that is not in a language accepted by
the Office. ~

(4) [Fees] A Contracting-Party may require that a fee be paid in respect of a
request referred to in paragraph(1).

(5) [Single Request] Rule 16(5) shall apply, mutatis rautandis, to requests for
recordation of a license,

(6) [Evidence]  Rule 16(6) shall apply, mutatis mutandis, to requests for
recordation of a license.

{7) [Prohibition of Other Requirements} No Contracting Party may require that
formal requirements other than those referred to-in paragraphs (1) to (6)
be complied with in respect of the request referred-to in paragraph (1),
except where otherwise provided for by the Treaty or prescribed in these
“". Regulations. '

(8) - [Notification; -Non-Compliance with Requirements] Rule 15(6) and (7) shall
apply, mutatis mutandis, where one or more of the requirements applied
under paragraphs.(1) to (5) are not complied with, or where evidence, or
further evidence, is required under paragraph (6).

(9) [Request for Recordation of a Security Interest.or Cancellation of the
Recordation of a Licerise or a Security Interest] Paragraphs (1) to (8) shall
apply, mutatis mutandis, 1o requests for:

(iy recordation of a security interest in respect of an application or patent;
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(i) cancellation of the recordation of a license or a security interest in
respect of an application or patent.

Rule 18 .
Request for Correction of a Mistake

(1) [Request] (a) Where an application, a patent or any request
communicated to the Office in respect of an application or a patent
contains a mistake, not related to search or substantive examination, which
is correctable by the Office under the applicable law, the Office shall accept
that a request for correction of that mistake in the records and publications
of the Office be made in a communication to the Office signed by the
applicant or owner and containing the following indications:

(i) an indication to the effect that a correction of mistake is requested;
(ii) the number of the application or patent concerned;
(i) the mistake to be corrected;
(iv) the correction to be made;
{v) the name and address of -the requesting party.

“(b) A Contracting Party may require that the request be accompanied by
a replacement part or part incorporating the correction or, where
paragraph (3) applies, by such a replacement part or part incorporating the
correction for each application and patent to which the request relates.
(¢©) A Contracting Party may require that the request be subject to a
declaration by the requesting party stating that the mistake was made in

good faith.

(d) A Contracting Party may require that the request be subject to a
declaration by the requesting party stating that the said request was made
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(2)

€)

)

(6)

without undue delay or, at the option of the Contracting Party, that it was
made without intentional delay, following the discovery of the mistake.

{Fees] (a) Subject to subparagraph (b), a Contracting Party may require
that a fee be paid in respect of a request under paragraph (1).

(b) The Office shall correct its own mistakes, ex officio or upon request,
for no fee.

[Single Request] Rule 16(5) shall apply, mutatis mutandis, to requests for
correction of a mistake, provided that the mistake and the requested
correction are the same for all applications and patents concerned.

[Evidence] A Contracting Party may only require that evidence in support
of the request be filed with the Office where the Office may reasonably
doubt that the alleged mistake is in fact a mistake, or where it may
reasonably doubt the veracity of any matter contained in, or of any
document filed in connection with, the request for correction of a mistake.

[Prohibition of Other Requirements] No Contracting Party may require that
formal requirements other than those referred to in paragraphs (1) to (4)
be complied with in respect of the request referred to in paragraph (1),
except where otherwise provided for by the Treaty or prescribed in these -
Regulations.

{[Notification; Non-Compliance with Requirements] Rule 15(6) and (7) shall
apply, mutatis mutandis, where one or more of the requirements applied
under paragraphs (1) to (3) are not complied with, or where evidence is
required under paragraph (4).

{Exclusions] (a) A Contracting Party may exclude the application of this
Rule in respect of changes in inventorship. What constitutes inventorship
shall be determined under the applicable law.

(b) A Contracting Party may exclude the application of this Rule in respect
of any mistake which must be corrected in that Contracting Party under a
procedure for reissue of the patent.
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Rule 19

Manner of Identification of an Application
Without Its Application Number

Q)

[Manner of Identification] Where it is required that an application be identified
by its application number, but such a number has not yet been issued or is not
known to the person concerned or his representative, the application shall be
considered identified if one of the following is supplied, at that person’s option:

(i) a provisional number for the application, if any, given by the Office;

(ii) @ copy of the request part of the application along with the date on
which the application was sent to the Office;

({iii) a reference ‘nurnber given to the application by the applicant or his
representative and indicated in the application, along with the name
and address of the applicant, the title of the invention and the date on
which the application was sent to the Office. ‘

[Prohitition of Other Requirements] No Contracting Party may require that
identification means other than those referred to in paragraph (1) be
supplied in order for an application to be identified where its application
number has not yet been issued or is not known to the person concerned
or his representative.

Rule 20

Establishment of Model international Forms

M

[Model International Forms} - The Assembly shall, under Article 14(1)Q),
establish Made! International Forms, in each of the languages referred to
in Article 25(1), in respect of: '

(i) a power of attorney;

(iiy a request for recordation of change in name or address,

(iii) a request for recordation of change in applicant or owner;
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(iv) a certificate of transfer;
(V) a request for recordation, or cancellation of recordation, of a license;

(vi) a request for recordation, or cancellation of recordation, of a security
- interest;

(vil) a request for correction of a mistake.

(2) [Modifications Referred to in Rule 3(2)()] The Assembly shall establish the
modifications of the Patent Cooperation Treaty request Form referred to in
Rule 3(2)().

(3) [Proposals by the International Bureau] The International Bureau shall
present proposals to the Assembly concerning:

() the establishment of Model International Forms referred to in
paragraph (1);

(i) the modifications: of the Patent Cooperation Treaty request Form
referred to'in paragraph (2).

Rule 21
Requirement of Unanimity Under Article 14(3)
Establishment or amendment of the following Rules shall require unanimity:
(i) any Rules under Article 5(1)(a),
(i) any Rules under Article 6(1)iii);
{iii) any Rules under Article 6(3);
(iv) any Rules under Article 7(2)(a)i);
(v) Rule 8(1)a);

(vi) the present Rule.
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AGREED_STATEMENTS BY THE DIPLOMATIC CONFERENCE REGARDING
THE PATENT LAW TREATY AND THE REGULATIONS UNDER THE
PATENT LAW TREATY.

1. “When adopting Article 1(xiv), the Diplomatic Conference understood that
the ‘words “procedure before the Office” would not - cover judicial
procedures under the applicable law.

2. When adopting Articles 1(xvii), 16 and 17(2)(v), the Diplomatic Conference
understood that:

(1) ‘The PLT Assembly would, when appropriate, be convened in
conjunction with meetings of the PCT Assembly.

(2) - Contracting Parties of the PLT would be consulted, when appropriate,
in addition to States party to the PCT, in relation to proposed modifications
of the PCT Administrative Instructions.

(3). The Director General shall propose, for the determination of the PCT
Assembly, that Contracting Parties of the PLT which are not party to the
PCT be invited as observersto PCT Assembly meetings and to meetings of
other PCT bodies, when appropriate.

(4) When the PIT Assembly decides, under Article 16, that a revision,
amendment-or.modification of the PCT shall apply for the purposes of the
PLT, the Assembly may provide for transitional provisions under the PLT in
the particular case. '

3. When adopting Articles 6(5)-and 13(3), and Rules 4 and 14, the Diplomatic
Conference urged the World Intellectual Property Organization to expedite
the creation: of a digital library system for priority documents. Such a
system would be of benefit to patent owners and others wanting access to
priority documents.

4. With a view to facilitating the implementation of Rule 8(1)(a) of this Treaty,

the Diplomatic Conference requests the General Assembly. of the World
Intellectual Property Organization (WIPO) and the Contracting Parties to
provide the developing and least developed countries and countries in
transition with additional: technical assistance to meet their obligations
under this Treaty, even before the entry into force of the Treaty.
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The Diplomatic Conference further urges industrialized market economy
countries to provide, on request and on mutually agreed terms and
conditions, technical and financial cooperation in favour of developing and
least developed countries and countries in transition.

The Diplomatic Conference requests the WIPO General Assembly, once the
Treaty has entered into force, to monitor and evaluate the progress of that
cooperation every ordinary session.

When adopting Rules 12(5)(vi) and 13(3Xiv), the Diplomatic Conference
understood that, while it was appropriate to exclude actions in relation to
inter partes proceedings from the relief provided by Articles 11 and 12, it
was desirable that the applicable law of Contracting Parties provide
appropriate relief in those circumstances which takes into account the
competing interests of third parties, as well as those interests of others
who are not parties to the proceedings.

It was agreed that any dispute arising between two or more Contracting
Parties concerning the interpretation or the application of this Treaty and
its Regulations may be settled amicably through consultation or mediation
under the auspices of the Director General.
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ExpLANATORY NoOTES ON THE PATENT LAaw TREATY
AND THE REGULATIONS UNDER THE PATENT LAW TREATY’
prepared by the International Bureau

These Notes were prepared by the International Bureau of the World Intellectual Property Organization
(WIPQ) for explanatory purposes only. They have not been adopted by the Diplornatic Conference. Where
a conflict exists between the Notes and the provisions of the Treaty and Regulations, the latter prevail.
Where a provision appears not 1o require explanation, no Note has been provided. The term "Agreed
Statement” in the Explanatory Notes retersto an A%reed Statement by the Diplomatic Conference regarding
the Patent Law Treaty and the Regulations under the Patent Law Treaty.



68

67

I Explanatory Notes on the Patent Law Treaty

Notes on Article 1
(Abbreviated Expressions)

1.01

1.02

1.03

1.04

ftem (i). The term "Office” includes both the national Office of any
State which is a Contracting Party to the Treaty, and the regional Office
of .any intergovernmental organization which is .a Contracting Party.
For example, the Treaty will apply to the European Patent Office if, and
only if, the European Patent Organisation is a Contracting Party. The
term alsoincludes branch offices of such national andregional Offices.
The reference to "other matters covered by this Treaty” covers the
situation ‘in-which the Office of a Contracting Party administers
procedures in respect of patents, for example, the recordation of
change of owner, even if patents are granted on its behalf by another
Office, for example, a regional Office.

item (iv). The question of whether an entity other than a natural
person or a legal entity, for example a firm or partnership that is not a
legal entity, is considered a person for the purpose of any procedure
covered by the Treaty and ‘Regulations, remains a matter for the
applicable law of the Contracting Party concerned. Similarly, the
question of what constitutes a legal entity, for example, a German
Offene Handelsgesellschaft, is not regulated by the Treaty and
Regulations and-also remains a matter for the applicable law of the
Contracting Party concerned.

ftem (v). The ‘term “communication” is used in the Treaty and
Regulations to refer only to ‘matter which is filed with the Office.
Accordingly, a notification or other correspondence sent by the Office
to an applicant, owner or other interested person does not constitute
a “communication” as defined under this item. . As regards the form
and means of transmittal of communications to the Office, reference is
made to the provisions of Articles 5(1)(8) and &(1) and Rule 8 (see
Notes 5.06, 8.02'to 8.05 and R8.01 to R8.08).

ttem (vi). ‘Information referred to under this item includes the contents
of applications. and patents, in particular the description, claims,
abstract and drawings, as well as corrections of mistakes referred to in
Rule 18(1). An example of information maintained by an Office in
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respect of applications filed with, and patents granted by, another
authority with effect for the Contracting Party concerned is
information maintained by a Contracting State to the European Patent
Convention in respect of European patents granted by the European
Patent Office designating that Contracting State, irrespective of
whether the European Patent Organisation (EPO) is a Contracting
Party.

1.05 ftem (). The term “recordation” refers to any act of including
information in the records of the Office, regardless of the means used
for including such information or the medium in which the information
is recorded or stored.

1.06 - ltems (vii)) and (). The terms "applicant” and “owner” are used in the
. Treaty and Regulations to refer onlyto the person who is indicated as
such in the records of the Office. Accordingly, any other person who
might have, -or purports to have, a legal claim of ownership or other
rights is not considered an applicant or owner for the purposes of the
Treaty or the Regulations. In the case of a request for recordation of a
change in the person of the applicant or owner (see Rule 16), during the
period of time between the actual legal transfer and recordation of the
change, the transferor continues to be referred 1o in the Treaty as the
“applicant” or "owner” (that is, the person shown in the records of the
Office as the applicant or owner), and the transferee is referred to as the
“new applicant” or “new owner” (see Rule 16(1)). Once recordation of
the change has taken place, the transferee becomes the “applicant” or
“owner” (since that person is now the person shown in the records of
the Office as the applicant or owner). As regards the term “person,”
reference is made to the explanation under item (iv) {(see Note 1.02).

1.07  The question of who may apply for a patent, for example, whether a
German Offene Handelsgesellschaft referred to in Note 1.02 may apply,
remains a matter for the applicable law of the Contracting Party
concerned.  Where the applicable law provides that a patent must be
applied for in the name of the actual inventor or inventors, the “person
who is applying for the patent” could be the inventor or joint inventors.
Where a person is permitted under the applicable law to apply for a
patent in place of an inventor who, for example, is dead, or legally
incapacitated, that person is the “person who is applying for the patent.”
" Another person who is filing the application” could, for example, under
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1.08

1.09

certain circumstances, be the inventor's legal representative or sole heir in
the United States of America. Where the applicable law providesthat an
application may be submitted by any natural or legal person, the
applicant is the person submitting the application. Where the applicable
law of & Contracting Party provides that several persons may jointly be
applicants or. owners, the words “applicant” and  “owner” are 1o be
construed ‘as including: "applicants” -and  “owners” (see item (xv)).
” Another person who is.prosecuting the application” could, in particular,
be an assignee.of record-of the right, title and interest in.an application,
where the applicable law of a Contracting Party requires the patent to be
applied for inthe name of the actual inventor and alsoprovides that such
an assignee is-entitled to conduct the prosecution of the application 1o
the exclusion of the named inventor.

Item (). Thequestion of who may be a "representative,” for example,
an attorney or patent.agent, remains a matter for the applicable law of

‘-the Contracting ‘Party concerned. Accordingly, a Contracting Party

may permit a_firm or partnership that is not a legal entity 1o be a
representative, “although it isnot obliged to do so. Under
Article 7{1)(a), @ Contracting Party may require that any representative
who is appointed shall have the right to practice before the Office, and
that any such representative shall provide, as his address, an address on
a territory prescribed by that Contracting Party (see Notes 7.02 to 7.04).

Item (). 1t is implicit that the “signature” of a communication under
the Treaty -must be that of a person who is authorized to sign the
communication” concerned. ~ Accordingly, the Office may: reject the
signature of a person whe is not so authorized. Certain forms of
signature that a Contracting Party shall accept, or may require, are
expressly referred 1o under Rule 9(3) to (5), namely a hand-written,
printed or stamped signature, a seal, a bar-coded label, or a signature
filed in electronic form or by electronic means of transmittal.

Item{(xij). The expression “a language accepted by the Office” refers
to a verbal language ‘and - not, for. example, to a computer language.
What constitutes “a language accepted by the Office” remains a
matter forthe applicable law of the Contracting Party concerned. The
expression “for the relevant procedure before the Office” provides for
the situation in which the Office has-different language requirements
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for different procedures, as will normally be the case in view of the
obligation on Contracting Parties under Article 5(2)(b) to accept a
description in any language for the purposes of according a filing date.
it also provides for the situation in which the language of a procedure
before the Office is regulated by geographical considerations as, for
example, in Belgium.

ltem (xiv). The expression “procedure before the Office” covers any
procedure in which an applicant, .owner or other interested person
communicates with the Office, either to initiate proceedings before the
Office or in the course of such proceedings. it covers all procedures in
proceedings before the Office and is therefore not restricted to those
pracedures which are referred to in express terms under Articles 5
to 14. Examples of such procedures are the filing of an application, the
filing of a request for recordation of-a licensing ‘agreement, the
payment of a fee, the filing of a response to a notification issued by the
Office, or the filing of a translation of an application or patent. It also
covers procedures in which the Office contacts an applicant, owner or
other interested person in the course of proceedings relating to an
application or patent, for example, the issuance of a notification that
an application does not comply with certain requirements, ‘or the
issuance of a receipt for a document or a fee. It does not cover
procedures which, forlegal purposes, do not constitute a part of the
proceedings before the Office with respect to an application or patent,
for example, the purchase of a copy of a published application or the

-payment of a bill for information services 1o the public provided by the

Office. In addition, when adopting Article 1{xiv), the Diplomatic
Conference understood that the words “procedure before the Office”
would not cover judicial procedures under the applicable law (Agreed
Statement No. 1). It follows, however, from the fact that the Treaty
and Regulations include, in certain provisions, explicit exceptions for
quasi-judicial proceedings and proceedings before boards of appeal or
other review bodies constituted in the framework of an Office (see
Article 8(4)b) and Rules 12 and 13), that, otherwise, the words
“procedure before the Office” cover quasi-judicial proceedings.

ftem (xwil). Provisions on the effect of revisions, amendments and
modifications of the Patent Cooperation Treaty (PCT), including the
Regulations and the Administrative Instructions under the PCT, are
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contained inArticle 16 (see Notes 16.01 to 16.04).

ftem {xviii).. Provisions on eligibility for becoming party to the Treaty are
contained in Article 20. '

Item {xxiif). Itis 10 be noted that, in addition to the tasks of the Director
General under the Treaty, in Agreed Statement No. 6, it was agreed
that any dispute arising between two or more Contracting Parties
concerning the interpretation or the application of this Treaty and its
Regulations -may be -settled - amicably through consultation or
mediation under the auspices of the Director General.

Notes on Article 2
(General Principles)

2.01

2.02

Paragraph (1). This paragraph states, in- express terms, a principle
which applies to all of the provisions of the Treaty other than Article 5.
It recognizes that the Treaty does not establish a completely uniform
procedure for all Contracting Parties, but provides assurance for
applicants and owners that, for example, an application that complies
with the maximum requirements permitted under the Treaty and
Regulations will comply with formal requirements applied by any
Contracting Party. A-similar provision is contained.in PCT Article 27(4).

Paragraph (2). A similar provisiori is contained in PCT Article 27(5), first
sentence. '

Notes on Article 3
(Applications and Patents toWhich the Treaty Applies)

3.01

Faragraph (1)(@). . This provision applies. the Treaty and Regulations to

those national and regional applications listed under items (i) and (i)
which are filed with or for the Office of a Contracting Party. No
distinction is made between applications filed by nationals of
Contracting Parties and applications filed by other nationals. Thus, in the
case of a Contracting Party which is a State, the Treaty and Regulations
apply to national applications filed with the national Office of that State,
irrespective of the nationality of the applicant. - In the case of a
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Contracting Party-which is an intergovernmental organization, the Treaty
and Regulations apply to applications filed with the Office of that
intergovernmental organization, irrespective of any designation of States
in those applications and of the nationality of the applicant.

3.02  The expression “applications ... which are filed ... for the Office of a
Contracting Party” covers, in particular, applications for a regional
patent that are filed with the Office of a State X, which is a member
State of a regional organization, for onward transmission to the Office
of that organization. However, a regional application which designates
State X is not an application filed for the Office of State X. Accordingly,
where, for example, both the EPO and State X were party 1o the Treaty,
the Treaty and Regulations would apply to European applications and
1o national applications filed with the Office of State X. However, if
State X were party to the Treaty, but the EPO were not, the Treaty and
Regulations would apply to national applications filed with the Office
of State X, but not to European applications, even if State X were
designated. Conversely, if the EPO were party to the Treaty, but
State X were not, the Treaty and Regulations would apply to European
applications, including those designating State X, but would not apply
1o national applications filed with the Office of State X.

3.03 The terms "applications for patents for invention” and “applications for
patents of addition” are to be construed in the same sense as these
terms in PCT Article 2(i). Accordingly, the Treaty and Regulations do not
apply to the applications listed in that Article other than applications for
patents for invention and applications for patents of addition, namely,
applications for inventors’ certificates, utility certificates, utility models,
certificates of addition, inventors' certificates of addition, and utility
certificates of addition. However, a Contracting Party is free to apply
some or all of the provisions of the Treaty and Regulations to such other
applications, even though it is not obliged to-do so. Similarly, the Treaty
and Regulations do not apply to applications for “plant patents” which
are not patents for invention, afthough they do apply to applications for
patents in respect of plants which are inventions, for example plants
which are the result of genetic engineering.

3.04 Item (). Under this item, the Treaty and Regulations apply to those’
types of applications for patents for invention and for. patents of
addition permitted to be filed as international applications under the
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3.05

3.06

PCT. In‘addition to “conventional applications,” in respect of which no
special treatment is requested, the Treaty and Regulations also apply to
applications for continuation or continuation-in-part of an earlier
application, in accordance with PCT Rule 4.14. Since it is possible to
convert, in the “national phase,” an international-application in the
name- of a sole inventor to an application in the name of joint
inventors, the Treaty and Regulations also apply to such applications,
even though they do not requlate the substantive requirements for
such conversion. This item does not regulate the types of applications
that a Contracting Party shall- accept; - this remains a matter for the
applicable law of the Contracting Party concerned.

Except for the provisions in respect of communications, the Treaty and
Regulations ‘'do not apply to types of applications for patents for
invention which' are' not permitted to be filed as international
applications under the PCT, such as provisional applications and
applications for re-issue patents. The Treaty and Regulations also do
not apply to applications for patent term extension, for example, in
respect of patents for pharmaceutical’ products under the laws of
Japan, the United States of America and the European Community,
since these are not applications for the grant of a patent. Similarly,
they do not apply to applications for patent term adjustment, for
example; as in the ‘United States of America, in respect of the
determination of additional patent term for delays in the issuance of a
patent. In addition, they do not apply to an application for the
conversion of an application for a European patent-into a national
application for one or more designated States since this is a request for
a different type of treatmient rather than an application for the grant
of a patent. However, the Treaty does apply to the application once it
has bieen converted to a national application, if the country-toncerned
is party to the Treaty. However, a Contracting Party is-free to apply
some or all of the provisions of the Treaty and Regulations to any type

- of applications not covered by paragraph (1), although it is not obliged

to do so. ‘As‘regards divisional applications, reference is made to the
explanation under item (i) (see Note 3.06).

tem (if). This item is included since a divisional application is not a type
of application that is permitted to be filed under the PCT under item
{i). Reference is also made to the provisions relating to the filing date
of divisional applications under Article 5(8) and Rule 2(6)().
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3.07  Paragraph (1){b). This paragraph. applies to Contracting Parties which
are PCT Contracting States. It also applies to intergovernmental
organizations that may be designated under the PCT. The phrase
“Subject to the provisions of the Patent Cooperation Treaty” is
included to ensure that the provisions of the PCT continue to apply to
international applications in the “national phase.” For example, a
filing date accorded under PCT Article 11 to an international
application cannot be challenged by the applicant, in the “national
phase,” on the grounds that the application would have been entitled
to an earlier filing date under Article 5(1) of this Treaty.

3.08 ftem (). Under this item, the provisions of the Treaty and Regulations,
in particular, reinstatement of rights under Article 12 and Rule 13,
apply in relation to the time limits under PCT Articles 22 and 39(1),
namely the time limits for the furnishing of a copy of the international
application and any required translation, and the payment of any
required fee, to designated Offices and elected Offices, respectively.
However, those provisions do not apply in respect of time limits in the
“international phase” of an international application, which are
governed by the PCT.

3.09 ftem (i}). Under this item, the Treaty and Regulations apply to an
international application in respect of any procedure commenced on or
after that application has entered the “national phase” in a national or
regional Office under the PCT.

3.10  Paragraph (2). The Treaty and Regulations apply both to national and
regional patents granted by the Office of a Contracting Party and to
patents granted on behalf of a Contracting Party by another Office, in
particular, the regional Office of an intergovernmental organization,
irrespective of whether that intergovernmental organization is party to
the Treaty, For example, if State X referred to in Note 3.02 were party
to the Treaty, the Treaty and Regulations would apply both to patents
granted by the Office of State X and to patents granted by the
European Patent Office in so far as they have effect in State X,
irrespective of whether the EPO were party to the Treaty. 'If the EPO
were party to the Treaty, the Treaty and Regulations would apply to all
European patents for the purposes of any procedures before the
European Patent Office, for example, the revocation of patents in
opposition proceedings, even if State X were not party to the Treaty.
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3.

3.12

The terms “patents for invention” and ”patents of addition” are to be
construed:in the same sense as thosé.expressions in PCT. Article 2(i).
Accordingly, the Treaty and Regulations do not apply to patents which
are listedin that Article other than patents for invention and patents
of “addition,. namely, ‘inventors’ certificates, utility certificates, utility
models, certificates of addition, inventors' certificates of addition, and
utility -certificates of addition (see also Note 3.03). However, a
Contracting Party is free to apply some orall of the provisions of the
Treaty and Regulations to such other patents, even though it is not
obliged to do so.

Also; in accordance with-the definition in PCT Article 2(ix), the term
“patent” applies to national and regional patents. In addition, it
follows  from both paragraphs (1){b) and (2)-that the Treaty and
Regulations -apply to patents for inventions -and patents of addition
granted -on international - applications.  Although the Treaty and
Regulations do not apply to those types of applications which are not
permitted to be filed as international applications under the PCT, such
as provisional ‘applications, - applications for re-issue patents and

- applications for conversion (see Note 3.05), they do apply to patents

granted in respect of such types of applications: For example, the
Treaty ‘and Regulations -apply to granted re-issue patents, although
they do not apply to applications for such patents. However, the Treaty
and Regulations do-not. apply to sui-generis titles of protection relating
to patent term extensions, which are'not patents.

Note on Article 4
{Security Exception)

4.01

A similar provision is contained in Article 73(b) of the Agreement on
Trade-Related Aspects of = Intellectual Property Rights (TRIPS
Agreement). ‘The "essential security interests” of a Contracting Party
which is_an intergovernmental organization refers to the security
interests of its member States.
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Notes on Article 5
(Filing Date)

5.01

5.02

A Contracting Party is obliged to accord a filing date to an application
which complies with the requirements applicable under this Article.
Furthermore, a Contracting Party is not permitted to revoke the filing
date accorded to an application which complies with those
requirements. In particular, the filing date of an application may not
be revoked for failure to comply with a requirement under Article 6, 7
or 8 within the applicable time limit, even if that application is
subsequently refused or considered withdrawn on the grounds of such
non-compliance (see also Note 5.02).

Paragraph (1). This paragraph prescribes the elements of an
application to be filed for the purposes of according a filing date. First,
the Office needs 1o be satisfied that the elements that it has received
are intended to be an application for a patent. Second, the Office
must be provided with indications which identify the applicant and/or
allow the applicant to be contacted. In place of such indications,
under subparagraph (), evidence allowing the identity of the applicant
to be established or allowing the applicant to be contacted by the
Office may be accepted by the Office. Third, the Office must have
received a disclosure of the invention, either in the form of a part
which on the face of it appears to be a description or, where permitted
by the Contracting Party under subparagraph (b), a drawing in place of
that description. Since the list of elements under paragraph (1) is
exhaustive, a Contracting Party is not permitted to require” any
additional elemernts for a filing date to be accorded, in particular, that
the application contain one or more claims. Where an application as
filed does not contain one or more claims which may be required
under Article 6(1)()) (with reference to PCT Article 3(2)), a Contracting
Party may require that these be subsequently filed under Article 6(7),
within the time limit prescribed in Rule 6(1). However, the failure to
file such claims within that time limit will not result in the subsequent
loss of the filing date, even if the application is refused or considered
withdrawn under Article 6(8)(3). Another example is where, in
accordance with Article 6(1) and with reference to PCT Rule 11.9, a
Contracting Party requires that an application on paper be typed or
printed: the filing date of an application which does not comply with
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5.03

5.04

5.05

 5.06

that requirement, in particular a_handwritten application, cannot be
revoked on that ground.  The same considerations apply. where an
application does not comply with - any other requirement under
Article 6, 7 or 8, for example, it is not accompanied by a filing fee
required under Article 6(4) (see also Notes 6.16 and 6.22 1o 6.24).

Paragraph (1)(a), introductory words. The words “Except as otherwise
prescribed in the Regulations™ is intended, in particular, to provide for
the “possibility. of “special ‘requirements "that may be required in the
future in respect of applications filed in electronic form-or by electronic
means of transmittal. = At present, no such Regulations are provided.
The establishment of any Rules by the Assembly under this provision
requires upanimity under Rule 2 1(i).

The'wording “date on which its Office has received all of the following
elements” covers both the case in which all of the required elements

-are received on the same day and the case in'which they are received

on different days as provided for under paragraph (4):

Each Contracting Party is free to decide for itself what constitutes the
date on which its Office has received all of the elements. This could
apply where, for-example, an application is received after the Office
has closed for the -receipt of communications, or .on a day when-the
Office is not-open for'the receipt of communications. In addition, a
Contracting Party is free to deem, as receipt by the Office, receipt of
an application by a $pecified-branch or sub-office of an Office, by a
national Office on behalf of am intergovernmental organization having -
the power 1o grant regional patents, by a postal service, or by a
specified delivery service.

The introductory words also oblige a Contracting Party to accept, for
the purposes.of the filing date, the filing of items (i) to (i) “on paper
or as otherwise permitted by the Office.” The phrase -“on paper”
refers to paper form transmitted by physical means (see Note 8.03).
This obligation to-accept filing on paper, for the purposes of the filing
date, will continue to apply even where, after June 2, 2005, a
Contracting Party excludes the filing. of communications on paper
under Rule 8(1)a@). The phrase "as otherwise permitted by the Office”
relates, in particular, to the case where the required-elementsare filed
in-an electronic form or by an electronic means of transmittal
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permitied by the Contracting Party concerned under Rule 82). The
restriction. to “[means of transmittal] permitted by the Office for the
purposes of the filing date” is necessary since an Office may not have
the technical capability to accept filings in all electronic forms or by all
electronic means of transmittal. Where an application that complies
with the filing date requirements under paragraph (1) does not comply
with the requirements in respect of the form and means of transmittal
of communications applied by the Contracting Party concerned under
Article 8(1) and Rule 8, that Contracting Party may require, under
Article 8(7), that, for the application to proceed, the applicant comply
with those requirements within the time limit prescribed in Rule 11(1).
However, failure to do so will not result in the subsequent loss of the

filing date, even if the application is refused or considered withdrawn
under Article 8(8).

5.07 ttem (). 1t follows from the definition of the term “application” in
Article (i) and the provision of Article 3(1)(@), that this item requires
an express or an-implicit indication to the effect that the elements
referred to are intended to be a national or regional application to
which the Treaty and Regulations apply. Whether, in a particular case,
the indications which have been given are sufficient to be considered
as an implicit indication that the elements in question are intended to
besuch an application, is a matter to be determined by the Office in
the circumstances of that case. .

5.08 - item (i) and paragraph (1)(c). These provisions are different from the
. corresponiding provision in respect of international applications under’
PCT Article 11(1)iii)¢) which requires the name of the applicantto be. -
indicated. Whether, in a particular case, indications which have been
given are sufficient for "allowing the identity of the applicant to be
established” and/or for “allowing the applicant to be contacted by the
Office,” is a matter to be determined by the Office in the
circumstances of that case. Where an application complies with the
requirements of paragraph (1), but does not indicate the name and
address of the applicant required under Article 6(1)(i) thaving regard to
PCT Rule 4.4 and 4.5), a Contracting Party may require that these
indications be subsequently filed under Article 6(7), within the time
limit prescribed in Rule 6(1). However, the failure to file such
indications within that time limit will not result in the subsequent loss

of the filing date even if the application is refused or considered
withdrawn under Article 6(8)(a).
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5.09

5.10

5.1

5.12

Item (iif). This provision is the same as the requirement in respect of
international applications under PCT Article 11(1)GiiXd). For the
purpose of determining whether a filing date should be accorded, the
Office‘only needs to establish whether, in its opinion, the application
contains a part that on the face of it appears to constitute a
description. The questions whether that part satisfies the formal
requirements relating to the description allowed under Article 6(1), and
the substantive requirements for the grant of a patent, are not relevant
to this determination. In particular, this provision does not in any way
impinge on the right of a Contracting Party to apply its relevant law in
respect of sufficiency of disclosure, in particular, to require that, for the
application to proceed. to grant, the description shall disclose the
invention in-a manner sufficiently clear and complete for the invention
to be carried out by a person skilled in the art, and to indicate the best
mode for carrying out the invention known to the inventor, as provided
for in Article 29(1) of the TRIPS Agreement and PCT Article 5 and
Rule 5. ‘However, insufficiency of disclosure shall not affect the filing
date in respect of what, in fact, had been disclosed.

Paragraph (1)(b). This provision permits, but does not oblige, a
Contracting Party to accord a filing date on the basis of one or more

_drawings in place of a written description. The question whether, for

example, a chemical formula, a sequence listing or a photograph is
considered a drawing for-the purposes of this provision is a matter for
the Contracting Party concerned.. Where the Office of a Contracting
Party which does not -apply this provision receives an application in

which the invention is disclosed only in-one ormore drawirigs that

incorporate textual matter, it is for that Office to determine whether, in
the ‘circumstances of the. case, such textual matter fulfills the
requirement under paragraph (1)(a)(ii).

Itis to be noted that a country of the Paris Union is, at present, free to
accord a filing date to an application in which the invention is disclosed
only in a drawing, and that such application, as a regular national filing
under the domestic legislation of a country of the Paris Union, gives
rise to a right of priority under Articlé 4A(2) of the Paris Convention.

Paragraph (2)(a). n order for the Office to understand that what it
received is intended to be a patent application, the indication to the
effect that the elements received are intended to be a patent
application ‘may be required to be in a language accepted by the
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5.13

5.14

5.15

5.16

517,

Office. Similarly, the Office may need the indications allowing the
identity of the applicant to be established ‘or allowing the applicant to
be contacted by the Office in a language accepted by the Office so that
it can identify or contact the applicant accordingly.

Paragraph (2)(b). This provision requires a Contracting Party to accept,
for the purpose of establishing a filing date, a2 “part which on the face
of it appears to be a description” which is filed in any language.
Where that part is filed in a language which is not'a language accepted
by the Office, the Contracting Party may require that a franslation of
the description referred to in Article 6(3), first sentence, be filed, under
Article 6(7), within the time limit prescribed in Rule 6(1) (see also
Note 6.13). However, the failure to file such a translation within that
time limit will not result in the subsequent loss of the filing date even
if the application is refused or considered withdrawn under
Article 6(8)a). As regards the expression “a language accepted by the
Office,” reference is made to the explanation under Article 1(xi}) (see
Note 1.10)

The same considerations apply to any textual matter incorporated in
a drawing which, under paragraph (1)(b), is accepted as “the part
which on the face of it appears to be a description” under
paragraph {1)(a)(ii).

Although the submission of one or more claims is not necessary for
obtaining a filing date, where the application as filed contains claims
which are in a language not accepted by the Office, a Contracting
Party may requireé that a translation referred to in Article 6(3), first
sentence, be filed, under Article 6(7), within the time limit prescribed
in Rule 6(1) (see also Note 6.13). The failure to file the required
translation within that time limit shall not result in the subsequent loss
of the filing date even if the application is refused or considered
withdrawn under Article 6(8)(a).

Paragraph (3). Reference is made to the geneéral provisions concerning
notifications under Article 9 (see Notes 9.01 to 9.05).

Paragraph (4)a). This provision permits an applicant to subsequently
remedy any non-compliance with the requirements applied under
paragraphs (1) and (2). It applies whether or not the applicant has
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5.18

5.18

5.20

been notified of such non-compliance under paragraph (3). This
provision: gives the applicant the possibility of proceeding with the
application on the basis of the elements which have been filed and any
fees already paid, without the need to re-file the application or pay
additional filing fees. However, for the proper conduct of business
before the Office, a Contracting Party may -require that all the
requirernents ‘in question be complied with within the time limit
applicable under paragraph (4)(b) (see Note 5.18);

Paragraph (4)(b). ~ This provision permits, but does not oblige, a

. ‘Contracting. Party to regard an application as not having been filed,

where the requirements referred to in paragraphs (1).and (2) that were
not cormplied with when the application was first received by the Office
are not complied with within the time limit prescribed in Rule 2(1)
or{(2). An applicant who wishes to proceed with an application that has
been regarded as not having been filed under this provision will have
to re-file the application in its entirety and, if the Office does not permit
the transfer of fees from the initially filed application, to pay new fees.

Paragraph (5). This.provision is modeled after PCT Article 14(2). 1t
obliges the Office to notify the applicant where, in establishing the
filing date, it finds that a part of the description or a drawing appears
to be missing. As it is restricted to the situation where the apparent
omission is found in-establishing the filing date, this provision does not
apply where an apparent omission is found in any other procedure, in
particular, in the course of substantive examination, when. the
procedures under paragraph (6)a) to {c) would not be appropriate. it
is to.be-noted that this provision does not require the Office to check,
in establishing the filing date, whether a part of the. description or
drawing is missing. Reference is also made to the general provisions
concerning notifications under Article 9 (see Notes 9.01 to 9.05).

Paragraph (6)(). This provision obliges a Contracting Party to include, in
the application, a missing part of the description or a missing drawing
that is filed within the time limit prescribed in Rule 2(3). it applies
whether or not the applicant has been notified under paragraph (5).
Except where subparagraph (b) or (¢) applies, the filing date is the date
of receipt of the missing part of the description or missing drawings,
provided that all of the requirements for the according of a filing date
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applied under paragraphs (1) and (2) are complied with on that date.
is to be noted that this provision does not prevent a Contracting Party
from permitting, without loss of filing date, the subsequent inclusion, by
way of correction or amendment in accordance with the applicable law,
of a drawing or the text of a part of the description where that correction
or amendment does not extend the subject matter beyond the content
of the application as filed.

5.21 Paragraph (6)(b). This provision cbliges a Contracting Party to include,
upon the request of the applicant, a missing part of the description or
missing drawing in the application without loss of the filing date,
where that missing part or missing drawing is contained in an eatlier

- application and the requirements prescribed in Rule 2(4) are complied
with (see Notes R2.03 and R2.04). The question of whether, in a
particular case, a missing part of the description or a missing drawing
is completely contained in the earlier application is one guestion for the
Office to determine on the facts of that case. Where it is subsequently
determined, for example in the course of substantive examination, that
the missing part of the description or missing drawing was not
completely contained in the earlier application as required under
Rule 2(4)(ii), the Office may rescind the filing date accorded under this
provision and re-accord it under subparagraph: (a).

522 Paragraph (6)(c). This provision permits the applicant to withdraw a
later filed missing part of the description or missing drawing in order
1o avoid the date of receipt of that part or that drawing being accorded
as the filing date under subparagraph (a).

5.23  Paragraph (7){a). This provision obliges a Contracting Party to accept,
at the time of filing, the replacement of the description and any
drawings In an application by a reference to a. previously filed
application, subject to compliance with the requirements of Rule 2(5)
(see Notes R2.05 to R2.08). A’ Contracting Party may require, in
accordance with Article 6(1)() (having regard to PCT Article 3(2)), that
the replaced description and drawings be filed under Article 6(7) within
the time limit prescribed in Rule 6(1): The failure to file that description ”
or drawings within that time limit will not result in the subsequent loss
of the filing date, even if the application is refused or considered

withdrawn under Article 6(8)(a).
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5.24

5.25

Paragraph (7)(b).. “Under this ‘provision;. an  application may be
considered as not having been filed whete the applicant fails to comply
with the requirernents-under Rule 2(5). Since, under subparagraph (a),
the reference must be made Upon the filing of the application, it is
implicit that the requirements applied under Rule 2(5)(a) must be
complied with on the filing date of the application. Anyrequirernents
applied-under Rule 2(5)(b) must be complied with within the time limit
applied under that Rule (see also Note 6.26).

Paragraph (8), item (ij). The types of application under this item are
prescribed in‘Rule 2(6).

‘Notes on Article 6

(Application)

6.01

6.02

6.03

Paragraph (1).. This paragraph applies the reguirements relating to the
form or contents of international ‘applications under the PCT to
national-and regional applications.

The wording of this provision is modeled after that of PCT Article 27(1).

it is implicit that the expression “form or contents of an application” is
to be construed in the same way as the expression‘in that Article. The
Notes to that Article ‘in the Records of the Washington Diplomatic
Conference on the Patent Cooperation Treaty, at page 35 of the Final
Text of the Treaty and'Notes, contain the following explanation:

“The words 'form or contents’ are used merely to emphasize
something that could go without saying, namely that requirements of
substantive patent law (criteria of patentability, etc.) are not meant.”

In--accordance -with the general principle contained in Article 2(2),
paragraph (1) is similarly not intended to be construed as prescribing
any requirements of substantive law (see Note 2.02). The requirement,
allowed under Article 29.2 of the TRIPS Agreement, that an applicant
for a patent provide information. concerning the applicant’s foreign
applications and grants, is. not a requirement as to the “form or
contents of an application” for the purposes of this provision.
Similarly, requirements in respect of duty of disclosure, indications as
to whether an application was: prepared with the assistance of an
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invention marketing company and, if so, indications of the name and
address of that company and requirements in relation to the disclosure
of search results on related applications and patents, are also not
requirements as to the “form or contents of an application” for the
purposes of this provision. Further, requirements as to the “form or
contents of an application” do not include any requirements relating
to foreign investments, public concessions or public contracts under
national laws and bilateral and multilateral agreements.

6.04 " Under Article 23(1), a State or intergovernmental organization may
declare through a reservation that the provisions of Article 6(1) shall
not apply to any requirement relating to unity of invention applicable
under the PCT (see Note 23.01).

6.05  Paragraph (1), introductory words. The requirements referred to in these
introductory words which are “otherwise provided for by this Treaty”
are, in particular, those under Articles 6(2) to (6), 7 and 8 and the
Regulations provided for under those Articles, namely Rules 7 to 10.

6.06 ftem (). This item prohibits a Contracting Party from imposing
requirements in respect of the form or contents of a national or
regional application that are more strict than those applicable to
international applications under the PCT, except where otherwise
provided for in accordance with the introductory words or item (iil) of
this paragraph (see Notes 6.05 and 6.09). As in the case of PCT
Article 27(4), a Contracting Party is free, under Article 2(1), to provide
for requirements in respect of the form or contents of national and
regional applications which, from the viewpoint of applicants, are
more favorable than the requirements provided for under the PCT.

6.07  Rtem (i). This item permits a Contracting Party to require that a
national or regional application comply with any requirements relating
to the “form or contents” that any State party to the PCT is allowed to
apply in the “national phase” of an international application, in
particular, the requirements that are allowed under PCT Rule 51bis. It
is to be noted that this item is not restricted to the particular “national
phase” requirements under the PCT applied by the Contracting Party
concerned, but rather applies to any "national phase” requirements
allowed under the PCT.
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6.08

6.09 -

6.10

6.11

6.12

6.13

As regards the effect of revisions, ameridments and modifications to
the PCT, the Regulations and Administrative Instructions under the
PCT, reference is made to Article 16 (see Notes 16.01 to 16.04).

ftem. (iij). - This item provides authority for the further requirements
under Rule 3(1) in respect of divisional applications and of applications
by new apglicants determined to be entitléd to an invention contained
in an earlier application (see Note R3.01).

Paragraph (2){a). . This provision permits, but-does not oblige, -a
Contracting Party to require the use of a request Form prescribed by
that Contracting Party. - It also allows a Contracting Party to require
that the ‘contents of the request which are provided for in respect of
international applications under PCT Rule 4.1, as'well as any contents
allowed to be’ required -under paragraph (1)(i)) ‘or prescribed in
Rule 3(1), be contained in the request. - For example, a Contracting
Party ‘may require that the request contain various dedclarations as
provided in PCT Rule 4.17.

Paragraph . {2)(b). ~ This provision obliges' a~ Contracting Party,
notwithstanding paragraph (2)(@), to accept the presentation of the

~ formal contents: of a request on a request Form, as. prescribed in

Rule 3(2) (see Notes R3.02 to R3.04). :

The ‘effect of the phrase “and subject to Article 8(1)" is that a
Contracting Party may require: that a request Form provided for in
Rule 3(2)-comply with the requirements in respect of the form and
means-of transmittal of communications.in general applied by that
Contracting Party under.that Article and Rule'8. However, where, after
June 2, 2005, a Contracting Party excludes the filing of
communications. on paper urider Rule 8(1)a), that Contracting Party
will still be obliged, under Article 5(1), to accept, for the purposes of
the filing date, the filing on paper of :a request Form. containing the
indications required under that Article (see Note 5.06).

Paragraph (3), first sentence. - This sentence permits a Contracting
Party to require, after the filing date, the filing of a translation of the
“part which on the face of it appears to be a description” referred to
in Article 5(1)(@)ii), where that part is not in a language accepted by
the Office (as permitted for the purposes of the filing date under
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6.14

6.15

6.16

Article 5(2)(b) —see Notes 5.12 and 5.13). It also permits a Contracting
Party to require that the applicant file a translation of any other parts
of the application which are not in an accepted language, or file a
transliteration of, for-example, a name or address which is not in an
accepted alphabet or character set. Reference is also made to the
abbreviated expression “translation” in Article 1{xiii).’

Paragraph (3), second sentence. Rule 3(3) provides that a Contracting
Party may require, under this provision, a translation of the title, claims
and abstract that are in a language accepted by the Office into any
other languages accepted by that Office. Amendment of that Rule
requires unanimity under Rule 21(iij).

Paragraph (4). This paragraph permits, but does not oblige, a
Contracting Party to charge fees in respect of applications. However,
it does not regulate to whom the fee is paid, for example, whether it
is paid to the Office, another agency of the government or a bank. it
also does not regulate the method of payment, so that each
Contracting Party is free to decide whether to allow payments made,
for example, from a deposit account with the Office or by electronic
transaction, or whether to require, for example, in the case of
applications filed electronically, that fees be paid by using a deposit
account. A Contracting Party is also permitted to require the amount
of the fee and/or its method of payment to be indicated, for example,
on a fee sheet as prescribed under PCT Rule 3.3(a)i).

In addition to the fee to be paid in respect of the application, a
Contracting Party may require the payment of separate fees, for
example, for the publication of the application and the granting of the
patent. A Contracting Party is permitted to combine those fees and
require payment of such a combined fee upon the filing of the
application (which may nevertheless be called an “application fee”).
Under the second sentence of Article 6(4), payment of the application
fee may be subjected to the same time limits, and the same sanctions
for non-payment, as those applicable under the PCT, namely, PCT
Article 14(3) and Rules 15.4 and 16bis (see Rule 6(3) and Notes 6.22
10 6.24 and R6.02). However, it is made clear in Article 5(1) that a
Contracting Party may not refuse a filing date because the application
fee has not been paid (see Note 5.02).
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6.17

6.18

6.19 .

6.20

6.21

622

‘ Paragraph (5). ‘Regulations under this paragraph are prescribed in

Rule 4. - When adopting Articles 6(5) and 13(3) and Rules 4-and 14, the
Diplomatic Conference  urged the World Intellectual Property
Organization to expedite the creation. of a-digital Tibrary system for
priority documents; as being of benefit 10 applicarnts, patent owners
and third parties wanting access to priority documents (Agreed
Statement No.3).

Paragraph (6). This paragraph reduces the burden on applicants by
restricting the need for evidence in support of the formal contents of
applicatiens, declarations of priority and transiations. Although it is for

“each Contracting Party to interpret the phrase “may reasonably doubt

the veracity of any matter,” the intention is that the Office may not ask
for evidence on a systematic or-a “spot-check” basis, but only where
there are grounds for reasonable doubt. - For -example, where the
applicant claims the benefit of Article 3 of the Paris Convention, but
there is doubt as to the veracity of the applicant’s allegations as to his
nationality, the Office may require evidence in that matter. The Office
is- obliged, under paragraph (7), to notify the applicant of the
requirement to file evidence and, under Rule 5, to state its reason for
doubting the veracity of the matter.in question.

Inaccordance with Article 2(2), the provisions of paragraph (6) do not
apply to evidence that may be required in respect of substantive patent
law. In-particular, -irrespective of whether or not there is reasonable
doubt, a Contracting Party.is permitted to require evidence concerning
non-prejudicial disclosures or exceptions to lack of novelty, as is also
allowed “as -a national requirement in respect .of international
applications under PCT Rule 51bis. 1(@)v), -

Paragraph (7). The time limits under this paragraph are prescribed in
Rule'6(1) and (3). ‘Reference is also made to the general provisions on
notifications under Article 9 (see Notes 9.01 to 9.05).

Paragraph (8). The time limits under this_provision are prescribed in
Rule 6(1) to (3).

Paragraph (8)a). The sanction which may be. applied under this
provision may include refusal of the application. The effect of the
reference to Article 5 is that a Contracting Party may not revoke a filing
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date for failure to comply with requirements referred to in this
provision.

6.23  Where the application fee, if any, is not paid, the sanction may be the
same as that applicable under the PCT in respect of the non-payment
of fees due upon filing an international application (PCT
Article 3(8)iv)), that is, the international application is considered
withdrawn (PCT Article 14(3)a)) but the filing date is not affected.
Where the application fee is paid late in response to a notification
under Avrticle 6(7), the Contracting Party may require the payment of a
late payment fee (see PCT Rule 16bis). As to the time limit for
payment, see Rule 6(3) and Note R6.02.

6.24 In addition, in cases where the application fee is not paid, a
Contracting Party is free to subject the provision of copies of the
application to the applicant (typically for use as priority documents) to
the payment of a surcharge in addition to the usual fee. Furthermore,
a Contracting Party- is free to impose a fee for retention of an
application for which a filing fee has not been paid, for the purpose of
retaining the application for the benefit of priority. daims in
subsequently filed applications.

6.25 The effect of the reference to Article 10 in paragraph (8)a) is that a
Contracting Party cannot revoke or invalidate a patent for failure to
comply with the requirements applied under paragraphs (1), (2), (4)
and (5), except where the non-compliance occurred as a result of a
fraudulent intention.

6.26  Paragraph (8)(b). In accordance with Article 4D(4) of the Paris
Convention, the consequence of failure to comply with the formality
requirements in respect of a priority claim within the time limit
prescribed in Rule 6(1) or (2) is generally the loss of the priority right.
In addition, under this provision, the application may not be refused for
failing to comply with such requirement. Nevertheless, where the
description and drawings of a later application are replaced by a
reference to a previously filed application under Article 5(7)(a), and the
requirements under that Article, as prescribed in Rule 2(5), are not
complied with within the time limit applicable under that Rule, the
Contracting Party may refuse that later application under
Article 5(7){b), even where the same requirements are applicable in



90

89

respect of a priority claim in the later application. The words "Subject to
Article 13" are included to cover the situation in which a priority claim is
corrected or added, or a priority right is restored, under that Article.

Notes on Article 7
(Representation)

7.01

7.02

7.03

This Article relates only to-the appointment of a representative and to
thepossible limitation of the effect of such appointment, but does not
deal with the termination of the appointment. In the latter respect,
and in respect of any other matter relating to representation which is
not covered by- the Treaty, a Contracting Party is free to establish
whatever provisions that it wishes. For example, a Contracting Party
may provide that the appointment of a new representative terminates
the appointment of all previous representatives Unless otherwise
indicated in the power of attorney. Or, a Contracting Party that allows
sub-representation may require that the power of attorney expressly
authorize . a representative to appoint. sub-representatives.
Furthermore, a Contracting Party may require that, in the case of two
or more co-applicants, those co-applicants be represented by a
common representative.

Paragraph {(1)(a), introductory words. = As regards the ‘terms
“representative” and * procedure before the Office,” reference is made .
to the explanations under Article 1(x) and (xiv), respectively (see
Notes 1.08 and 1.11). .

Item (). The phrase “have the right ... to practice before the Office”
is-modeled after the terminology in. PCT Rule 90.1(a) to (&). This item
permits a Contracting Party to.require that the appointed
representative be a person, for example, a registered patent attorney,
who is admitted to practice before the Office in respect of applications
and patents. It also permits @ Contracting Party to have a less strict
requirement, for example, that any person may be appointed .as
representative unless debarred from acting as a representative on the
grounds of misconduct. This item also leaves to the applicable law the
matter of whether, and what type of, a firm or partnership may be
appointed as a representative. ‘
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7.04 jtem (ij). This item permits a Contracting Party to require that a
representative provide, as his address, an address on a territory
prescribed by the Contracting Party. A Contracting Party may apply
this requirement instead of, or in addition to, the requirement that the
applicant have the right to practice before the Office under item (). A
Contracting Party may, in particular, require under item (ii) that the
address be on its own territory. Alternatively, it may require that the
address be on any of two or more territories; for example, a
Contracting Party that is a member of a regional grouping, such as the
European Union, may require that the address be on the territory of
any member State of that regional grouping. This item is without
prejudice to the right of a Contracting Party to require that a
communication contain the address of the representative under
Rule 10(1)(b)() and an address for correspondence and/or legal service
on its own territory under Article 8(6) and Rule 10(2) and (4).

7.05  Paragraph (1)(h) and (c). Paragraph (b) -is modeled after PCT
Rule 90.3(a). The term “procedure before the Office” is defined under
Article 1(xiv) (see Note 1.11). Where any provision of the Treaty or
Regulations refers to an act by, or in relation to, an applicant, that act
may be performed by, or in relation 1o, the applicant’s representative.
For example, where a communication is required to be signed by the

~ applicant, the communication may be signed by the representative on
behalf of the applicant. However, under paragraph (1)(c), in the case
of an oath or declaration or the revocation of a power of attorney, a
Contracting Party is free to provide that the signature of a
representative shall not have the effect of the signature of the
applicant.  The situation is the same where an owner or other
interested person is represented. Where the Office is required to notify
an applicant under Article 5(3) or 6(7), the notification is normally sent
1o the applicant’s representative. However, a Contracting Party may
provide that correspondence be sent to the person who is represented,
where that person provides his own address as the address for
correspondence and/or legal service under Article 8(6).

7.06  Paragraph (2){a). - This provision permits, but does not oblige, a
Contracting Party to require representation for the purposes of any
procedure before the Office, except as provided under items (i) to (iv)
and subparagraph (b).
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7.07

7.08

7.09

7.10

Where an assignee of an application, an applicant, owner or other
interested person from abroad acts for himself before the Office in
respect of any of the procedures included in items () to (iv), he may be
required, under Article 8(6) and Rule 10(2), to provide an address for
correspondence and/or legal service on a prescribed territory (in
particular, a territory in which the Office is located).

ftems () to (iv) do not prevent an assignee of an application, an
applicant,. owner or other interested person from appointing a
representative for any of the procedures concerned. "However, any
representative who is appointed must comply with the requirements
under paragraph (1) applied by the Contracting Party concerned. “In
particular, it is permissible for an applicant to appoint a representative
from his own country to represent him.in a foreign country, only if that
representative is entitled to practice in that foreign country, which will
not normally be the case.

“An assignee of an application” could, in particular, be a corporate
applicant who is an assignee of the right, title and interest in an
application, where the applicable law of a Contracting Party requires
the patent to be applied for in the name of the actual inventor. As
regards the terms “applicant,” “owner,” and “procedure before the
Office,” reference is made to the explanations under Article 1(viil); ()
and (xiv) (see Notes 1.07,.1.08, and 1.11). As regards the expression
“other interested person,” reference is made to the explanation under
Article 8(6) (see Note 8.14).

Item (i). This item permits an assignee of an application or an
applicant (as defined in Article 1{viii}) to file an application for the
purposes of the filing date without appointing a representative. In
particular, it permits the assignee or applicant to file the elements of
an application referred to in Article 5(1), or an application containing
a reference to a previously filed application under Article 5(7). It is
implicit that the application filed by the assignee or applicant for the
purposes of the filing date may additionally contain one or more
elements additional to those referred to in Article 5(1). in particular,
the application as filed may contain one or more claims and/or be
accompanied by a translation and the filing fee. However, a
Contracting Party is permitted to require that, after the filing date, a
representative be -appointed for, for example, filing one or more
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712

7.13

7.14

7.15

7.16

claims under Article 6(1) or a translation of a previously filed
application under Rule 2(5)(b) or the payment of a filing fee as
required under Article 6(4).

Item (i), ~The expression “mere payment of a fee” permits a
Contracting Party to require representation for any other act that is
associated with the payment of the fee concerned, for example, a
request for search or examination. Any Contracting Party may decide
whether the payment of the fee is mere or not.

Item (iij). Other procedures under this item, in respect of which the
appointment of a representative may not be mandatory, are prescribed
in Rule 7(1) (see Note R7.01).. Amendment of that Rule requires
unanimity under Rule 21(ii).

ftern (iv). Under this item, the requirement to appoint a representative
is expressly excluded for the issue of a receipt or a notification by the
Office in respect of any of the procedures referred to in items (i) to (iii).
It is to be noted that, under Article &(6) and Rule 10, a Contracting
Party may require that the assignee, applicant, owner or other
interested person concerned provide an address for correspondence
and/or an address for legal service on a prescribed territory (in
particular, its own territory) to which the receipt or notification in
guestion can be sent.

Paragraph (2)(b). This provision obliges a Contracting Party to accept
the payment of maintenance fees by, for example, the owner himself
or a maintenance fee payment company that does not have right to be
appointed as a representative for procedures before the Office. 1tis to
be noted that, under Article 8(6) and Rule 10, a Contracting Party may
require that the owner, or other person paying the maintenance fees,
provide an address for correspondence and/or an address for legal
service on a prescribed territory (in particular, its own territory) to which
any receipt or notification in respect of those fees can be sent.

Paragraph (3). The Regulations under this paragraph are prescribed in
Rule 7(2) to (4).

Paragraph (4). This paragraph establishes the exhaustive character of
the list of formal requirements. permitted under paragraphs (1) to (3)
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7.18

~with respect to the matter of representation dealt with under these

paragraphs. The requirements referred to in this paragraph which are
"otherwise provided for by this Treaty or prescribed in the Regulations”
are, in particular, those under Article 8 and Rules 7 and 15(8).

Paragraph (5). The time limit under this paragraph is prescribed in
Rule 7(5). Reference is also made to the provisions on notifications
under Article 9 (see Notes 9.01 to 9.05).

Paragraph -(6). " The time limit under this paragraph is prescribed in
Rule 7(5)-and (6).

Notes on Article 8
({Communications; Addresses)

8.0r

8.02 -

8.03

As to the term “communication,” reference is made to Article 1(v).

Paragraph (1)(@).  The requirements that a Contracting Party is
permitted to apply under this provision are prescribed in Rule 8. In
particular, Rule 8(2) applies the requirements under the PCT in relation
to.communications filed in electronic form or by electronic means (see
Notes R8.05:to R8.08). The exception in respect of the filing date
under Article 5(1) is needed because that Article provides for 3 filing
date to be accorded where the prescribed elements of an application
are filed, at the option of the applicant, on paper or as otherwise
permitted by the Office for the purposes of the filing date. The effect
of the reference to Article 6(1) is that, in the case of an application, the
requirements in respect of the form or contents of an-application under
that Article prevail over the provisions under.this paragraph.

The *form” of communication refers to the physical form of the medium
which contains the information, for example, paper sheets, a floppy disk
or an electronically transmitted document. It also encompasses physical
requirements, and the presentation or arrangement of the information
or data in a communication, for example, ‘a format which uses standard
data identifier tags to facilitate converting data from paper to electronic
form. In addition, it also includes the notion of “electronic document
formats,” such as pdf, XML, SGML, TIFF. The "means of transmittal”
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refers to the means, for example, the physical or electronic means, used
to transmit the communication to the Office. For example, an
application on paper mailed to the Office is'a communication in paper
form transmitted by physical means; while a floppy disk mailed to the
Office is a communication in electronic form transmitted by physical
means. A telefacsimile transmission resulting in a paper copy is a
communication in paper form transmitted by electronic means, while a
telefacsimile transmission to a computer terminal is a communication in
electronic form transmitted by electronic means. In addition, an
electronic transmission from compurter to computer is a communication
in electronic form transmitted by electronic means. The term “filing of
communications” refers to transmission of a communication to the
Office. A Contracting Party is not required to accept the filing of
communications in any and all electronic forms, or by any and all
electranic means of transmittal, simply because that Contracting Party
permits the filing of communications in electronic form or by electronic
means. Rule 8(2)b) specifies that a Contracting Party shall notify the
International Bureau of the requirements under its applicable law relating
to such filing.

8.04  Paragraph (1)(b) and (). These provisions ensure that no Contracting
Party is obliged, against its wishes, to accept the filing of
communications in electronic form or by electronic means of transmittal,
or to exclude the filing of communications on paper. The Office of any
Contracting Party may choose to accept filings on paper only, or both
paper and electronic filing.  This will continue to be the case after
June 2, 2005, even though after that date any Contracting Party will be
permitted, under Rule 8(1)(@), to exclude the filing of communications on
paper, except as provided under Article 8(1)(d) and Article 5(1).

8.05  Paragraph (1)(d). Under this provision, a Contacting Party is obliged to
continue to accept the filing of communications on paper for the
purpose of complying with a time limit, even where, after June 2, 2005,
a Contracting Party excludes the filing of communications on paper
under Rule 8(1)Xa). The phrase "on paper” refers to paper form
transmitted by physical means (see Note 8.03). Where, for the purposes
of complying with a time limit, an applicant files a communication on
paper with an Office that requires the. filing of communications in
électronic form or by electronic means of transmittal, that Office will be
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- 8.06

8.07

8.08

8.09

permitted to treat the filing on paper as a formal defect, and to require,
under paragraph (7), that the communication be re-filed in an electronic
form or by electronic means of transmittal complying with the
reguirements applied by that Contracting Party under Rule 8,

Paragraph (2). This paragraph provides, generally, that a Contracting
Party may require that any communication be in a language accepted
by the Office. However, Article 5(2)b) expressly provides that, for the
purposes of the filing date, the part of the application which on the
face of it appears to be a description may be in any language. In that
case, the Office may require that a translation be filed under
Article 6(3) (se¢ also Note 6.13). The Treaty and Regulations also
expressly provide for the filing of a translation of: (i) a copy of an
earlier application under Article 6(5) and Rules 2(4)Gi) and 4(4); (i) a
copy of a previously filed application under Rule 2(S)(b)(i); (iii) a power
or attorney under Rule 7(3); and (iv) documentation of the basis of a
change in applicant or owner under Rule 16(3), or of the basis of a
license  under Rule 17(3). As regards the expression “a language
accepted by the Office,” reference is made to the explanation under
Article 1(xii) (see Note 1.10).

Paragraph (3). This paragraph obliges a Contracting Party to accept
communications filed on a Model International Form. established under
Article 14(1)(c) and Rule 20. The effect of the phrase “subject to
paragraph (1)(b)” is that a Contracting Party that does not accept the
filing of communications other than on paper is not obliged to accept
the filing of a communication on a Model International Form that
applies, for example, to communications filed in electronic form or by
electronic means of transmittal.  As regards the possibility, under
Rule 8(1)(a), for a Contracting Party to eéxclude the filing of
communications on-paper after June 2, 2005, reference is made to the
explanations “under ‘paragraph (1Xd) and Articles 5(1%a) and 6(2)(b)
(see Notes 8.05, 5.06 and 6.12).

Paragraph- (4): In accordance with Article 1(xi), the term “signature”
means any means of self-identification (see also Note 1.09).

Paragraph  (4)(a). Regulation’s concerning the signature of
communications filed on paper, in electronic form or by electronic
means of transmittal are prescribed in Rule 9.
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8.10

8.11

8.12

8.13

8.14

Paragraph (4)(b). Except in the cases referred to in Notes 8.11
and 8.12, this provision obliges a Contracting Party to accept a signature
of the person concerned as sufficient authentication of a communication

_without the need for further authentication by way of, for example,

attestation or notarization of that signature, thereby reducing the
burden on applicants, owners and other interested persons.

In" accordance with the express exception under paragraph (4)(b), a
Contracting Party may require attestation, notarization, authentication,
legalization or other certification of the signature of communications
to the Office in respect of quasi-judicial proceedings. It is a matter for
the Contracting Party concerned to determine what constitute such
quasi-judicial proceedings. Also, ‘in accordance with the exception
prescribed in Rule 9(6), a Contracting Party may require confirmation
of a signature in electronic form which does not result in a graphic
representation of the signature.

Paragraph (4)(c). In case of reasonable doubt as to the authenticity of
the signature, the Office may require the applicant, owner or other
person filing the communication to file evidence of authenticity. Such
evidence may, at the option of the applicant, owner or other interested
person, be in the form of a certification, even though such certification
may not be required by the Office under paragraph (4)(b). The Office is
obliged under Rule 5to inform the applicant of the reason for its doubt.
in addition, the same considerations that apply to the requirement for
evidence under this provision also apply to the requirement for evidence
in respect of an application under Article 6(6) (see Note 6.18).

Paragraph (5). The indications that a Contracting Party may require
under this paragraph are prescribed in Rule 10(1).

Paragraph (6), introductory words. As regards the terms "applicant”
and "owner,” reference is made to the explanations under
Article 1(viii) and (ix), respectively (see Notes 1.07 and 1.08). An “other
interested person” could be, for example, a petitioner for the
revocation of a patent or, in the case of a transfer of an application or
patent, the new applicant or owner. As regards the sanction for failure
to comply with the requirements under paragraph (6), reference is
made to paragraph (8) (see Note 8.18).
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815

8.16

8.17

8:.18

ftems (i) and (i) What constitutes an. address for correspondence or
an address for legal service under these items is a matter for the
applicable law of the Contracting Party concerfied. It is also a matter
for the applicable law of the Contracting Party concerned as to
whether, and in what circumistances, the Office requires an address for
correspondence or .an -address.for legal service, or both, and in what
communications such .address(es) shall be indicated. Since the term
“address for service” may be construed, depending on the applicable
law, as either of the addresses under item (i) or (ii), a Contracting Party
may -use the term “address for sewice” in place of “address for
correspondence” or “address for legal service,” or ‘both. - The
Regulations under these items are prescribed in Rule 10(2) to (4) (see
Notes R10.03 to R10.05).

ftem (iii). -This item s intended to provide for any future developments
which necessitate a Contracting Party requiring an- address other than
those under items (i) and (i), for example, an e-mail address or other
electronic location. At present, no provision for such other address is
included in the Regulations.

Paragraph (7). 1t is to.be noted that,-under this paragraph, the Office
is required to notify either the applicant, owner or other interested
person who filed the communication, not all three. The time limit
under this paragraph is prescribed under Rule 11(1). Reference is also
made to. the general provisions on notification under Article 9 (see
Notes 9.01 to 9.05).

-Paragraph (8). The time limit under this paragraph is prescribed” in

Rule 11(1) and (2). The effect of the refererice to Article 5 is that, where
an application complies with the requirements .under that Article for
according a filing date, a Contracting Party is obliged to accord that filing
date and cannot revoke the filing date for failure to comply with
requirements applied under paragraphs (1) to (6), even where the
application is subsequently refused or considered withdrawn under this
paragraph (see also Note 5.01). The effect of the reference to Article 10
is that a Contracting Party cannot revoke or invalidate'a patenit for failure
to comply with the reguirements -applied under paragraphs (1) to (4),
except where the non-compliance ‘occurred as a result of a fraudulent
intention. Reference is also made to the restrictions on the sanctions
that may be applied under this paragraph as prescribed in Rule 10(5).
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Notes on Article 9
(Notifications)

9.01  This Article does not regulate the means of notification, for example,
by mail, registered mail, or publication of a notice in an Official
Gazette, or what constitutes the date of a notification for the purposes
of determining the expiration of a time limit calculated from that date.
These matters are therefore left to the apphcable law of the
Contracting Party concerned.

9.02  Paragraph (1). = This paragraph prescribes the addresses that a
Contracting Party is obliged to regard as sufficient for the purpose of
notifications under the Treaty and Regulations. The reference to “any
other address provided for in the Regulations for the purpose of this
provision” is o provide for the possibility of permitting a Contracting
Party to utilize, for example, an e-mail address or other electronic
location, for the purpose of notifications in the future. However, no
such. other addresses are provided for in the Regulations at present.
Where an address referred to in this paragraph has not been provided
to the Office, a Contracting Party may, but is not obliged to,
additionally provide that a notification has legal effect if it is sent to an
address that is nat referred to in this paragraph but has been provided.
In particular, where the applicant provides indications allowing him to
be contacted by the Office under Article 5(1)(a)(ii) and (c), but neither
an address for correspondence nor an address for legal service has
been provided, a notification that is sent by the Office to such a contact
address may constitute a sufficient notification. A Contracting Party may
also provide for other means of notification under its applicable law.
Reference has not been made to the address in Article 8(6)(iif), since such
an address may be required for purposes other than notification.

9.03  Paragraph (2). This provision is included for avoidance of doubt. It
applies, in particular, where, as permitted for the purposes of the filing
date under Article 5(1)@)(i) and (¢), an application contains indications
allowing the identity of the applicant to be established but not
indications allowing the applicant to be contacted by the Office.

9.04  Paragraph (3). This paragraph is included for the avoidance of doubt.
It is to be noted that, in general, the prescribed time limits for
compliance with requirements under the Treaty and Regulations are
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calculated: from . the date of notification and therefore do not
compmence until that notification has been made: The only exceptions
are ‘where a notification 'has not been made because indications
allowing the person concerned to be contacted by the Office have not

. been filed and where a notification has not been made with respect to

9.05

a missing -part of the description or missing - drawing under
Article 5(6)(a) and (b) (see Rule 2(3)(ii) and Note R2.02).. The effect of

. the reference to Article 10 is that a Contracting Party cannot revoke or

invalidate a patent for failure to comply with the requirements applied
under Articles 6(1}, (2), (4) and (5) and 8(1) to (4), except where the
non-compliance occurred as a result of a fraudulent intention,

it is also to be noted that this paragraph does not relieve the Office of any
obligation under the Treaty and Regulations to notify an applicant, owner .
or other interested person of a failure to comply with a requirement.

Notes on Article 10
(Validity of Patent;  Revocation)

10.01

10.02

Paragraph (1). This paragraph establishes that, where after a patent
has been granted on an application, it is subsequently discovered that
the-application failed to.comply with one or more of the specified
formal requirements, such non-compliance may not be.a ground for
revocation or invalidation of that granted patent, except in-the case of
fraudulent intention.- This applies both in.respect of such grounds

_before the Office and 'such grounds before any other competent

authority, including a court.. This also applies irrespective' of whether
the non-compliahce occurred because the Office failed to notify the
applicant, under Article 6(7) or 8(7), of the failure'to comply with the
requirement(s). concerned or because the applicant failed to comply
withthe requirement(s) in response to a notification under those Articles.
Reference is also: made to the explanation under Article 9(3) (see
Notes 9.04 and 9.05). The phrase it may not be revoked or invalidated”
is intended to also cover sanctions which are of equivalent effect to
revocation or invalidation, such as non-enforceability of rights.

Paragraph (1) s restricted to the case of non-compliance with the
requirements referred to in Article 6(1), (2), (4) and (5) and 8(1) to (4)

-as these are requirements which, although they may be needed for the
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processing of the application, are not essential to the content of the
granted patent. A Contracting Party is permitted, but not obliged, to
provide for the revocation or invalidation of a granted patent when it
is subsequently discovered that the application did not comply with
any other formal requirements, in particular, that a translation of any
part of the application required under Article 6(3), or evidence required
under Article 6(6), had not been filed.

10.03 This provision does not prevent the revocation of a patent granted on
an application where the application did not comply with a substantive
requirement, for example, a requirement that the description shall
disclose the invention in @ manner sufficiently dear and complete for
the invention to be carried out by a person skilled in the art or indicate
the best mode for carrying out the invention known to the inventor.

10.04 Since paragraph (1) is restricted to requirements in respect of
applications, it does not prevent the revocation or invalidation of a
granted patent for failure to comply with formal requirements in
respect of the patent itself, for example, the requirement under a
regional treaty for the filing of a transliation of a regional patent.
Similarly, it covers only those fees payable prior to the grant of a
patent, such as the filing, publication and grant fees. It-does not cover
the lapse of a patent for the non-payment of a maintenance fee. This
paragraph is also not applicable where there has been a voluntary

" surrender of a patent for the purpose of re-issue.

10.05 The exception for the situation in which the non-compliance occurred as
a resuilt of fraudulent intention is included to prevent the applicant
benefiting from such fraud. What constitutes “fraudulent intention” is
a matter for the applicable law of the Contracting Party. In particular, it
may be interpreted to cover inequitable conduct. Alternatively, it may be
restricted to the situation in which civil or criminal liability is established.

10.06 Paragraph (2). This paragraph provides two safeguards for owners in
respect of the formal aspects of proceedings for the revocation or
invalidation of a patent. First, the owner must be given at least one
opportunity to make observations on the intended revocation or
invalidation.  Second, the owner must be given at least one
opportunity 1o make amendments and corrections where permitted
under the applicable law. This paragraph does not regulate the form
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10.07

10.08

10.09

of observations which an owner may make. For example, an owner
may be given the opportunity to file written observations.
Alternatively, a Contracting Party may - provide only for oral
observations. ‘The effect of the expression “where permitted under the
applicable-law” is that no Contracting Party is required to provide an
opportunity for amendments and corrections to be made where its
national law does not provide for such amendments or corrections,
either at all or in the dircumstances of the particular proceedings.

Paragraph (2) applies to all proceedings for the revocation or
invalidation of a patent. It therefore applies, subject to the provisions
of -paragraph (3) (see Note 10.09), to proceedings before the Office
and to proceedings before any other competent authority, including a
court. It also applies to all such proceedings irrespective of the grounds
for revocation or invalidation, that is including substantive grounds, for
example, lack "of novelty. However, except as -provided under
paragraph (1), the grounds on which a granted patent may be revoked
or invalidated, such as lack of novelty, as well as any other aspect of
such proceedings, are not regulated by this paragraph and remain a
matter for the applicable law of the Contracting Party concerned.

As in the case of paragraph (1), the phrase A patent may: not
be revoked or invalidated” is intended to also cover sanctions which
are of equivalent effect to revocation or invalidation, such as
non-enforceability of rights (see Note 10.01).

Paragraph (3). This paragraph ensures that a Contracting Party may
continue to apply any procedures, under its applicable law, for the
enforcement of law in" general to.proceedings for the revocation or
invalidation of a patent.

Notes on Article 11
(Relief in Respect of Time Limits)

11.01

This Article obliges a Contracting Party to provide relief in respect of
time limits. Such relief may be in the form of an extension of a time
limit under paragraph (1) and/or continued processing under
paragraph (2). Such relief is subject only to the filing of a request in
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accordance with the requirements of paragraph (1) or (2). and Rule 12
{(see Note 11.08), and the payment of any fee required under
paragraph (4). Accordingly, the applicant or owner cannot be required
to state the grounds on which the request is based. In addition, in
contrast to the reinstatement of rights under Article 12, a Contracting
Party is not permitted to make the grant of relief under Article 11
conditional on a finding of due care or unintentionality by the Office.

11.02 The relief that a Contracting Party is obliged to provide under
paragraphs (1) and (2) is restricted to time limits “fixed by the Office
for an action in a procedure before the Office.” Itis further subject to
certain exceptions under paragraph (3) and Rule 12(5) (see
Notes R12.02 to R12.07). The term “procedure before the Office” is
defined in Article 1(xiv). When adopting that Article, the Diplomatic
Conference understood that the words “procedure before the Office”
did not cover judicial procedures under the applicable law (see
Note 1.11). Itis for each Contracting Party to decide which time limits,
if any, are fixed by the Office. An example of a time limit that is fixed
by some Offices is the time limit for response to an examiner’'s substantive
examination report. It follows that Article 11 does not apply to time limits
that are not fixed by the Office, in particular, time limits established by
national legislation or under a treaty providing for the grant of regional
patents. It also does not apply to time limits for actions that are not
before the Office, for example, actions before a court. Accordingly,
although a Contracting Party is free to apply the same requirements in
tespect - of such other time limits, it is also free to apply other
requirements, or to make no provision for relief (other than reinstatement
of rights under Article 12), in respect of those other time limits.

11.03 Paragraph (1). This paragraph provides for relief in the form of the
extension of a time limit fixed by the Office. Under item (i), a
Contracting Party may require that the request for extension be filed
before the expiration of that time limit. Under item (ii), a Contracting
Party may require that the request be filed after that expiration and
within the time limit prescribed in Rule 12(2)(b). A Contracting Party
may, of course, provide for both types of relief under items (i) and ().
The requirements in respect of the request, the period of the extension,
and the time limit for filing a request referred to in item (i) are .
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11.04

11.05

11.06

11.07

11.08

prescribed in Rule 12(1) and (2). In particular, a Contracting Party may,
under Rule 12(1)(b), require that all of the requirements in respect of
which the time limit to be extended applied be complied with at the
same time as the request under item (i) is filed.

Paragraph (1) does not oblige a Contracting Party to provide for the
extension of a time limit fixed by the Office under either item (i) or (i)
However, a Contracting Party that does not provide for extension after
expiration of the time limit under item (i) must provide for confinued
processing under paragraph (2).

Paragraph (2).. This paragraph obliges a Contracting Party to provide
for relief in the form of continued processing, after the applicant or
owner has failed to-comply with a time limit fixed by the Office, where
that Contracting Party does not provide for the extension of time limits
under paragraph (1)(ii). The effect of such continued processing is that
the Office continues with the procedure concerned as if-that time limit
had been complied with. Also, the Office must, if necessary, reinstate
the rights of the applicant or owner with respect to the application or
patent concerned. The requirements in respect of the request referred
to in item (i) are prescribed in Rule 12(3). The time limit for filing a
request, and complying with all of the requirements in respect of which
the time limit.concerned applied, referred to in item (i), is prescribed
in Rule 12(4). .

Paragraph (3). The exceptions under this paragraph are prescribed in
Rule 12(5).

Paragraph (4). -Although-a Contracting Party is permitted to charge a
fee under this paragraph, it is not obliged'to do so. Reference is also
made 1o the explanation given under Article 6(4) (see, in particular,
Note 6.15).

Paragraph (5). This provision prohibits a Contracting Party from imposing
requirements additional to those provided under paragraphs (1) to (4).
in particular, the applicant or owner concerned cannot be required to
state the grounds on which the request is based or 1o file evidence with
the Office.” The requirements referred to in this paragraph which are
“otherwise provided for by this Treaty or prescribed in the Regulations”
are, in particular, those under Articles 7 and 8 and Rules 7 to 10.
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11.09 Paragraph (6). This paragraph only gives the requesting party the right
to make observations on the intended refusal of a request under
paragraph (1) or (2), for example, to assert that a fee required under
paragraph (4) had in fact been paid. The term “intended refusal” does
not imply that a Contracting Party would have to notify an applicant
prior to refusal, giving him the opportunity to show the cause why a
request should not be denied. This paragraph does not provide an
additional time limit to comply with any requirement under Article 11
or Rule 12 that was not complied with in making the request. As in
the case of Article 10(2), this paragraph does not regulate the form of
observations which an applicant or owner must be given an
opportunity to make (see Note 10.06). The term “refusal” is meant
also to cover sanctions which are of equivalent effect to refusal of the

request under paragraph (1), such as the request being treated as
abandoned orwithdrawn.

Notes on Article 12

(Reinstatement of Rights After a Finding of Due Care
or Unintentionality by the Office)

12.01 This Article obliges a Contracting Party to provide for the reinstatement
of rights with respect to an application or patent following failure to
comply with a time limit for an action in-a procedure before the Office.
In contrast to Article 11, such reinstatement is subject to a finding by
the Office that the failure-occurred in spite of due care required by the
crcumstances or, at the option of the Contracting Party, was
unintentional. Also in contrast to Article 11, Article 12 is not restricted
to time limits fixed by the Office, although it is subject to certain
exceptions under paragraph (2) and Rule 13(3)." A Contracting Party
may, in accordance with Article 2(1), provide for continued processing
in place of reinstatement of rights under Article 12 where the
requirements in respect of such continued processing are more
favorable, from the viewpoint of applicants and owners, than the
requirements under Article 12 and Rule 13.

12.02 Paragraph (1), introductory words. The phrase “that failure has the
direct consequence of causing a loss of rights with respect to an
application” or patent” is intended to cover the situations where a
failure to comply with a time limit causes a loss of rights with respect
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12.03
12.04

12.05

12.06

12.07
12.08

12.09

to the ability to obtain or maintain a patent.. For example, where
failure to comply with a time limit under Rule-2(3) pursuant to Rule 2(4)
in respect of filing a.copy of the earlier application in relation to the
filing date requirements concerning the missing part of the description
under- Article 5(6)(b) has the ‘direct consequence of the loss of the
earlier filing date which, in turn, has the indirect consequence of the
refusal of the application on the grounds of prior publication, a
Contracting Party is not obliged to provide, under paragraph (1), for

- reinstatement .of the loss of rights resulting from that refusal. As

regards the term “procedure before the Office,” reference is made to
the: explanation under ‘Article 1(xiv).- When adopting that Article, the
Diplomatic Conference understood that the words “procedure before
the Office” did not cover judicial procedures under the applicable law
(seeNote 1.11).

Item (i). The Regulations under this item are prescribed in Rule 13(1).
Hem (ii). The time limit under this item is prescribed in Rule 13(2).

ttem (). The applicant or owner may be required under paragraph (4)
to file a dedlaration or other evidence in support. of the reasons
referred to in this item.

item (iv). Thisitem restricts reinstatement of rights under paragraph {1)
10 cases where the Office finds that the failure to comply with.the time
limit occurred in spite of due care required by the circumstances, or, at
the option of the Contracting Party, was unintentional, for example,
where there had been aloss in the mail or an interruption in the mail
service, as provided for under PCT Rule 82. In making that finding, the
Office may.allow interested third parties to oppose:to the request for
reinstatement. of rights.

Paragraph (2). The exceptions under this paragraph are prescribed in
Rule 13(3).

Paragraph-(3). Referénce is made to the explanations given under
Article 6(4) (see, in particular, Note 6.15). )

Paragraph. (5). - Reference is made to the explanations given under
Article 11(6) (see Note 11.09).
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12.10 Intervening Rights. The Treaty and Regulations do not regulate the
rights, if any, acquired by a third party for any acts which were started,
or for which effective and serious preparations were started, in good
faith, during the period between the loss of rights resulting from the
failure to comply with the time limit concerned and the date on which
those rights are reinstated. These remain a matter for the applicable
law of the Contracting Party concerned.

Notes on Article 13
(Correction or Addition of Priority Claim; Restoration of Priority Right)

13.01 Paragraph (1). This provision, which is modeled after PCT Rule 26bis.1,
permits the applicant to correct or add a priority claim, on or after the
filing date, to an application which could have claimed the priority of
an earlier application but did not do so. It applies both where the
application as filed contains no priority claim and where the application
already claims the priority of one or more earlier applications. it is to
be noted that the Paris Convention does not require that the priority
claim (“the declaration” referred to in Article 4D(1) of that Convention)
be contained in the subsequent application itself.

13.02 ftem (). The requirements referred to in this item are prescribed in
Rule 14(2).

13.03 ftem (ii). - The time limit referred to in this item is prescribed in
Rule 14(3). '

13.04 Item (ii). 1tis to benoted that, where the filing date of the subsequent
application is later than the date of expiration of the priority period,
restoration of the priority right may be possible under paragraph (2).

13.05 Paragraph (2). This provision provides for the restoration of the priority
right where a subsequent application is filed after the expiration of the
priority period, but within the time limit prescribed in Rule 14(4)(a). 1t
applies only where the failure to file the application within the priority
period occurred in spite of due care reguired by the circumstances
having been taken, or, at the option of the Contracting Party, was
unintentional. The expression "“Taking into consideration Article 15” is
intended to clarify.that Article 13(2) was adopted by the Diplomatic
Conference taking into account the provisions of the Paris Convention.
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13.06

13.07

13.08

13.09

13.10

13.11

13.12

A-priority claim may be restored under this paragraph’ even if it-is not
included - in - the subsequent -application” as filed, provided that it
accompanies the request for restoration (see Rule 14(5)(ii).

ftem (). The 'requirements under this jtem are prescribed in Rule 14(5).

Iter (i) The time fimit referred to in this item is prescribed in
Rule 14{4)b).

Item (iii). - The .applicant may be required under paragraph (5) to file a
declaration or other evidence in support of the reasons for the failure
to comply with the priority: period.

Paragraph (3). This paragraph provides a-remedy: for the applicant
where ‘a right of priority is lost because of the failure,-.on the part of
the Office with which the earlier application was filed to provide a‘copy
of that application in time, to comply with the time limit applicable
under Article 6(5), despite a timely request for that copy having been
made. - Since this time limit is nrormally established by national
legislation or under a regional treaty, but not by the Office, a remedy
in this respect will not normally be available by way of extension of
time limit or continued processing under Article 11. When adopting
Articles 6(5) and 13(3) and Rules 4 and 14, the Diplomatic Conference
urged-the World /Intellectual Property Organization to expedite the
creation of a digital library system for priority-documents. Such a
system would be-of benefit - to applicants, patent owners and others

wanting access to priority documents (Agreed Statement No. 3).

item (7). The requirements under this item are prescribed in Rule 14(6).

Item (ii). - The effect of this item is to permit an-applicant who is unable
to file the required copy of the earlier application within the time limit
referred to in Rule 4(1) to, instead, file a request for restoration of the
priority right within that time limit.

Item (ji)). The time limit for making a request for a copy of the earlier
application under this item is prescribed in Rule 14(7). This time limit

_provides a legal assurance for the applicant in that, if he requests a

copy of the earlier application within that time limit, he is entitled to
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restore his priority right in the event that the Office concerned fails to
provide that copy in time for compliance with the time limit referred to
in Rule 4(1). It is implicit that the request for a copy of the earlier
application must, within the time limit prescribed in Rule 14(7), comply
with any requirements in relation to that request, in particular, it must
be accompanied by the applicable fee.

13.13 Pafagraph (4). Reference is made to the explanations given under
Article 6(4) (see, in particular, Note 6.15),

13.14 Paragraph (6). Reference is made to the explanations given under
Article 11(6) (see Note 11.09).

13.15 intervening Rights. Reference is made to the explanations regarding
intervening rights under Article 12 (see Note 12.10).

Notes on Article 14
(Regulations)

14.01  Paragraph (1)(b). The Régulations under this provision are prescribed
in Rules 15 o 18.

14.02 Paragraph (1)(c). The Regulations under this provision are prescribed in
Rule 20. Reference is also made to Article 17(2)(i).

14.03 Paragraph (3)(a). The Rules that require unanimity under this provision
are specified in Rule 21.

Notes on Article 15
(Relation to the Paris Convention)

15.01 Paragraph (1). This paragraph obliges each Contracting Party to
comply with those provisions of the Paris Convention which concern
patents, namely Articles 2 to 5Squater, 11 and 12. This obligation

applies even if the Contracting Party concerned is not party 1o the Paris
Convention. .
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15.02

15.03

Paragraph (2)(a). This provision maintains the existing obligations that
Contracting Parties have 10 each other under the Paris Convention.

Paragraph (2)(b). This provision, maintains the rights of applicants and
owners under the Paris Convention.

Notes on Article 16
(Effect of Revisions, Amendments and Modifications
of the Patent Cooperation Treaty)

16:01

16.02

Under this Article, revisions, amendments and modifications to the PCT
(including the Regulations and Administrative Instructions under the
PCT) do not apply automatically for the purposes of this Treaty and the
Regulations (the "PLT™).. Instead, as provided under Article 17(2)v),
the Assembly-referred to in Article 17 (the "PLT Assembly”), is required
to decide whether any such revisions, amendments or modifications
shall apply for the purposes of the PLT,

In relation 1o Articles 1(xwil), 16 and 17(2)v), the Diplomatic
Conference adopted the following agreed statement (Agreed
Statement No. 2):

“When adopting Articles  1(xvii), 16 and 17(2)}v), the Diplomatic
Conference understood that:

(1) The PLT Assembly would, when appropriate,” be convened in
conjunction with meetings of the PCT Assembly;

(2) Contracting Parties of the PLT would be consulted, when
appropriate, in addition' to States party to the PCT, in relation 1o
proposed modifications of the PCT Administrative Instructions;

{3) The Director General shall propose, for the determination of the
PCT Assembly, that Contracting Parties of the PLT which are not party
to the PCT be invited as observers to PCT Assembly meetings of other
PCT bodies, when appropriate;

(4) When the PLT Assembly decides, under Article 16, that a revision,
amendment or modification of the PCT shall apply for the purposes of
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the PLT, the Assembly may provide for transitional provisions under the
PLT in the particular case.”

16.03 Paragraph (1). This paragraph applies to revisions and amendments of
the PCT and its Regulations where these revisions and amendments are
adopted by a special conference or the PCT Assembly after June 2,
2000. As regards the Administrative Instructions, this paragraph
applies to modifications which are promulgated after june 2, 2000.
The effect of this paragraph is that any future revisions, amendments
and modifications to the PCT will only apply for the purposes of the PLT
if two conditions are satisfied. First, the revision, amendment or
modification of the PCT is consistent with the Articles of the PLT.
Second, that revision, amendment or modification of the PCT is
adopted by the PLT Assembly, for the purposes of the PLT, by a majority
of three-fourths of the votes cast.. Accordingly future changes to the
PCT will not apply for the purposes of the PLT unless and until they are
formally adopted by the PLT Assembly.

16.04 Paragraph (2). This paragraph relates to provisions of the PCT
("transitional provisions”), by virtue of which a revised, amended or
modified provision of the PCT does not apply to a State party to the
PCT, or to an Office acting for such a State, for as long as that revised,
amended or modified provision is incompatible with the law applied by
that State or Office. In accordance with this paragraph, a State or
Office is not permitted to apply an existing PCT transitional provision
for the purposes of the PLT after it has become bound by the PLT. In
addition, if a future PCT Assembly adopts an amendment of the PCT
Regulations together with a transitional provision, that transitional
provision will also not apply directly under the PLT. However, when the
PLT Assembly decides whether an amendment of the PCT Regulations
shall apply for the purposes of the PLT, that Assembly may decide to
adopt a corresponding transitional provision under the PLT,

Notes on Article 17
(Assembly)

17.01  Paragraph (1)(a). This provision establishes an Assembly of Contracting
Parties. In accordance with Article 1{xviii), the term “Contracting Party”
means any State or intergovernmental organization party to this Treaty.
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17.02

Paragraph (2), item (ii). . This item parallels Article 14(1)(c).

17.03 item (v). Reference is made to the explanations given under

17.04

Article 16(1) (see Notes 16.07 1o 16.03).

Paragraph (4)(b), item (ii). The third sentence of this item ehsures that

. two intergovernmental organizations with one or more States in

common; for example, the European Community and the European
Patent Organisation, may not both participate in the same vote in place
of -their: member - States. The question “of whether an
intergovernmental organization or its member States should vote is a
matter to be decided by that organization and those States:

Note on Article 18 ;
(International Bureau)’

18.01

This Article is a standard provision in WIPQO Treaties.

. Note on Article 19
(Revisions)

19.01

Paragraph (2). This paragraph specifies those provisions of the Treaty
which may be revised by the Assembly, without requiring a revision
conference of the Contracting Parties under Paragraph (1). Tt is
restricted to amendments in respect of .the tasks and sessions of the
Assembly under Article 17(2) and (6),

Notes on Article 20
{Becoming Party to the Treaty)

20.01

Paragraph (1).  In addition to States which grant their own patents,
States which do not grant patents, but for which patents are
obtainable through another Office, are eligible to become party to the
Treaty, provided that such States are parties to the Paris Convention or
members of WIPO.
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20.02 Paragraphs (2) and (3). - Under paragraph (2), an intergovernmental
organization is eligible to become party 1o the Treaty if it complies with
three conditions. - First, in line with the requirements for the eligibility
of States under paragraph (1), at least one of its member States must
be party to the Paris Convention or a member of WIPQ. Second, it
must make a declaration that (i) it is competent to grant patents with
effect for its member States, or (if) it is competent in respect of, and
has its own legislation binding on all its member States concerning,
matters covered by the Treaty, and it has, or has charged, a regional
Office for the purpose of granting patents with effect in its territory in
accordance with that legislation. Third, the intergovernmental
organization must also declare that it has been duly authorized, in
accordance with its internal procedures, to become party to the Treaty.
Those intergovernmental organizations that made the declaration

referred to in paragraph (2)(i) or (i) in.the Diplomatic Conference are
listed in paragraph (3).

Note on Article 21 )
(Entry into Force; Effective Dates of Ratifications and Accessions)

21.01 Paragraphs (1) and (2). The effect of paragraphs (1) and (2)(i) is that
the Treaty will bind the first ten States to ratify or accede to the Treaty
three months after the date of ratification or accession by the tenth
State. Those ten States will therefore not be able to indicate a later
effective date, as provided for in the case of other States, under
paragraph {2)(ii).

Notes on Article 22
(Application of the Treaty to Existing Applications and Patents)

22.01 This Article ensures that the Treaty has no retrospective effect with
respect to any act that was commenced in a Contracting Party before
the date on which that Contracting Party becomes bound by the
Treaty. It also ensures that a Contracting Party does not need to
maintain two different systems, one in respect of new applications and

new patents, and another in respect of existing applications and
existing applications. ‘
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22.02  Paragraph (1) -This paragraph obliges a-Contracting Party to apply the

22.03

22.04

provisions . of the Treaty and Regulations to “applications which are
pending, and to patents which are.in force, on the date on which the
Treaty binds that Contracting Party. For example, a Contracting Party
is obliged to-apply Article 12 to an existing patent where the owner -
fails- to comply: with atime limit after the date on which that
Contracting Party becomes bound by the Treaty. However; it is to be
noted that, since the requirements of -Articles 6(1);, (2), (4) and (5)
and 8(1) to (4) were riot applicable to patents granted before the date
on. which it becomes bound by the Treaty, a Contracting Party is not
obliged to-apply the.provisions -of Article 10(1) to such patents. The
term “applications which are pending™ is intended to refer generally to
applications in respect of which, on the date in question, no patent has
been granted-and nofinal decision has been made on the refusal, lapse

-or abandonment of the application, or on a sanction of equivalent

effect..-The term "patents which are in force” is intended to refer
generally to patents which have not.expired and in respect of which no
final decision. has been made on the revocation, invalidation or lapse
of the patent, or on.a sanction-of equivalent effect. However, it is a
matter for the Contracting Party ~concerned to decide which
applications are pending, .and which patents are.in force, on the date
on which it becomes bound by the Treaty. It is also to be noted that,
under Article 3, the provisions of the Treaty and Regulations also apply
to applications filed, and patents granted, after the date on which the
Contracting Party concerned becomes-bound by:the Treaty.

To ensure that there is no retroactive effect, paragraph (1) is subject to
two exceptions. First, a Contracting Party is not obliged to apply, to
such pending applications or patents in force, the provisions in respect
of the filing date of ‘an application under Article 5, the form or
contents. of an application under Article' 6(1), or the presentation of
contents of an application under Article 6(2). Second, it is subject to
the provisions-of paragraph (2) (see Note 22.04).

Paragraph (2). Under this paragraph, a Contracting Party is not obliged
to -apply the provisions. of the Treaty and Regulations to individual
procedures in proceedings with respect to: applications and patents, if
that procedure commenced before the date on which the Treaty and
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Regulations bind that Contracting Party. For example, where the
Office of a State notifies a time limit for an action in a procedure that
is less than the time limit for that action prescribed by the Regulations,
and that State subsequently becomes bound by the Treaty before the
expiration of that time limit, the Office is not obliged to change the
notified time limit. -Similarly, where an applicant or owner has failed to
comply with a time limit before the date on which the State concerned
became bound by the Treaty, that State is not obliged, for example, to
provide relief in respect of that non-compliance under Article 12.

22.05 It is a rhatter for each Contracting Party concerned to decide what
constitutes a “procedure”  for the purposes of paragraph (2) and
whether a procedure in question commenced before the date on
which the Treaty binds that Contracting Party.

Note on Article 23
(Reservations)

23.01 Paragraphs (1), (2) and (4). Paragraph (1) permits a State or
intergovernmental organization to make a reservation in respect of any
requirement under Article 6(1) relating to unity of invention. Under
paragraph (2), that reservation must accompany the instrument of
ratification of, or accession to, the Treaty. As provided for in
paragraph (4), a Contracting Party is not permitted to make any
reservation that is not provided for in paragraph (1). 1t is implicit that a

reservation applies only to the State or intergovernmental organization
that makes it.
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il.  ExpLANATORY NOTES ON THE REGULATIONS
UNDER THE PaTenT Law TREATY

Notes-on Rule 2
(Detafls Concerning-the Hling Date Under Article 5)

R2.01

R2.02

R2.03

R2.04

Paragraphs (1) and (2). The time limit of not less than two months
from the date of the notification, prescribed by paragraph (1) for

- subsequent compliance with the filing date requirements of Article 5(1)

and (2), is more favorable, from the viewpoint of applicants, than the
corresponding time- limits under .PCT Rules 20.2(a)(i) and 20.6(b),
which prescribe a time limit of between 10 days and one ‘month for
fulfilling the filing date requirements in respect of an international
application under PCT Article 7%(1). 1t is implicit that, where
indications allowing the applicant to be contacted have been filed; the
time limit under paragraph (1) does not start running until the Office
has notified the applicant under Article 5(3) (see Note 9.04). Where
indications allowing the applicant to be contacted have not been filed,
the time limit prescribed in paragraph (2) applies.

Paragréph (3). This paragraph prescribes the time limits for filing a
missing part of the. description or a missing drawing under

" Article 5(6)@) and (b). 1t is to be noted that the time limit under

item (i) applies in all cases where a notification has not been made,
and not only where indications allowing the applicant to be contacted
have not been filed.

Paragraph (4), ‘item (i) As regards the expression “a language
accepted by the Office,” reference is made to the explanation under
Article 1(xii) (see Note 1.10). As regards the term “translation,”
reference is made to Article . 1(xii).

ftems (i) and (vi). The determination under item (iv) that the missing
part.of the description or missing drawing is completely contained in the
earlier application may be carried out as a clerical check, based on the
indication provided by the applicant under item () as to where that
missing part or missing drawing is contained in the earlier application or
translation of the earlier application.  As regards the expression
“completely contained in the earlier application” in item (iv), reference is
made to the explanation under Article 5(6)(b) (see Note 5.20).
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R2.05

R2.06

R2.07

R2.08

R2.09

Paragraph (5)(@). In accordance with this provision, the indication that
the description and any drawings are replaced by the reference to the
previously filed application, as well as the number of that application
and the Office with which that application was filed, must be included
in the application. This provision does not require that the reference
identify any daims of the previously filed application that. are
incorporated by reference, since claims are not required for the
purposes of the filing date.

Paragraph (5)(b)- In order to incorporate the content of the replaced
description and drawings, a Contracting Party may require a copy, or a
certified copy, and where appropriate, a translation of the previously
filed application. A certified copy of the previously filed application

referred to in item (i) may provide a safeguard against fraudulent
references.

The time limit of not less than four months under item (i) corresponds
to the minimum time limit for filing a certified copy of an earlier
application in respect of a priority claim under Rule 4(1) and (2).

Paragraph (5)(c). Where the applicant indicated in the -application
containing the reference is not the same as the applicant identified in
the previously filed application, the Office may require a declaration or
other evidence that the previously filed application had been filed by
that applicant’s predecessor or successor in title.

Paragraph (6), item (iij). This item applies where, for example, a court

or other competent authority decides that a person other than the

applicant is entitled to be granted a patent for an invention and orders
that, if a new application for that invention is filed by that other
person, it shall be treated as having been filed on the filing date of the
earlier application.

Notes on Rule 3
(Details Concerning the Application Under Article 6(1), (2) and (3))

R3.01

Paragraph (1).  This paragraph provides for further requirements in
respect of divisional applications under Rule 2(6)(i), and applications by
new applicants determined to be entitled to an invention contained in
an earlier application under Rule 2(6)(iii) (see Note R2.09). !t does not
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R3.02°

R3.03

R3.04

provide for indications. in respect of applications for a patent of
addition; or applications for a continuation or continuation-in-part {(as
referred to in Rule 2(6)(i)), since the requirements in respect of such
applications under PCT Rule 4.13 and 4.14, respectively, are
incorporated by reference under Article’ 6(1)(). Amendment of this
paragraph requires unanimity under Rute 21(i).

Paragraph (2), item. (i) - This item obliges a Contracting Party to accept
the use of a request Form corresponding-to the PCT request Form with

“any modifications established by the Assembly under Rule 20(2). Such

modifications could include, for example, omission of the indication for
the designation of PCT Coritracting States, omission of the indication
for. the designation of States ‘of regional organizations, and the
addition of the indications for a request that the application be treated
as a divisional application or an entitlement application referred to in
Rule 2(6)(i) and (ii). )

ftems (i} and (iii). ttem (i) permits an applicant touse a PCT request
Form for the- purpose of filing a national or regional application by
accompanying the Form with an indication 1o that effect.  ltem (iil)
provides for the future possibility that the PCT request Form may be
modified to provide for'such an indication. '

Paragraph (3). ' This paragraph is. intended to permit a Contracting
Party- which ‘has more than -one official language to require a
translation of the title, claims and/or abstract of an application that is
in. one- of - the official languages, into any other official languages.
Amendrment of this provision requires unanimity under Rule 21(i).

‘Notes on Rule 4 )
(Availability of Earlier Application Under Article 6(5) and Rule 2(4) or of
Previously Filed Application Under Rule 2(5)(b))

R4.01

Paragraph (7). The time limit under this provision for filing a copy of
the earlier application.is not less than 16 months from the filing date
of the earlier application. This time limit, which is the same as that
under PCT Rule 17.1, is more generous than the minimum period of
three months from the filing of the subsequent application provided
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in Article 4D(3) of the Paris Convention. It is to be noted that, under
that Article of the Paris Convention, a Contracting Party may not
require a fee for the filing of the copy, if it is filed within three months
of the filing of the subsequent application. If the time limit under
paragraph (1) is not complied with because of a failure, on the part of
the Office with which the earlier application was filed, to provide a

copy in time, restoration of the priority right may be available under
Article 13(3).

R4.02 Paragraph (2). This paragraph maintains the right of a Contracting
Party, under Article 4D(3) of the Paris Convention, to require
certification of the copy of the earlier application and of the date of
filing of that application.

R4.03 Paragraph (3). The intention of this paragraph is to reduce the burden -
on applicants of providing copies of earlier applications and previously
filed applications, and certificatiori of filing dates. Thus, where the
earlier application or previously filed application is filed with the Office
of the Contracting Party concerned, it serves no useful purpose for the
applicant to request a copy of the earlier application or previously filed
application from that Office and then re-file it with the same Office.
Similarly, in that circumstance, certification of the filing date serves no
purpose since it would be that Office which provides the certification.

R4.04 The expression “is available to that Office from a digital library which

- is accepted by the Office for that purpose” is intended to take account

of developments which would enable Offices to obtain copies of earlier

applications from such a digital library. When adopting Articles 6(5)

and 13(3) and Rules 4 and 14, the Diplomatic Conference urged the

World Intellectual Property Organization to expedite the creation of a

digital library system for priority documents, which would be of benefit

to patent owners and others wanting access to priority documents
(Agreed Statement No. 3).

R4.05 Paragraph (4). This paragraph applies only to the translation of earlier
applications referred to in paragraph (1), that is for the purposes of a
priority claim under Article 6(5). In order to significantly reduce the
burden on applicants, paragraph (4) provides that Contracting Parties
waive their right under the Paris Convention to require a translation of
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an earlier ‘application in every case. Instead, the Office or other
competent authority, such as a court or board of appeal, may require
such translation only where the validity of the priority claim is relevant
to the determination of whether the invention concerned is

. patentable, in particular, where relevant prior art is published between

the pricrity date and the filing date of the application concerned. It is
to be noted that paragraph (4) applies to any proceedings in which the
patentability of the invention concerned is determined, for example,
substantive examination of the application, opposition to the grant of
a patent, revocation of a patent, or a counterclaim of invalidity in
infringement proceedings. ' It is for the Office or other competent
authority concerned to decide whether, in the particular proceedings in
suit, “the validity of the priority claim is relevant to the determination
of whether the invention concerned is patentable.”

Notes on Rule 6 i
(Time Limits Concerning the Application Under Article 6(7)and (8) ,

R6.01

R6.02

Paragraphs (1) and (2). Where the filing date of an application is not
earlier than the date on which one or more of the elements referred to
in Article 5(1)(a) were first received by the Office, a Contracting Party
may calculate the time limit under paragraph (1) from the filing date.
However, this is not possible in the case of applications referred to in
Rule 2(6), for example, divisional applications, which are erititled to an
earlier filing date. - Reference is also made to the explanations given
under Rule 2(1) and (2) (see Note R2.01). ’

Faragraph (3). The time limit' under PCT Rule ‘15.4(a) for paying the
basic fee component of the international fee is.one month from the
date of receipt of ‘the international application. The time limit for
responding to an invitation under PCT Rule 16bis to pay a missing fee
is one month from the date of the invitation.  In this context, ‘an
invitation under PCT Rule 16bis corresponds to a notification under
Article 6(7).
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Notes on Rule 7 _
(Details Concerning Representation Under Article 7)

R7.01 Paragraph (1). Amendment of this paragraph reguires unanimify
under Rule 21(iv).

R7.02 Paragraph (2)(a). This provision obliges a Contracting Party 1o accept
the appointment of a representative either (j) in a separate power of
attorney signed by the applicant or other person appointing the
representative, or (i) in the reguest Form or format signed by the
applicant (as under PCT Rule 90.4(a)). A Contracting Party is free, but
not obliged, to accept the appointment of a representative in any other
manner.- As in the case of communications in general, a Contracting
Party is permitted, under Article 8 and Rule 8, to apply requirements as
regards the form and means of filing a power of attorney. Under
Article 8(3), a Contracting Party is obliged 1o accept the presentation
of a power of attorney on a Model International Form established
under Rule 20(1)().

R7.03 Paragraph (2)(b). This provision cbliges a Contracting Party to accept
a single power of attorney in respect of one or more applications
and/or patents of the same person. A Contracting Party is also obliged
to accept what is sometimes referred 1o as a "general power of
attorney,” that is, a power of attorney that relates to all existing and
future applications and/or patents of the same person. It is implicit
that any power of attorney is only valid for any period prescribed by
the general civil law of the Contracting Party concerned, as, for
example, a period of one or three years under the law of the Russian
Federation. In the second sentence, the words “subject to any
exception indicated by the appointing person” ablige a Contracting
Party to allow the person making the appointment 1o indicate possible
exceptions both in the power of attorney itself and at a later time.
Apart from this, Rule 7 does not regulate further details of the
so-~called " general power of attorney.”

R7.04 Under the third sentence of paragraph (2)(b), a Contracting Party may
require that a separate copy of the single power of attorney be filed for
each application and patent to which it relates. it may also require,
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R7.05

R7.06

under Rule 10(1)(b)(ii); that any cbmmunication made to the Office by

-a representative for the purposes of a procedure before the Office

contain a: reference to any power of ‘attorney or general power of
attorney. ‘

Paragraph (3).. As regards the terms “a langlage accépted by the
Office” and “translation,” reference is made to Article 1(xii) and (xiii)
(see Note 1.10).

Paragraph (4). -An Office that requires evidence under this paragraph
is obliged, under Rule 5, o state its reason for doubting the veracity of
the indication in-question. - As regards the phrase "where the Office
may ‘reasonably doubt the veracity of,” reference is made to the
explanation under Article 6(6) (see Note 6.18).

Notes on Rule 8 ,
(Filing of Communications Under Article 8(1))

R8.01

R8.02

Paragraph (1)(a). This provision guarantees, until June 2, 2005, the
right of applicants, owners and other interested ‘persons to file
communications on paper with the Office of any Contracting Party,
except as provided under subparagraph (d). After that date, any
Contracting Party will be permitted, but not required (see Article 8(1)(¢)
and Note 8.04) to exclude the filing of communications on paper,
except for -the purposes of a filing date -under ‘Article 5(1) and for
meeting a time limit under Article 8(1)(d) (see Notes 5.05 and 8.03,
respectively). Accordingly, this provision -has no-effect for the Office of
a Contracting Party that does not accept the filing of communications
other than on paper. Amendment of this provision requires unianimity

under Rule 21{v):

When adopting this provision, the Diplomatic Conference adopted the
following agreed Statement: with a view to facilitating the
implementation of Rule 8(1)}a) of this Treaty, the Diplomatic
Conference requests the General ‘Assembly of the World Intellectual
Property Organization (WIPO). and the Contracting Parties to provide
the developing and least developed countries. and countries in
transition with additional technical assistance to meet their obligations
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under this Treaty, even before the entry into force of the Treaty; the
Diplomatic Conference further urges industrialized market economy
countries to provide, on request and on mutually agreed terms and
conditions, technical and financial cooperation in favor of developing
and least developed countries and countries in transition; the
Diplomatic Conference requests the WIPO General Assembly, once the
Treaty has entered into force, to monitor and evaluate the progress of
that cooperation every ordinary session (Agreed Statement No. 4).

R8.03 Paragraph (1)(c). The requirements applicable under this provision are,
in particular, those relating to the physical requirements of
international applications prescribed in PCT Rule 11.

R8.04 Paragraph (1)(d). This provision is intended, in particular, to permit a
Contracting Party to require that the description and drawings of
so-called “mega-applications,” many of which are found in the fields
of computer technology and biotechnology, be filed in an electronic
form and/or by an electronic means of transmittal. In theses cases, a
non-paper form, such as an electronic form, permits effective
processing and publication of voluminous applications by the Office. 1t
is to be noted that this provision does not permit a Contracting Party
to circumvent the provisions of subparagraph (1)(2).

R8.05 Paragraph (2)(a). The requirements under the PCT applicable under
this provision are prescribed under PCT Rules 89bis and 92.4. As
regards the terms "electronic form” and “electronic means of
transmittal,” reference is made to the explanation given under
Article 8(1)(a) (see Note 8.03). In addition to communications filed by
telegraph, teleprinter and telefacsimile, this provision is also applicable
to electronic means of transmittal that do not result in the filing of a
printed or written document, but, for example, telefacsimile
fransmission to a computer terminal. This provision does not prevent
a Contracting Party from allowing electronic filing in accordance with
its own requirements. 1t only obliges a Contracting Party, which
permits the electronic filing of communications under the PCT in
respect of international applications, to accept the electronic filing of
communications in respect of national or regional applications in
accordance with those PCT requiremenits. '
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R8.06

R8.07

R8.08

“The restriction of the requirements to a particular language covers the

situation in.which the PCT prescribes. different requirements for:the
electronic filing -of applications -in different languages. Thus, the
requirements  for “electronic filing in a language using the Latin
alphabet, for example, English, may be different from the requirements

-for-electronic filing in a language which does not use that alphabet, for

example, Chinese:

Paragraph (2)(c). A similar provision is. contained in PCT Rule 92.4(d).
Where a-document is prepared:on a computer and directly transmitted
by telefacsimile, a printout of that document from the computer could
be considered-as the original. )

Paragraph (3)(a). The requirements under the PCT applicable under
this provision are prescribed under PCT Rule 89ter.1; That Rule enables
a national Office or intergovernmental organization to provide that,
where an international application, or other document relating to an
international application, is filed on paper, a copy thereof in electronic
form, in- accordance with the PCT Administrative Instructions, be
furnished by the applicant.

Notes on Rule 9
(Details Concerning the Signature Under Article 8(4))

RS.01

R9.02

Paragraph (1).- This-paragraph applies to the signature of any natural
person, including the case where.a natural person signs on behalf of a
legal entity. ltem (ii), which corresponds to the note in the signature
box of the PCT request Form, applies, in particular, where a person
signs on behalf of a legal entity.

Paragraph (4). This paragraph applies to cases, for example, where
communications are filed by telefacsimile resulting in the filing of
communications on paper on which the graphic representation of the
handwritten signature appears. It also applies to communications filed
by telefacsimile transmission to a computer terminal on which the
graphic representation -of the handwritien signature appears. In
accordance with Rule 8(2)(c), a Contracting Party.-may, in all cases,
require the filing of the original of the transmitted document on which
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the original signature appears.  In addition, where the Office has
reasonable doubt as to the authenticity of a signature, it may request
evidence under Article 8(4)(c) (see Note 8.12). As regards the terms
“electronic form” and “electronic means of transmittal,” reference is
made to the explanation under Rule 8(2)(a) (see Note R8.03).

R9.03 Paragraph (5). This paragraph applies to- signatures on
communications filed in electronic form that are not covered by the
provisions under paragraph (4), because the signature does not appear
as a graphic representation.

R9.04 Paragraph (5)a). A “signature in electronic form” that may be
required under this provision may be, for example, a signature in
electronic or digital form attached to or logically associated with an
electronic record which may be used to identify the signer of the

" electronic record and indicate the signer's approval of the information
contained in the electronic record. A Contracting Party may further
require that such a signature in electronic form be uniquely linked to
the sigrier, be capable of identifying the signer, be created using means
that the signer can maintain his sole control and be linked to the
information contained in the electronic record in such a manner that
any subsequent change of the data is detectable. It also could be a
means of self-identification using an 1D number and a password.

RO.05 Paragraph (5)(b). At present, there are no requirements under the PCT
in relation 1o signatures in electronic form of communications filed in
electronic form which do not result in a graphic representation of a
signature.

Notes on Rule 10
(Details Concerning Indications Under Article 8(5), (6) and (8))

R10.01 Paragraph (1)(a), item (jii). The registration number or other indication
referred to in this item may be required for data capture. In the case
of electronic communications, it could be a personal identification
number (PIN), or a digital certificate containing a registration number.



125

126

R10.02 Paragraph (1)(b), item {iii). Referenée is-made to the explanation under
paragraph (1)(@X)iii) (see Note R10.01).

R10.03 Paragraph (2). As regards the requirernent that an address be “on a
terntory:.prescribed by that Contracting Party,” reference is made to the
explanation under Article 7(1)a)(ii) {see Note 7.04).

R10.04 Faragraph (3). This provision obliges a Contracting Party to treat, in
the absence.of an indication to the contrary, the address of an
unrepresented applicant,-owner or other interested person as the
address for correspondence and the ‘address for legal service under
Article-8(6)() and (i)). As regards the requirement that an address be
“on a territory prescribed by the Contracting Party,” reference is made
to the explanation under Article 7(1)(a)(ii) (see Note 7.04). It is to be
noted that paragraph (3).does not prevent a Contracting Party from
requiring an owner to indicate an address, on its territory, if that owner
wishes to receive ‘notifications in respect of the payment of
maintenance fees,

R10.05 Paragraph (4). This provision obliges a Contracting Party to-treat, in
the absence of an indication to the contrary, the address of a
representative as the address for correspondence and the address for
legal service under Article 8(6)() and (ii). - In addition, if that address is
not on the territory of the Contracting Party, that Contracting Party
may require, under Article 7(1)a)ii), that the address provided by the
representative be on a territory prescribed by it (see Note 7.04). Itis to
be noted that paragraph (4) does not prevent a Contracting Party from
requiring a representative to'indicate an address, on its territory, for
notifications in respect-of the payment of maintenance fees.

R10.06 Paragraph (5). The term “refusal” 5 intended also to cover sanctions
which dre of equivalent effect to refusal of the application, such as the
application being treated as abandoned or withdrawn: ‘

Notes on Rule 12
(Details Concerning Relief in Respect of Time Limits Under Article 11)

R12.01 Paragraphs (1)@ and (3). In accordance with Article 7(1)(b), a
representative may sign on behalf of the applicant or owner,
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R12.02 Paragraph (5)(a). This provision lists procedures in respect of which a
Contracting Party is not obliged to provide for the extension of a time
limit under Article 11(1) or continued processing under Article 11(2),
although it is permitted to do so.

R12.03 ftem (). Under this item a Contracting Party is not obliged to grant
more than one instance of relief under Article 11(1) or (2), although it
is permitted to do so. 1t is similarly not obliged to grant continued
processing under Article 11(2) after an extension of the time limit
concerned has been previously granted under Article 11(1). Any
second or subsequent instance of relief that is granted is not regulated
by Article 11(1) or (2) or Rule 12, so that a Contracting Party is
permitted to grant shorter extensions than, and/or to apply
requirements which are additional to, or different from, those under
that Article and that Rule.

R12.04 ltems (i) and {iv). These items are intended to prevent an applicant or
owner from obtaining what would be, in effect, double relief in respect
of the procedure concerned.

R12.05 ftem (ifj). Although, under this item, a Contracting Party is not obliged
to provide for the extension of, or continued processing in respect -of,
a time limit fixed by the Office for the payment of maintenance fees,
it is still obliged to provide a period of grace for the payment of such
fees under Article Shis(1) of the Paris Convention.

R12.06 /tem (vi). When adopting Rules 12(5)(vi) and 13(3)iv), the Diplomatic
Conference understood that, while it was appropriate to exclude
actions in relation to inter partes proceedings from the relief provided
by Articles 11 and 12, it was desirable that the applicable law of
Contracting Parties provide appropriate relief in those circumstances

- which takes into account the competing interests of third parties, as
well as those interests of others who are not parties to the proceedings
(Agreed Statement No. 5).

R12.07 Paragraph (5)(b). This provision ensures that the provisions of the
applicable law in respect of a maximum time limit for the grant of a
patent prevail over relief in respect of a time limit fixed by an
administrative action of the Office.
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Notes on Rule 13

(Details Concerning Reinstaternent of Rights After a Finding of Due Care or
Unintentionality by the Office Under Article 12)

R13.01 Paragraph ( 7)‘. In accordance with Article 7(1)(b), a representatNe may
sign on behalf of the applicant or.owner.

R13.02 Paragraph.(3). This provision lists procedures in respect of which a
Contracting Party is not obliged to provide for the reinstatement of
rights under Article 12(1), although it is permitted to do so.

R13.03 ftems {i).and (iij). These iterns are intended to prevent an applicant or
owner from obtaining what would be, in effect, double relief in respect
of the procedure concerned.

-.R13.04 ftern (iv).  Reference is made to Agreed Statement No. 5 referred to in

Note R12.06.

Notes on Rule 14

(Details Concerning Correction or Addition of Priority Claim and Restoration of
Priority Right Under Article 13)

R14.01 Paragraph (1). . Although . the expression “before the ‘technical
preparations for publication of the application have been completed”
is intended to have the same meaning as that expression as used in
PCT Rule 26bis. 1(b), it is a-matter for the Office concerned to decide
whether or not, in any particular case, a request for early publication
or for expedited or accelerated processing is withdrawn before those
preparations have been completed.

R14.02 Paragraph (2). In accordance with- Article 7(1)(b), a representative may
sign on behalf of the applicant or owner.

R14.03 Paragraph (3). The applicable time limit for the correction or addition
of a priority claim by a notice submitted to the receiving Office after
the filing of an international application under PCT Rule 26bis.1(z) is
16 months from the priority date or, where that correction or addition
would cause a change in the pricrity date, 16 months from the priority
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date so changed, whichever 16-month period expires first, provided
that such a priority claim may be submitted until the expiration of four
months from the filing date of the international application. Reference
is also made to Agreed Statement No. 3 referred to in Note 6.17.

R14.04 Paragraph (5), item ()) and paragraph (6)(a), item (i). Reference is made
" 1o the explanation given under Rule 13(1) (see Note R13.01).

R14.05 Paragraph (6)(b), itern (i). The declaration or other evidence referred to
in this item may be required in order that the Office may determine
whether the requirement under Artide 13(3)iil) is complied with.

Notes on Rule 15
(Request for Recordation of Change in Name or Address)

R15.01 This Rule standardizes the procedure concerning requests for
recordation of a change in the name or address of an applicant or
owner where there is no change in the person of that applicant or
owner, for example, a change in the name of a company or a change
of name on marriage. It also applies, under paragraph (8), where there
is a change in the name or address of the representative or in the
address for correspondence or address for legal service. Where there
is a change in the person of the:applicant or owner, Rule 16 applies.
As regards a change in the person of the representative, that is where
a new representative is appointed, reference is made to the
explanation under Article 7 (see Note 7.01).

R15.02 Paragraph (1), introductory words. in accordance with Article 1{vif),
the term “recordation” means any act of incuding information in the
records of the Office. As regards the terms "applicant” and “owner,”

reference is made 1o the explanations under Article 1{viii} and (ix) (see
Notes 1.06 and 1.07).

R15.03 item (ii). Where the application number has not been issued, or is not
known, the provisions of Rule 19 apply.

R15.04 ftem (iv). The name and address referred to in this item are those
which are indicated in the records of the Office concerned. if thatis
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not the case, the Office may, for example, requiire that evidence that
the indications given are correct be filed under paragraph (4), or that
the change concerned be recorded beforehand or be included in the

© request. s

R15.05 Paragraph (2). The-amount of the fee may differ depending on the

number -of the patents or ‘applications involved (see Note R15.06).
Reference is also made to the explanations: under Article 6(4) (see, in
particular, Note 6.15).

R15.06 Paragraph (3). This paragraph obliges a Contracting Party to allow a

change in both name and address, and a change in respect of more
than one patent and/or application of the same person, to be included
in a single request.  However, it permits a Contracting Party to require
that-a separate copy of a single request be filed for each application
and patent to which it relates. It is also implicit that a Contracting
Party which so-wishes may itself make a copy of the request for each
application and. patent, optionally on  the payment, under
paragraph-(2), of an additional fee for each copy.

R15.07 Paragraph (4). This paragraph permits a Contracting -Party to require. -

evidence, for example, in the case ‘of a change in both -name and
address, where there is a doubt as to whether such change is not in
fact a disguised change in the person of the applicant or owner. The
Office is obliged, under Rule 5, to state its reason for doubting the
veracity of the indication concerned. As regards the phrase “may
reasonably doubt the veracity: of,” “refererice is- made to the
explanations under Article 6(6) (see Note 6.18).

R15.08 Paragraph (5). This paragraph establishes the exhaustive character of

the list of requirements under paragraphs (1) to (4). The requirements
referred to in this paragraph which are "otherwise provided for by the
Treaty or prescribed in these Regulations” are, in particular, those
under Articles 7 and 8 and Rules 7 to 10. As provided in the second
sentence, '@ Contracting Party may not require the filing of any
certificate concerning the change, for example, a certified copy of the
recordation of the change of the name of a company in the register of
companies. .
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R15.09 Paragraphs (6) and (7). The effect of the prohibition, under
paragraph (7)(a), of a more severe sanction than the refusal of the
request for recordation, is that a Contracting Party may not provide for
refusal of the application, or revocation of the patent, concerned for
failure to comply with the requirements of Rule 15. Reference is also

made to the general provisions on notifications under Article 9 (see '
Notes 9.01 to 9.05).

R15.10 Paragraph (8). As regards a change in the name or address of the
representative, due to the mutatis mutandis effect of Rule 15(1), this
provision applies only where there is no change in the person of the
representative (see Note R15.01).

Notes on Rule 16
(Request for Recordation of Change in Applicant or Owner)

R16.01 This Rule standardizes the procedure concerning requests for
recordation of a change in the person of an applicant and owner, it
particular, changes resulting from a change of ownership. Where there
is'a change in the name, but no change in the person, of the applicant
or owner, Rule 15 applies. It is to be noted that Rule 16 deals with the
requirements which should be fulfilled before a Patent Office and not
before any other authorities of a Contracting Party, for example, the
fiscal authorities.

R16.02 Paragraph (1)(a). introductory words. Reference is made to the

explanation giver under Rule 15(1), introductory words (see
Note R15.02).

R16.03 ftem (i) Reference is made to the explanations given under
Rule 15(1)(ii) (see Note R15.03).

R16.04 ftem (vi)). The basis for the change in the person of the applicant or
owner could be, for example, a contract assigning the ownership of
the application or patent concerned, a merger, the reorganization or
division of a legal entity, the operation of law, or a court decision
transferring the ownership of an application or patent.
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R16.05 Paragraph (1)(b), item (ii): - An-example of government interest is the

provision under the law of the United States of America (35 1U.5.C.
§ 267) which provides that the Director may. extend the time for taking
action'in the case of an application which is the property of the United
States of America;

R16.06 Paragraph (2)(@). This provision presci’ibes the documentation which

may be required where the change in the person of the applicant or
owner results from a-contract. As providedin the introductory words,
a Contracting Party may require* that the request for recordation
include information relating to the registration of the contract where
such registration is compulsory.

R16.07 ftems (i) to (iii). - A Contracting Party may also require that the request

for recordation be accompanied by any one of the documents listed in
items i) to (iii). A Contracting Party must accept documentation under
any of thosg items, at the option of the requesting party. Accordingly,
the Contracting Party is not permitted to prescribe which itern shal
accompany the request.

R16.08 It follows from Article 2(1) that a Contracting Party may accept, at the

option of the requesting party, documentation that is less than, or
different from, that prescribed in items (i) 16 (iii). provided that it also
accepts the documentation prescribed in-those items. For.example,
under item. (i), @ Contracting Party may accept a transcription of an
extract of the contract, instead of the extract itself, although it is not
obliged to do so. Similarly, a Contracting Party may accept an
uncertified transfer document signed by both the applicant and the
new applicant or by both the owner and the new owner.

R16.09 Where a Contracting Party requires that a copy of extract of the

contract filed under item (i) or (i) be certified, it is the option of the
applicant as to who'(a notary public, a competent public authority or,
where permitted, a representative) certifies the relevant document.

R16.10 Where the requesting party chooses to file a certificate of transfer, as

provided in item (iii}, a Contracting Party is not permitted to require
that this certificate be the subject of any form of certification.
Rule 20(1)(iv) provides for the establishment of a Model Internatlonal
Form for a certificate of transfer.
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R16.11 Paragraph (2)(b). This provision applies where the change in the
applicant or owner results from a merger, or from the reorganization
or division of a legal entity (including a reorganization that results in
more than one entity). A Contracting Party may require that the
request be accompanied by a copy of a document, originating from a
competent authority, evidencing that fact and any attribution of rights
involved, for example, an extract from a register of commerce. It is
only permitted to require that a copy of the document be filed; it
cannot require that the original of the document be filed, or that the
copy of the document be signed by the applicant and the new
applicant or by the owner and the new owner. As regards the
requirement that the copy be certified, reference is made to the
explanation under Note R16.09.

R16.12 Paragraph (2)(c). This provision applies where the change in ownership
does not result from a contract, from a merger, or from the
reorganization or division of a legal entity (including a reorganization
that results in more than one entity). In such a case, a Contracting
Party may require that the request be accompanied by a copy of any
document evidencing the change. = Although a Contracting Party
cannot require that the original of such a document be:filed, it may
require that the copy of that document be certified by, at the option of
the requesting party, the authority which issued the document, a
notary public, a competent public authority, or," where permitted, a
representative,

R16.13 Paragraph (2)(d). This provision applies, in particular, where, under the
applicable law, a co-applicant or co-owner who transfers his share in
an application or patent needs the consent of any other co-applicant
or co-owner to the change. !t is a matter for the Contracting Party to
determine what constitutes consent to the change, including whether
a copy of a prior agreement of joint applicants or owners to the sale of
a share constitutes sufficient evidence under this provision, and
whether the communication containing the consent shall be signed.

R16.14 Paragraph (3). As regards the expression “a language accepted by the
Office,” reference is made to the explanation under Article 1(xii) (see
Note 1.10). As regards the term "translation,” reference is made to
the definition under Article 1(xiii).
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R16.15 Paragrabhs 4) and (5). Reference is.made to the explanations given
' under Rule 15(2) and (3) (see Notes R15.05 and R15.06).

R16.16 Paragraph {6). ~Evidence could be required under this paragraph
where, for example, the Office has reason 1o suspect that the request
may be fraudulent. Reference is also made to the explanations given
under Rule 15(4) (see Note R15.07).

R16.17 Paragraph (7). This paragraph establishes the exhaustive character of
the list of formal requirements under paragraphs (1) to (6) with respect
t0-a request for recordation of a change in applicant or owner. An
example of a prohibited requirement is making the admissibility of the
request dependent on an advertisement of the change in one or
several newspapers.. Since, in accordance with Article, 2(2), the Treaty
does not regulate the substantive requirements relating to the validity
of the change, a Contracting Party would be permitted to require the
fulfillment of additional conditions of a substantive or fiscal nature, for
example, in situations concerning inheritance, bankruptcy or tutelage.
The requirements referred to in this paragraph which are “otherwise
provided for by the Treaty or prescribed in these Regulations” are, in
particular, those under Articles. 7 and 8 and Rules 7 to 10.

R16.18 Paragraph (8). Reference is made to the explanations given under
Rute 15(6) and-(7) {see Note R15.09).

R16.19 Paragraph (9). - This paragraph permits, but does not oblige, a
Contracting Party, in particular, one which. reguirés that a patent be
applied for in the name of the actual.inventor, toexclude the provisions

of Rule 16 in respect of changes in inventorship. The second sentence
is included for the avoidance of doubt.

Notes on Rule 17 o
(Request for Recordation of a License or Security Interest)

R17.01 Paragraph (1)a), introductory words. 1t follows from the words
“Where. a ‘license in respect of an application or patent may be
recorded under the -applicable law” “that no Contracting . Party is
obliged to provide for recordation of such license, -and that any
Contracting Party which allows for such recordation-is free to decide
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which license may be recorded. Accordingly, a Contracting Party is not
obliged to set a system for recordation of licenses under Rule 17. In
accordance with Article 1(vii), the term “recordation” means any act of
including information in the records of the Office.

R17.02 ltem (i). Reference is made to the explanation given under
' Rule 15(1)(ii) (see Note R15.03).

R17.03 Paragraph (1)(b), ftem (ij). Reference is made to the explanations given
under Rule 16(1)(b), item (i) (see Note R16.05).

R17.04 Paragraph (2)(a). It is to be noted that this provision does not prevent:
any authorities of a Contracting Party, for example, tax authorities or
authorities establishing statistics, from requiring the parties to a license
to furnish information in accordance with the applicable law of that
Contracting Party. Apart from this, the considerations which apply to
the documentation which -may be required where the license is a freely
concluded agreement under this provision are essentially the same as
those which apply under Rule 16(2)(a) (see Notes R16.06 to R16.10).
The words “portions of that agreement” in item (i) include, in
particular, information regarding the territory and duration of the
licensing agreement, and whether there is a right to sub-license.

R17.05 Paragraph (2)(b). This provision permits a Contracting Party to require
the filing of a document containing the consent, to recordation of a
license which is a freely concluded agreement, of an applicant, owner,
exclusive licensee, co-applicant, co-owner or co-exclusive licensee who
is not party to that agreement. For example, where the applicant or
owner has already granted an exclusive license in respect of an
application or patent, a Contracting Party may require the consent of
the exclusive licensee to the recordation of another license, in respect
of that application or patent, to which the exclusive licensee is not a
party. Similarly, a Contracting Party may require the consent of the
applicant or owner to a sub-license by an exclusive licensee. Also,
where a co-applicant or co-owner licenses his share in an application
or patent, a Contracting Party may require the consent of any other
co-applicant, co-owner.or co-exclusive licensee to the recordation of
the license. A co-applicant, co-owner or co-exclusive licensee who
represents all of the co-applicants, co-owners or co-exclusive licensees
may consent to the change on behalf of the other co-applicants,
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co-owners or co-exclusive licensees. The situation in which the consent
of a co-applicant, co-owner or co-exclusive licensee cannot be obtained,
for-example, because that person cannot be contacted, is-not regulated
by the Treaty or Regulations and therefore remains a matter for the
applicable law of the Contracting Party. “Reference is also made to the
explanations-given under Rule 16(2)(d) (see Note R16.13).

R17.06 Paragraph (2){c). = This provision applies, in particular where the
recordation is requested of a compulsory, or other non-voluntary,
license ordered by a court or other competent authority.

R17.07 Paragraph (3). Reference is' made to the explanation given under
Rule 16(3) {see Note R16.14).

R17.08 Paragraphs (4) and (5).- Reference is made to the explanations given
under Rule 15(2) and (3) (see Notes R15.05-and R15.06).

R17.09 Paragraphs (6) and (7). Reference is made to the explanations given
under Rule 16(6) and (7) (see Notes R16.16 and R16.17).

R17.10 Paragraph (8). Reference is made to the explanations given. under
Rule 15(6) and (7) {see Note R15 09).

R17.11 Paragraph (9).. ltem (i) relates to the recordation of a security interest,
such as an interest in a patent or application, acquired by contract for
the purpose of securing payment or performance of an obligation, or
indemnifying against loss or liability, for example; where the rights in
an application or patent have been pledged as a security for a loan.
However, as in the case of recordation of licenses under paragraph (1),
a Contracting Party is not obliged to provide for recordation of security
interests, “and. any . Contracting Party which does allow for such
recordation is free to decide which security interests may be recorded.
Similarly, under item (ii),-a Contracting Party is not obliged to provide
for cancellation of the recordation of a license or security interest.

R17.12'In"applying the provisions of paragraphs (1) to (8), mutatis mutandis,

to a request for recerdation, or cancellation of recordation, of a
security interest, references to the terms “a license,” “licensor” and
“licensee” are to be read “as references to the terms “a security
interest,” "a person providing the security interest,” arid “a person in
favor of whom the security interest is established,” respectively.
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Notes on Rule 18
{(Request for Correction of a Mistake)

R18.01 This Rule regulates the formal requirements and procedures
concerning the request for correction, by the Office, of a mistake not
related to seafch or substantive examination. In accordance with
Article 2(2), it does not regulate the substantive requirements which a
Contracting Party may apply in determining the allowability of a
correction.  For example, a Contracting Party may require that the
correction be obvious in the sense that it is unequivocally clear that
nothing else could have been intended other than what is offered as
the correction. It also does not regulate corrections in the application
which are not the subject of a request for correction, in particular, the
amendment of the description, claims or drawings, either voluntarily
following the receipt of a search report, or in the course of substantive
examination.

R18.02 Paragraph (1)(@), introductory words. The expression “mistake in the
records of the Office” is to be interpreted in light of the definition of the
term “records of the Office” under Article 1(vi) (see Note 1.04).
Examples of mistakes which may be the subject of a request under
paragraph (1) are mistakes in the bibliographic data, in details
concerning a priority claim, or in the description, claims or drawings of
the application or patent concerned. It follows from the wording “which
is correctable under the applicable law” that the question of which
mistakes are correctable is not regulated by this Rule. As regards the
terms “applicant” and “owner,” reference is made to the explanations
given under Article T(viil) and (ix) (see Notes 1,06 and 1.07). ‘

R18.03 item (/). Reference is made to the explanations given under
Rule 15(1)(ii) (see Note R15.03).

R18.04 Paragraph (1)(b). This provision allows a Contracting Party to require
that a replacement part (for example, a replacement page in the case
of an application filed on paper), or a part incorporating the correction
(for example, an errata sheet), be filed. In the case where the request
applies to more than one application and/or patent, an Office may
require that a separate replacement part, or part incorporating the
correction, be filed for each application and patent, 16 facilitate the
work of the Office.
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R18.05 Paragraph (1)(c). This provision permits a Contracting Party to refuse a
request for correction of a ‘mistake where the ‘requesting party is
unable to'file a declaration that the said mistake was made in good =
faith, for example, where the mistake was made with deceptive
intention. it'is a matter for the Contracting Party concerned to decide
what constitutes .good faith.

R18.06 Paragraph (1)(d). This provision permits a Contracting Party to refuse
a-request “for correction of a mistake where there was undue or
intentional delay in making the request after the discovery of the
mistake. ' It is a matter for the Contracting Party concerned to decide
what constitutes undue or intentional delay; for example, it may
consider that there is undue delay where the request is not diligently
made.

R18.07 Paragraph (2)(a). .- Reference is made to the expianatxon gnven
under Rule 15(2) (see Note R15.05).

R18.08 Paragraph (3).. Reference is made to the explanatxon glven under
Rule 15(3) (see Note R15.06).

R18.09 Paragraph (4).  This paragraph permits a Contracting Party to require
evidence in the case of any request for correction where, for example,
notwithstanding the declaration referred to in paragraph (1)(); there is
reasonable doubt as to whether the mistake was made in good faith,
or where there is reasonable doubt as to whether the request was
made without undue or intentional delay following the discovery of
the mistake  inaccordance with “paragraph (1)d) (see also
Note R18.06). Reference is also made to the explanations given under
Rule 15(4).(see Note R15.07).

R18.10 Paragraph (5). “Reference is made to the explanations given under
Rule 15(5) (see Note R15.08). - As regards the restriction to formal
requirements, reference is made to the explanation in Note R18.01.

R18.11 Paragraph  (6). - Reference is made to the explanations glven under
Rule 15(6) and (7).(see Note R15.09).

R18.12 Paragraph (7)(@@). . This paragraph permits a Contractihg Party, in
particular, one which requires that a patent be applied for in the name
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of the actual inventor, to apply provisions in respect of changes in
inventorship which are different from, or additional to, provisions
under paragraphs (1) to (6).

R18.13 Paragraph (7)(b). This provision is for the avoidance of doubt. Under
the law of the United States of America, a patentee may apply for a
re-issue patent to correct a patent that is, or may be, inoperative -or
invalid because the claims are too narrow or too.broad due to an error
made without deceptive intention.

Note on Rule 19
(Manner of Identification of an Application Without fts Application Number)

R19.01 Peragraph (1). This paragraph prescribes the indications and elements
which a Contracting Party is obliged to accept where the application
number is required to be filed under Rules 2(5)a), 10(1)@)GD, 15(1)(),
T6(1)@)D, 17(1)@)i) and 18(1)a)ii), but that number has not been
issued or is not known. 1t follows from Article 2(1) that this paragraph
allows a Contracting Party to accept less information than that

prescribed in items (i) to (i) or, additionally, to accept other means of
identification. :

Note on Rule 20
(Establishment of Model international Forms)

R20.01 Paragraph (2). The modifications of the PCT request Form referred to
in this provision are the modifications for the purpose of filing national
and regional applications in accordance with Article 6(2)b) and
Rule 3(2)(i) (see Note R3.02). The PCT request Form for the purposes
of filing international applications under the PCT will continue to be
established as part of the Administrative Instructions under PCT Rule 89.

Notes on Rule 21
(Requirement of Unanimity for Amending Certain Rules Under Article 14(3))

R21.01 Item (i). At present, no Regulations are provided under Article 5(1)a).
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R21.02 ltem (ii). "At present, Rule 3(1) provides the Regulatiohs referred to in
Article 6(1)iii). ‘ ‘

R21.03 kem (i), At present, Rule 3(3) provides the Regulations referred to in
Article 6(3).

R21.04 Htem (iv). At present, Rule 7(1) provides the Regulations referred to in ‘
Article 7(2){a)ii).
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